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Dr Arpad Bogsch

Director General

World Intellectual Property Organization
34 chemin des Colombettes

1211 GENEVA 20 SWITZERLAND

Dear Dr Bogsch

Under cover of your circular letter C.5034-457 dated 16 June 1989
you forwarded to the Australian Patent Office for comment a draft
memorandum entitled ‘The Interface Between Patent Protection and
Plant Breeders’ Rights’.

Your note to Governments which you sent on the same day in your
capacity both as Director General of WIPO and as Secretary General
of the International Union for the Protection of New Varieties of
Plants (UPOV) indicated that comments would be considered and taken
into account in preparing further documentation and taking such
further steps as may be desirable in the preparation of a meeting to
be organised by WIPO and UPOV to deal with questions of protection
by patent and plant breeders’ rights.

In Australia, as no doubt is the case in some other countries where
both patent and plant breeders rights systems exist, different
Offices and Government Departments have responsibility for patents
and plant breeders’ rights systems, respectively. The coordination
and presentation of comments in the present case has made it seem
preferable to the relevant authorities in Australia that the
Australian Patent Office should forward to you comments which it has
to make on a number of issues raised by the memorandum. In this
regard, it is to be noted that the draft memorandum makes it clear
that it is a discussion document. The Australian Patent Office
comments are set out in the Attachment to this letter.

Insofar as the draft memorandum raises issues which impinge upon
current revision proposals concerning the UPOV Convention it calls
forth different considerations and competencies. To the extent that
the comments made in the Attachment impinge on the current or future
revision proposals they are without prejudice to the final position
which the Australian Government may take on those revision
proposals. An effort has been made to limit comments on the
revision proposals but this has not always been possible since the
proposals impinge on the patent system.

It may be useful for me to make some general observations on the
draft memorandum. The document is not always an easy one to come to
grips with and contains a good deal of material that is assertive
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and/or argumentative. Also it proceeds very much from the European
standpoint of a patent law that excludes plant and animal varieties
etc. From the viewpoint of an Office that applies a patent law that
does not contain limitations on patentability in relation to plants
and plant varieties, there is a good deal of assertion and argument
in the document that does not have a firm base. In addition, some
of the argument proceeds on the basis of ‘one opinion’ or ’another
opinion’.

The document seems to us to be lacking in clarity and one sometimes
feels that it is obscure when important issues underlie what is
being discussed. Also, it seems to us that it lacks transparency in
that it fails to indicate what it expects will be the subject matter
of plant breeders’ rights under the current rewvision proposal. In
this regard, we have some difficulty in understanding the full
import of the definition of ‘variety’ particularly in conjunction
with other proposals and in this context have looked at what was
said in UPOV document CAJ/XXIV/2.

The document does not make it explicit if, and to what extent, what
is at issue is the system of protection that should be provided for
modern technological developments in the plant field. Uncertainty
as to what is the possible subject matter of protection under the
proposals for revision of the UPOV Convention compels one to
question whether an alternative protection system is being proposed.

WIPO, has, of course, particular responsibilities in relation to the
patent system and the protection of inventions. It has a unique
position as the proponent of the values of the patent system as the
appropriate form of protection for inventive activity taking into
account both the private interests of inventors and the public
interest in having a balanced system that serves the general cause
of industrial development.

As regards protection of inventions, WIPO is accustomed, in general,
to present a number of features of the patent system that serve
either the private interests of inventors (and industries that rely
on the protection of inventions) and the public interest in having a
system of protection that promotes early disclosure of inventions,
and dissemination of information about them as well as actual access
to them. This is to increase the general pool of knowledge, to
facilitate further technological advance and to enable competitors
to operate in a more certain climate.

Any reference to issues of this kind (there are more, I am sure,
than I have mentioned that the International Bureau puts forward
when promoting the protection of inventions) seems to be completely
absent from the document. This seems to me to raise questions about
the document that the International Bureau needs to put to itself
since it is responsible for input on patents issues (especially
should it be the case that the UPOV Convention revision proposals
lead to an alternative protection system for modern technological
developments). Does the document (on that assumption) fail to
raise the fundamental issues concerning the patent system and what
that system seeks to achieve in the general public interest? 1f the
consequence of what is being put forward was that inventions would
be kept secret and enjoy prolonged periods of protection by other

means, then that surely would be the kind of patents issue that WIPO
must insist on being addressed.



If, on the other hand, the nature of the revision of the UPOV
Convention does not raise questions of the kind indicated, it is
equally as important that this be clearly stated.

Yours sincerely

(E.M. Haddrick)



Attachment to letter dated 27 September 1989
to the Director General of WIPO

from the Acting Commissioner, Australian Patent Office

The Interface Between Patents and Plant Breeders Rights
Comments by the Australian Patent Office

This document identifies assertions regarding the patent system
made in UPOV Document CAJ/XXIV/4, dated 3 April 1989, on the
interface between patents and plant breeders' rights and
subjects them to analysis and comment (referred to in the
document as a response).

The analysis and commentary are directed to determining whether
the picture of the patent system is balanced and accurate. To
the extent that proposals are made to make the UPOV system
coextensive with the patent system it will also become necessary
to consider in particular those instances where the reach of the
patent system is suggested as being wider than is, in fact, the
case. This document does not attempt to do this.

Assistance in the preparation of this paper has been received
from Dr. Noel Byrne, an expert in intellectual property
protection for plants, from the Centre for Commercial Law, Queen
Mary College, University of London. All analysis and comment
contained within this paper is, however, the responsibility of
the Australian Patent Office.

e Conditions for Patentability i ustralia

The UPOV document, CAJ/XXIV/4, on the interface between patent
protection and plant breeders' rights states at paragraph 30
that the conditions of patentability that must be fulfilled for
grant of a patent are novelty, inventive step and industrial
applicability.

It is important to note here that Australian law differs from
these requirements in that for an invention to be patentable

subject matter under Australian legislation it must be for 'a
manner of new manufacture'. This term has been the subject of

. interpretation by the Courts and is understood to mean:

a. new in the sense of being not previously available to the
public;

b. inventive in that it is not obvious to a person of
ordinary skill in the particular art;

c. useful in economic affairs; and
d. involving the technical intervention of man.
Although these requirements differ from the European concept of

novelty, inventive step and industrial applicability, the end
results generally are the same.
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l. Assertions in OV_Document, CAJ/XXIV/4 about Patents

A: Inventive Step In Relation To Plant Inventions

I. Assertion

It is asserted in paragraph 31(iv) of the UPOV Document that,
historically, doubts existed in some countries as to whether
'the creation of a new plant variety involved an inventive
step'. The assertion continues: 'it was sometimes considered to
be obvious to a person skilled in the art that the progeny of a
cross between variety A and variety B might include examples
with improved yield' (emphasis added).

It is also asserted in paragraph 35 that the US Patent Office
has difficulty applying its 'non-obviousness criteria' and that
in practice it is ignored.

II. Response

Al Even historically, as the heavily qualified assertion
recognises, there were times when it would not have been obvious
to a skilled plant breeder in the relevant art that the progeny
of a particular cross might yield a particular result.

A2 But even if a particular result might be envisaged by the
skilled person, Australian patent law has never predicated a
lack of inventive step on the mere possibility of a particular
result being a consequence of taking a particular step in the
relevant art. That something might be obvious to try is not a
ground for refusing to grant a patent, or for invalidating a
patent after it has been granted.

A3 An objection to a patent application on the ground of
obviousness (or lack of inventive step) cannot be taken by the
Patent Office under the Patents Act 1952, although the
provisions of the Patent Bill 1989 do allow the examiner to
object to 'lack of inventive step'. The objection can, however,
be raised in opposition or revocation proceedings. In assessing
whether an invention is obvious or lacks inventive step the
question is asked whether, having regard to the common general
knowledge in the technology concerned, it would have been
obvious at the priority date to a person of ordinary skill in
the art to arrive at the claimed invention.

A4 The legal principles involved in determining the issue of
obviousness are the same irrespective of the technical subject
matter of the patent concerned. Determination of the issue is
no more complex for plant patents than for other types of
patents.

A5 An assertion that all traditionally bred new plants or plant
varieties lack inventiveness cannot be accepted for many
reasons.
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For example:

A5.1 A new plant variety that meets a long identified need
may well involve an inventive step. For example, if the
creation of a variety of wheat that reaches maturity two days
earlier than any other variety fulfils a long felt need in
agriculture, it would be hard to deny the inventiveness of
the step taken by the breeder of the variety.

A5.2 An inventive step could reside in the hypothesis that
the crossing of two known varieties will produce a particular
plant. It does not matter that, once the hypothesis has been
formulated, it can be put into effect by the well-known
technique of crossing and selection. It should be noted,
however, that if a patent were granted, it would be granted
not for the hypothesis but for the plant produced as a result
of implementing the hypothesis.

A5.3 An inventive step can reside in the realisation that a
particular flower colour, for example in a carnation, would
be a useful product in the cut flower industry. The fact
that the desired carnation is then produced by a series of
standard crossing and selection techniques would not mean
that the creation of the carnation lacked inventive step.

A5.4 An inventive step can reside in solving a technical
problem in plant breeding where it was not obvious to
breeders in the relevant art that the problem was amenable to
solution at the time of invention. For example, a plant
breeder working with sunflowers, and desiring to breed by
conventional techniques a sunflower variety yielding seed
with a particular ratio of linoleic acid to oleic acid,
learns from the literature on the subject and common general
knowledge in the art that the sunflower material he proposes
to work with is unlikely to give that result. 1In fact, the
knowledge that is publicly available says little about what
determines at the genetic level the oleic acid content of
sunflower seed. The breeder nonetheless achieves the desired
result in a new sunflower variety bred by crossing followed
by selection among the progeny of the cross (see U.S. Patent
4,627,192 dated 9 December 1986).

A6 The situation for plants has close parallels in other fields
of technology where the patent system has functioned for many
years. In the field of metallurgy, for example, experimentation
occurs with mixtures of metals in different ratios to produce
alloys having desired characteristics. An inventive step can
lie in the recognition that a particular combination of metals,
in the ratios specified, results in the desired characteristics.
This can be so even though the individual metals comprising the
alloy and the process of combining them to produce the alloy are
well known.



B: Plant Varieties - Living Matter And Industrial Applicability

I. Assertion

It is asserted in paragraph 31(ii) and (iii) of the UPOV
Document that, historically, there were doubts about the
patenting of plant varieties because living matter was a
'product of nature', 'a mere discovery' or 'essentially
biological' and as to whether plant varieties were industrially
applicable.

II. Response

Bl An assertion that plants lacked 'industrial applicability’,
if made nowadays, would betray a complete misunderstanding of
this criterion. Australian patent law does not expressly
require an invention to be industrially applicable in order to
qualify for a patent. But it does require that a patent
application disclose 'a manner of new manufacture' and be useful
in economic affairs.

B2 The High Court of Australia held in National Research
Development Corporation v Commissioner of Patents [1959] 102 CLR
252 that an invention was a manner of manufacture if it offered
some material advantage and belonged to a useful art, so that
its value to the country was in the field of economic endeavour.
This decision broadened the scope of statutory subject matter
under the Patents Act 1952 to include horticultural and
agricultural processes. It might be noted that this decision
was followed in a number of Common Law jurisdictions, including
the United Kingdom.

B3 The NRDC decision was followed by the Australian Patent
Office in 1976 when it allowed a number of patent claims for
specific variants of a microorganism: Rank Hovis McDougall's
Applieation (1976) 46 AOJP 3915. That the claims were to living
organisms was not a bar to their being regarded as statutory
subject matter.

B4 In 1980 the Australian Patent Office issued an official
notice to the effect that precisely the same criteria apply to
applications involving living subject matter as apply to other
subject matter. No distinction is made solely on the basis that
the claimed product or process is, or contains, or uses, a
living organism. The notice opened the way for the granting of
patents for plants, plant varieties and plant components. It is
entirely consistent with the NRDC judgment.

(See also paragraph N6 on the exclusion of plant varieties
from patentability.)

C: Description of Plant or Plant Variety
I. Assertion

It is asserted in paragraph 31(v) of the UPOV Document that,



historically, there were doubts in some countries as to whether
(a) living matter such as a plant or plant variety could be
described fully and (b) living matter could be 'independently
reproduced by a person skilled in the art without access to the
actual living material, the subject of the invention'.

II. Response

Cl Paragraph 59 of the UPOV Document recognises that what
historically may have been doubted can no longer be advanced as
a general proposition against granting a patent for a plant or
plant variety. Science has come a long way since such doubts
were first expressed. The law has not remained still either.

C2 The purpose of a patent description is to ensure that the
public has access to, and a clear understanding of, the
invention. Firstly, it must clearly describe the advance made
over the prior art so that interested parties are left in no
doubt as to what is new and as to the monopoly covered by the
granted patent. Secondly the best method of performance must be
clearly and sufficiently described to ensure that the invention
is repeatable (for public access purposes) from the written
description given. There is no legal requirement for an
invention to be 100% repeatable. Rather the repeatability must
be such that it is acceptable to a person skilled in the art.

C3 Most chemical and biological processes, for example, are not
100% repeatable, yet this has not barred such processes from the
grant of a patent. A fermentation process to produce a desired
chemical may not reproduce the chemical every time the process
is carried out. Patents for microorganisms, and for processes
utilising the life processes of microorganisms, have been
litigated before the courts of several countries, yet such
patents have not been invalidated for insufficiency of
description (the German courts aside until the recent Rabies
Virus decision of the F.R. Germany Supreme Court in 1987).

C4 The standard in Australian patent law is clear. Australian
patent legislation requires that an invention be described
fully, and this description must disclose the best method of
performing the invention. The requirement for a full
description has been interpreted by the courts to mean that the
application must include the best description known to the
applicant when he files his application, as advances in
technology will result in the availability of knowledge not
available at the lodgement date.

C5 1In the case of plant varieties, it is Patent Office practice
to require an applicant to give a full taxonomic description and
photographs of the variety to distinguish it from related
varieties, together with an accurate history of the breeding
involved, including the clear identification of the parents and
any intermediate plants produced along the way. The results of
scientific testing, such as, isozyme analysis, DNA 'finger
printing' and other comparative means used to distinguish one
plant variety from another can be, and are, used in patent



descriptions to further identify a plant variety. This further
identification is, however, optional.

Cé6 For use to be made of the protected plant variety, e.g. for
marketing or other purposes, it has to be reproducible in usable
quantities. The patentee is entitled to achieve this by methods
described in the patent document or by any other methods, not
the subject of protection. It follows that the requirement of
repeatability (for public access purposes) has no relevance to
methods used to reproduce the plant variety for marketing or
other purposes.

C7 Concern has been expressed in paragraph 22 of the UPOV
Document that some plant varieties created by crossing followed
by selection may not be reproduced with sufficient probability.
A well known example popular among students of plant genetics is
offered by way of support for this concern. It runs thus: if
two plants that differ in only 21 gene pairs are crossed and a
selection is made from the resulting progeny, the probability of
repeating the selection is 2 in 4,399,046,511,104. 1In the
opinion of many commercial plant breeders, this contrived
example does not mirror the reality of commercial plant
breeding. Moreover, for most sexually reproduced plants, a
variety does not consist of a single genotype but of a range of
genotypes which produce a phenotypic range characteristic of the
variety. Therefore, the example is a gross over-estimate of the
difficulty it seeks to support.

C8 Besides some new plant varieties can be recreated by a
number of techniques. Some such techniques give a higher
probability than others of being able to attain by their use the
desired result. For example, the products of controlled
mutagenesis or recombinant DNA engineering are reproducible at
probabilities acceptable to a person skilled in the art.

C9 There also exists nowadays a well-developed system for
depositing biological material (the Budapest Treaty) required
for the performance of an invention where words will not
suffice.

Cl10 As regards the patenting of microorganisms, the
deposit system for biological materials assists the
applicant in providing the best description available
together with the requisite assurance. The availability of
the deposit is taken as overcoming the problem of
repeatability. In principle, there is no reason why a
similar system should not be available for plant inventions.

Cll1 1In fact, one is applied to plants. Deposits of plant
material are currently accepted by depositories which operate
under the Budapest Treaty. For example, the American Type
Culture Collection (ATCC) readily accepts plant tissue
cultures and seeds; and the Fermentation Research Institute,
Japan, accepts plant cell cultures. However, it is not
current practice in the Australian Patent Office to accept
deposits of plant material to assist in meeting the



requirements of section 40(1l)(a) as to the required
description.

Cl2 Where a question arises about whether the deposited
material is the same as the variety described and claimed or
whether it differs from existing varieties an interested
person may choose to grow the plant from a sample and compare
it with the patent description and photograph provided, or
compare the results of isozyme analysis or DNA 'finger
printing' of the deposited material with that of existing
varieties. This may be for the purpose of avoiding
infringement or for challenging the patent in the courts.

Cl3 While deposit is not a complete substitute for the
descriptive requirements of patent law (the deposited
material still has to be distinguished from related
biological materials), it has nevertheless been recognised
widely as the best assurance possible against a patent
issuing on a biotechnological invention without anyone being
able to utilise the disclosure.

Cl4 Although Australia currently accept deposits under the

Budapest Treaty for a limited range of biological material,

the Australian Patent Office is currently looking at whether
a wider range of deposits, for example to include seeds and

plant cells, should be possible.

D: Exhaustion of Patent Rights

I. Assertion

It is asserted in paragraph 32 of the UPOV Document that
according to one opinion because patent rights are exhausted
when goods subject to a patent are placed into the market, this
was 'considered to have the effect of nullifying the benefits of
the patent when such goods freely reproduce'.

It is further asserted in paragraph 56 of the same document that
‘the application of the exhaustion of right principle generally
to self-replicating material requires clarification, as well as
the rights of patent owners in relation to farm-saved seed, the
so-called 'farmer's privilege'; and in paragraph 83 that
'Doubts exist under the patent system concerning the application
of the doctrine of exhaustion of rights to plant varieties'.

II. Response

D1 There is no general principle of 'exhaustion of rights' in
Australian patent law. It has been observed to us by one expert
that in the jurisdictions where the principle applies, both its
scope and application tend to be misrepresented unwittingly by
advocates who ill-understand it. The UPOV Document, it was

suggested, is not immune from this criticism, particularly

where, in several places, it speaks of a right being 'revived'.
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D2 The opinion referred to in paragraph 32 of the UPOV Document
is quite evidently held in relation to Civil Law systems in
Continental Europe, in particular Belgium, France, F.R. Germany.
and Italy. The Australian legal system and its jurisprudence
are part of the Common Law tradition.

D3 Insofar as the principle of exhaustion may need some
clarification in the national laws of the Continental European
countries just mentioned, the Australian Patent Office does not
wish to offer an opinion on the matter at this stage, save to
say that it would be surprising if such laws countenanced or
encouraged depriving an inventor of reward for his inventive
contribution.

D4 The history of patentees' monopoly rights under the Common
Law has been of a purposive interpretation, in varying
circumstances, of a general statutory formulation of those
rights (see paragraph D7) to assure to the inventor adequate
protection (for example, questions arising from the importation
of products the subject of patents has been dealt with within
the general concept of 'make, use, exercise and vend'). Third
parties (who in other systems may rely on exhaustion of right
principles) are, in general, protected against harsh
consequences by the implication of a licence to do those acts
which come within the natural contemplation of what a reasonable
person would regard as normal in a business environment, in
which both the patent system and the normal principles of law,
such as those governing the sale of goods, co-exist. An attempt
at comprehensive and prescriptive rules generally proves
inadequate to provide a more certain basis for commercial
relationships.

DS The paragraphs that follow apply the existing law to the
case of self-replicable material, for example, seeds. It needs
to be emphasised that the exposition that follows is
hypothetical to the extent that, so far as is known, there are
no actual cases where patent rights are in existence that are
being exercised in the way suggested. The exposition is to
exemplify how it is thought that the present law could without
change, resolve emergent issues. Also the exposition leaves out
of account possibilities affecting the exercise of patent rights
that could well emerge were patent rights to be exercised in
respect of, for example, field crops. For example, one would
imagine a general agreement between farming and seed producing
interests that would establish standard conditions of sale
applicable to the initial sale of seed which would cover the
reproduction of seed for re-use as seed by the purchaser.

D6 Such general conditions could provide an acceptable basis
for individual contracts. (Such conditions are, of course, a
feature of many commercial spheres of activity.) The conditions
in such a standard agreement could well pay regard to the sorts
of considerations that have led to the so-called 'farmers
privilege' in plant breeders rights legislation, perhaps with
some additional reward to the seller either by an additional
initial payment or by a subsequent payment.
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D7 Under Australian law, the patentee has the exclusive right
to 'make, use, exercise, or vend' the claimed invention. If the
claims of a patent claim the seeds of a plant variety, that
patent is infringed when a third party, without the licence of
the patentee, 'makes, uses, exercises or vends' the seeds of
that plant variety. However, as a general rule, when any
patented article, including patented seed, is sold by a
patentee, or with his consent, the purchaser will take it
together with a full licence to deal with that article as if it
was not patented. This licence is implied by the Common Law and
it can be expressly restricted by the patentee at the time of
sale. The Common Law could also, in the light of the
circumstances of the sale or established usages in the
particular trade concerned, imply a licence which differs from
the usual implied licence.

D8 The application of the general principles of the previous
paragraph require a consideration of the particular
circumstances of both the relevant sale and of any established
usages in the particular trade. For example, where there is an
established trade in grain between producers and millers, if
patented seed is sold by a patentee (or with his consent) to a
miller, the Common Law would imply that the miller is free to
use the grain in the way grain is usually utilised by millers -
i.e. for grinding into flour. 1If, on the other hand, patented
seed is sold to a farmer, the Common Law would imply that the
farmer is free to utilise the seed in the way that seed is
usually utilised by farmers. The farmer would accordingly be
able to plant the seed and sell his crop. In Australia it is
the established practice of wheat farmers to retain some of the
crop for replanting; and the Common Law would (in the absence of
an express exclusion by the patentee at the time of sale) imply
that the sale of patented seed to wheat farmers would carry an
implied licence to follow this established practice.

E: Experimental Use of Protected Varieties
I. Assertion

It is asserted in paragraphs 56 and 83 of the UPOV Document that
there is uncertainty as to the application of the experimental
use principle of patent law. Two opinions are advanced. First,
that any use other than that involved in genuine enquiry to see
'how it works' would infringe the rights of a patent owner to a
patented plant or plant variety. Second, that a patented plant
or plant variety could be used to breed new plants although
commercialisation of a new variety derived from the patented one
would require the patent owner's consent.

II. Response

El It is clear under Australian law that the use of a patented
product or process for genuine experimentation, for example for
the purposes of producing a new improved product, does not
infringe the patent. Freedom to experiment on and, if possible,
improve patented inventions is a cornerstone of Australian
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patent law. If the new product satisfies the criteria of
patentability, the owner of the improvement can seek a patent
for it. A new plant variety derived from the patented variety,
under these circumstances, would be expected to have a different
genetic profile and taxonomy from the patented variety and be
capable of patent protection.

(See also the comments in Item F: Genes as Patentable
Subject Matter, paragraphs F3 and F4.)

E2 Where genuine experimentation produces a new variety from a
patented variety but the patented variety is not used repeatedly
to reproduce the new variety, for example, by reproducing the
new variety using asexual reproduction techniques and
consequently no impermissible use is made of the patented
variety, infringement will not occur. If, however, the
commercialisation of the new variety involved the repeated use
of a patented variety, a licence would be needed to avoid
infringement.

F: Genes as Patentable Subject Matter

I. Assertion

While accepting that a gene or gene construct which satisfies
the criteria of patentability should not be denied the benefit
of a patent, paragraph 84 of the UPOV Document asserts that a
'general concern exists in relation to genes that are known to
be present in a crop species or which are present in existing
varieties' (even though they are not known to be present there).
Plant breeders, it is asserted, 'could hardly accept that a
person cloning and sequencing a gene of this nature could
thenceforth claim a total monopoly on its use in the species
concerned'.

II. Response

Fl A gene is a chemical compound that has no independent
identity in the absence of human intervention. As a chemical
compound it is subject matter capable of patent protection.

F2 Under Australian patent law a patent for a new gene per se
would only afford protection for the gene that was isolated
and/or for that gene when inserted into a host organism. 1In
other words, the patent would not extend to the gene where it
occurs naturally in an organism. If, for example, a gene which
is responsible for dwarfness in a plant is isolated and
patented, the patentee's rights would encompass only the isolate
and a host organism wherein the isolate is expressed. This
result is attributable to human intervention of a technical
nature. The patent right would extend only to such host
organisms as the patent specification provides descriptive
support for. 1If, therefore, a patent specification only
supports the insertion of a gene into a limited range of plants,
then the scope of the patent would extend only to plants within
the limited range.

.)/]
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F3 There is no question of a total monopoly being granted under
Australian patent law. The extent of a patentee's monopoly is
governed by the claims of the patent specification. See also
paragraph R2.

F4 An improvement which comes within the claims of an existing
atent, however, could not be exploited commercially without the

licence of the owner of that patent. Thus the patentee is not
able to block further research, but his licence would be
required before the improvement could be commercialised.

F5 When it has been characterised, isolated, and sequenced, for
the first time, the isolated gene is new. It has not been
present in nature prior thereto as an isolate. The mere fact
that an observable characteristic in a plant must be due to a
gene residing within that plant is insufficient to render the
newly identified gene unpatentable by reason that it must be
known to have existed.

F6 Where a gene has been previously characterised and is known
to exist within a genome it cannot be claimed per se. However,
the process of its sequencing, isolation and cloning may be very
far from being an obvious step in the relevant art as problems
may exist in this process for particular genes. The grant of a
patent on the basis of such a step should not be foreclosed on
the basis of a concern that, as paragraph 84 of the UPOV
Document admits, 'could perhaps be non-existent in practice'.

F7 As paragraph 84 itself recognises, the concern is
unwarranted because in practice an examiner would limit a patent
claim to what had actually been invented. A patent is granted
for what has been invented, no more and no less, and this
principle applies as much to genes as to any other invented
subject matter.

F8 The requirements in the Australian Patents Act relating to
description are satisfied in the case of a gene by detailing the
manner of its isolation from the natural source and disclosing
the full sequence of nucleotides or the complete sequence of
amino acids of the polypeptide and its function coded for by the
gene.

F9 Meeting the requirements for a sufficient description of a
gene is, therefore, no more difficult than for a chemical
compound. Procedures for synthetically producing a sequence of
nucleotides are well known and rely on standard techniques.
Reproducibility of a gene is not therefore a problem within the
parameters of the techniques of genetic engineering.

F10 Moreover, the requirement that an invention must be useful
in economic affairs (this is similar to 'industrial
applicability' in other countries) could only be met under
Australian law by showing the gene applied for can be expressed
in a host, whereby a useful product may be produced. The
product could be a protein, encoded for by the gene, or a plant
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which expresses the characteristic encoded for by the gene, for
example, herbicide resistance (resistance to glyphosate).

G: Patents and Plant Characteristics

I. Assertion

It is asserted variously that it is possible to patent a plant
characteristic per se. For example, in paragraph 104 of the
UPOV Document the suggestion is made that 'the patenting of the
characteristics of plants would permit any party establishing a
higher level of expression of any one such characteristic in a
plant, to make claims in relation to that characteristic which
will block further development in that species'.

Further in paragraph 105 it is asserted that 'the issue of
claiming 'characteristics' in this way seems to arise in
circumstances where the claims in a product patent or in a
process patent include what is in effect a plant variety. Plant
variety in this context is given a broad general meaning of
plant breeding usage which is reflected in the definition set
out in paragraph (iii) of the proposal for Article 2 in the UPOV
Convention revision proposals'. (This should be a reference to
proposed Article 2(ii))

In addition, in paragraph 87 it is also asserted that 'a patent
permits claims so that the exclusive right would cover not just
the claimed, not yet fixed, material but all future varieties
with any characteristic claimed for the non-fixed material'

II. Response

Gl It is asserted in paragraph 105 and elsewhere that a patent
claim to a plant is in effect a claim to a plant variety and
plant breeders would normally define a variety in the broad
terms of proposed Article 2 (ii). This is then put forward as
one reason why plant breeders rights should be extended to cover
the same scope as a patent claim to a plant.

G2 This reasoning is obviously not supportable. Consider, for
example a tomato plant having herbicide resistance (to
glyphosate) through insertion of an isolated gene. The term
‘tomato plant' would be seen by the breeder as encompassing a
large number of individual and distinct tomato varieties. One
has only to look at breeder's catalogues to see the large number
of varieties commercially available.

G3 It is not possible simply to patent a plant characteristic
per se. A characteristic resulting from the insertion of a gene
into a plant is a characteristic of the plant itself. It is not
a characteristic in isolation. The patent is to the plant
having the characteristic resulting from the inserted gene.
Accordingly, the assertion, so far as understood, does not
represent the scope of patent protection available under
Australian patent law. Since the document does not indicate to
what patent law the statement is referable, the Australian

gt
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Patent Office remains to be convinced as to the validity of the
assertion.

G4 Under Australian law, a patent claim to a plant variety per
se, with desirable characteristics, is a claim to that plant
variety as defined by its particular taxonomy. The patent
monopoly does not extend to these desirable characteristics
where they occur in other distinct plant varieties, either
resulting from plant breeding techniques or occuring in nature.

G5 A patent for the gene encoding for a particular phenotypic
trait or characteristic, however, ensures the patentee
protection against unauthorised insertion of the isolated,
protected gene into plants. The patent would not extend to the
characteristic where it occurs naturally in an organism. A
patentee has the right to obtain protection corresponding to the
inventive contribution made by the invention. To suggest more
is to misunderstand the patent system and to misrepresent it.

(See also the comments under Item E: Experimental Use of
Protected Varieties and Item F: Genes as Patentable Subject
Matter.)

H: Impact of the Patent System on the UPOV Convention

I. Assertion

It is asserted by some plant breeders, according to paragraph 82
of the UPOV Document, that, if patents are granted for plant
varieties or for parts of plants which amount, in effect, to
plant varieties, this might impair the legal certainty afforded
by the UPOV system.

Paragraph 88 of the Document asserts that the availability of
patents for plant varieties would have a negative impact on the
integrity and reliability of the UPOV system. It would make the
work of plant variety protection offices more difficult. It
asks whether these offices should amend their practices to take
into account what is already happening in the patent system.
Should these offices take into account patent applications
involving plants, plant varieties and plant components when
testing a variety for distinctness under the UPOV system?

II. Response

H1l The authors, in paragraph 88 appear to have overlooked the
fact that some countries, the United states and Australia, for
instance, already allow patents for plant varieties. 1In
Australia where applicants for patents for plant varieties are
required to include a full taxonomic description of the plant,
an accurate description of the breeding process and colour
photographs of the variety claimed. The Plant Variety Office
makes use of patent literature in processing its applications.
The Patent Office regularly supplies details of appropriate
patent applications. Copies of patent specifications and
photographs are supplied upon request.
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H2 It is suggested that the concern of the plant breeders is
that the availability of patents for plants, plant varieties and
other biological material will force them to take account of
patents and patent applications before applying for plant
breeders' rights. It must be doubted whether entitlement to
obtain plant breeders' rights will be affected. But should plant
breeders have a claim to privilege in the legal system in
respect of monopoly rights? Other innovators cannot proceed in
ignorance of existing rights. Indeed, as paragraph 88 of the
UPOV Document properly concedes, an applicant for plant
breeders' rights needs to take into account all prior art even
if it has been disclosed through the patent system. This can
only strengthen the criteria applied under the UPOV system,
particularly the distinctness and no-prior-marketing
requirements.

H3 The paragraph 88 assertion, and the various questions
associated with it, might be taken as suggesting that plant
variety rights offices do not already take account of patents
and patent applications when deciding whether to grant plant
variety protection. It is therefore hardly appropriate for
paragraph 88 to question whether patent offices have considered
or availed themselves of data in plant variety protection
offices when examining and granting patents in the plant field.
The practice of the Australian Patent Office is set out in
paragraph H1.

H4 The question betrays a misunderstanding of the concept of
'prior art' in patent law, and ignores the rule that, if a
patent is granted for subject matter already available to the
public (either on paper or by prior use) at the priority date of
the application on which the patent issues, the patent can be
invalidated in infringement proceedings or revoked. That said,
patent examiners at the Australian Patent Office have available
to them copies of the Australian PVR Journal, since this may be
relevant information in the context of applications involving
plants.

(See also the comments in the Addendum, Item D)

J: Subject Matter Capable of Protection under the Patent System

I. Assertion

It is asserted implicitly in paragraph 42 of the UPOV Document
that, while the UPOV system affords protection only for a
physical reality, a plant variety, the patent system allows
ideas (albeit ideas of a technical nature) to be claimed as the
subject matter for protection. In other words, that a plant
variety without reality could be patented. As a consequence,
the UPOV Document in paragraph 87 alleges that it would be
possible to cover 'not just the claimed, not yet fixed, material
but all future varieties with any characteristic claimed for the
non-fixed material'. This, it is said, would deter plant
breeders from attempting to create a variety with such claimed
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characteristic.

It is also asserted in paragraph 86 that the patent system
allows incomplete and unrealised inventions to be protected thus
enabling claims to characteristics where there is no certainty
that a useful variety would emerge.

II. Response

J1 The assertion makes assumptions which do not reflect
commercial reality, since one would have to assume that there
would be some advantage to be gained from a patent for a 'paper'
variety. Although the patent examination process does not
require the examiner actually to view the invention, the grant
of a valid patent for a hypothetical variety is most unlikely
since the application would not be able to meet patent law
requirements relating to description including the best method
of performance. Such an application would be open to opposition
and a patent if granted would be liable to revocation. It is
hard to envisage a rational person embarking on such a worthless
venture.

J2 If a patent were to be granted for a non-existent plant or
plant variety, the patentee could not claim rights to any
particular plant. He would therefore be unable to prevent a
plant breeder from actually producing a plant or plant variety
with the desired characteristic(s).

J3 All areas of inventive activity are potentially open to the
patenting of 'paper' ideas, yet it has never been an issue in
other areas or industries in Australia. (Defensive publication
is generally utilised to cover technology adjoining the area
covered by a patent). The plant industry is such that it seems
to be not susceptible to this kind of activity which would only
be justified by some commercial advantage being obtained.

(See also the comments under Item F: Genes as Patentable
Subject Matter, Item G: Patents and Plant Characteristics,
Item D: Exhaustion of Patent Rights and the Addendum, Item
C.)

K: Scope of Patent Protection
I. Assertion

It is implicitly asserted in paragraph 42 of the UPOV Document
that a patent with claims to a plant or plant variety, plant
material and plant products would allow the patentee to exact
multiple royalties from growers, users or processors.

II. Response

K1 This assertion misrepresents the position at least as it
exists under Australian patent law. In the case, for example,
of a patent with claims to an orange tree, oranges produced by
the tree and the juice obtained from such oranges, the patentee
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on selling the orange tree to a grower would take his royalty
then or at some later point with the buyer's agreement (e.g.
based on how many oranges the tree produced). 'Double
taxation', in effect, is not possible under Australian patent
law.

K2 The reason why a patent would claim the fruit and the juice
is to gain protection against unauthorised propagation of the
fruit tree and the sale of the fruits of the infringing act.
Otherwise, a propagator could buy a patented orange tree, take
it out of Australia, propagate it, and then import the fruit or
the juice into Australia thereby robbing the Australian patentee
of his proper entitlement. The claims available to the patentee
would support an infringement action against the importer, but
that in no way amounts to a statement that a patent facilitates
multiple royalties.

K3 The availability of this wider protection is what marks the
patent system out for many plant breeders as a more desirable
way of protecting plant varieties in some countries than under
the plant variety protection system there.

L: Problems Perceived by Plant Breeders in Relation to Patents
for Plant Innovations

I. Assertion

It is asserted in paragraph 79 that plant breeders as a group
have historically had little familiarity with the patent system
and for the time being still perceive problems in relation to
patents for plants. The assertion forms the basis for
discussion of a range of issues, in paragraphs 80 to 88,
directed to supporting the assertion.

II. Response

L1 Notwithstanding the fact of continuous activity in the plant
field over an extended period, it is insufficient to ignore the
impact of modern biotechnological developments in the plant
field. 1Indeed, the assertion first endeavours to tie up into a
single group plant breeders using quite different technologies
and then attribute to the single group the perceived attitudes
of persons who are in fact only a part of that group (which for
convenience one might call those following traditional plant
breeding methods).

L2 It is not the role of the Australian Patent Office to
dissuade plant breeders from using a system with which they feel
comfortable. But the Office has, in its contacts with both
private enterprises and public institutions using modern
biotechnological methods, been left in no doubt that they regard
access to the patent system as essential. Those plant breeders
oriented towards traditional breeding methods are also, in
general, interested in having access to the patent system even
if, as a general proposition, they see the UPOV system as one
designed to meet their situation.

7
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L3 The kind of discussion provided by paragraphs 80 to 88 tends
to require two kinds of response. One is an examination of :
assertions directed against the patent system and the other is a
critical examination of the UPOV system itself. Similarly
changes to the UPOV Convention currently proposed would have to
be examined to see what weight to attach to the kinds of
consideration (e.g. legal certainty) mentioned in Section B,
Chapter IV of the UPOV Document. The Australian Patent Office
sees its primary task as being to provide a response of the
first kind. This is not to say that it is unaware of matters
pertaxnlng to the second kind of response which it has included
in an addendum to this document.

M: Legal Certainty
I. Assertion

It is asserted variously in paragraphs 80 to 82 of the UPOV
Document that, whereas the UPOV system promotes legal certainty,
the patent system involves relative uncertainty.

II. Response

M1 The Australian Patent Office has not heard, from Australian
plant breeders, arguments of the kind advanced in paragraphs 80
to 82. 1Indeed, in Australia a significant range of plant
breeders have indicated a desire to have the option of using the
patent system or the plant variety rights system. While the
plant field is not a new field of technology, those breeders who
wish to take advantage of modern technological methods are
particularly concerned to have access to patents. Breeders
using traditional methods also (with some dissentients) want
access to the patent system.

M2 If the paragraphs mentioned perceive correctly the
advantages of the UPOV system to the plant breeder one would
expect the usage of the UPOV system to reflect them without the
need to exclude access to the patent system. In the event that
the paragraphs mentioned do not perceive all the needs of plant
breeders, access to the patent system may enable these needs to
be reflected by the use of the patent system.

M3 The Australian Patent Office is wary of the use of
generalised propositions of the kind put forward in the
paragraphs mentioned as the basis for reaching conclusions to
limit the free exercise of decisions by plant breeders such as
are possible in Australia at present.

N: Exclusion of Plant Varieties from the Patent System
I. Implication

There is an implication in various parts of the UPOV Document
that plant breeders are served better by the exclusion of plant
varieties from their patent systems (see, for example,
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paragraphs 46 and 47 of the Document). It is stated, moreover,
in paragraph 14, Annex I, of the UPOV Document that all UPOV
member states are bound by Article 2(1) of the UPOV Convention
with the exception of the USA.

Further in paragraphs 101 to 106 it is implied that the scope of
plant breeders' rights should be extended to provide the breeder
with the scope of protection available to an applicant under the
patent system if patents were to be granted for plant varieties

per_se.
II. Response

N1 Of the 56 countries given in paragraph 47 as having excluded
plant varieties from the ambit of their patent systems, only 13
are member countries of UPOV (Austria, Belgium, Denmark, France,
F.R. Germany, Israel, Italy, Netherlands, South Africa, Spain,
Sweden, Switzerland and the United Kingdom).

N2 1Included in the list of countries with the exclusion in
their patent laws are a number of developing countries. When
these developing countries enacted their present patent laws,
they most likely based these laws on the model law prepared by
WIPO and this model includes a provision on the exclusion of
plant varieties and essentially biological processes. It would
not appear that the evolution of events that has occurred has
been of advantage to the developing countries in most of which
access to a patent office is available.

N3 In the developed countries of Western Europe, several UPOV
Member States still afford patent protection for new plant
varieties (e.g. France, F.R. Germany). In the United States of
America, the position following the Supreme Court decision in
1980 in the Chakrabarty case is that three systems of
intellectual property protection are available for plant
inventions in the United States. The U.S. Plant Patent Act 1930
(now incorporated in the Patents Code) affords plant patent
protection for new varieties of asexually propagated plants, the
Plant Variety Protection Act 1970 caters for new varieties of
sexually reproduced plants and, following the_Chakrabarty dictum
that everything under the sun is potentially statutory subject
matter, the utility patent provisions of the Patents Code extend
to any plant variety that meets the ordinary criteria of
patentability' (novelty, non-obviousness, utility and an enabling
description).

N4 Hungarian patent law is an example where the legislator
states positively that plant varieties and animal varieties are
patentable. Prior to the United Kingdom enacting the provisions
of the UPOV Convention in the Plant Varieties & Seeds Act 1964,
the British Patent Office had no stated position relating to the
patenting of plant varieties.

N5 The position within the European Community is such that,
because of different interpretations being placed on the
exclusion in the national patent laws of the member states, an
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amending Directive is currently being discussed. The aim of this
Directive, by correcting the existing disparities between the
patent laws of the Member States as regards biotechnological
inventions, is to remove the barriers to trade in the internal
Community market that arise from such disparities.

N6 While it is not for the Australian Patent Office to comment
on European patent law, nonetheless it holds the opinion that it
would be highly detrimental to Australia and Australian industry
if the confusion and problems associated with the exclusion of
plant varieties from the ambit of the European Patent Convention
system, and national patent laws based on the EPC, were to be
imported into Australian patent law through the adoption of a
similar exclusion.

N7 The Industrial Property Advisory Committee (IPAC) appointed
by the Australian Government to report on 'Patents, Innovation
and Competition in Australia' in considering whether to codify
patentable subject matter under Australian patent legislation
recommended ‘'that the present threshold of patentability "by
reference to section 6 of the Statute of Monopolies" and to the
expression "manner of new manufacture" should be retained,
without specific legislative inclusions or exclusions'. The
Australian Government, in a formal policy response, accepted the
recommendation.

(See the Australian Official Journal of Patents, 18th
December 1986, pp 1462 - 1480, in particular p 1470.)

N8 As part of its consideration IPAC looked at the approach
adopted in Article 53(b) of the European Patent Convention (cf.
paragraph 46 of the UPOV document). The Committee rejected
codification in the European manner (i.e. Articles 52 and 53) as
'likely to produce more problems than it would solve'. Thus
Australian patent law draws no distinction between inventions
involving or comprising plants or other biological material, on
the one hand, and all other invention on the other.

N9 Where a particular plant variety satisfies both patent and
plants variety rights requirements, protection under either or
both regimes at the election of the inventor/plant breeder is
possible in Australia. There are cases where both sets of
criteria can be satisfied. No evil or adverse consequences have
resulted from the provision of both forms of protection and, as
noted, in paragraph M1l above, a number of plant breeders have
expressed the wish that no change be made.

N10 Such multiple protection is not novel in concept. It
arises, for example, in the area designs and patents.

N1l As to the assertion that all UPOV member states are bound by
Article 2(1), with the result that member states cannot grant
patents and plant breeders' rights for one and the same
botanical genus or species, the authors of the UPOV Document
must have overlooked the fact that, when the Council of UPOV
advised that Australian law was consistent with the UPOV
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Convention and Australia was accepted as a member state of UPOV
on 1 March 1989, the Council had taken a view inconsistent with
that put forward in the document.

P: Doubts Concerning the Exercise of Patents for Genes
Incorporated into Plant Varieties

I. Assertion

It is asserted in paragraph 73 of the UPOV Document that the
UPOV Convention confers a positive right to produce and sell the
new plant variety and on this basis the enforceability of
patents for genes is questionable. ‘

II. Response

Pl This assertion involves so serious a misunderstanding of the
nature of property, including intellectual property, at least in
Common Law jurisdictions that it needs to be reconsidered by the
authors of the UPOV Document.

P2 Interestingly in the course of argument, the authors refer
to Article 1 (which in Document CAJ/XXIV/2 the UPOV Office
describes as being 'declarative' rather than 'binding') and to
Article 9 which refers to the breeder's right as being an
exclusive right.

P3 In Australia intellectual property, whether in the form of a
patent or plant variety rights, is the exclusive right to do
certain acts. An exclusive right gives the holder no positive
right to do anything. Rather it gives him a right to exclude
others from doing what falls within the scope of his right of
exclusion. This legal principle has been stated throughout
Common Law jurisdictions on occasions too numerous to mention.
Indeed, paragraph 73 itself refers to 'The free exercise of the
exclusive right ...'.

P4 Where a gene is patented and a plant breeder incorporates
the patented gene in his variety, assuming the breeder is not
also the patentee, he will need the patentee's consent to
exploit commercially the patentee's property. This is not open
to doubt. It is implicit in the very notion of property. You may
not reap where another has sown.

P5 Australian biotechnology companies are adamant on the
absolute necessity of patent rights.

Q: Dependency
I. Assertion

In paragraph 95 the authors discuss Article 5(3) of the revision
proposal 'that where a variety is ‘'essentially derived' from a
protected variety, the owner of the protected variety may
prevent all third parties not having his consent from exploiting
the derived variety' without reference to any possible effects

-
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on the patent system. The authors offer the vague assertion that
the 'objective of the provision is to reduce the attractions of
breeding approaches totally based upon the 'structure' of an
existing variety and so remove the most criticised aspect of the
present breeders' exemption'.

In discussing the 'collision norm' the authors assert in
paragraph 100, that 'if a system of mutual dependence were to
evolve it would then be a matter for further discussion whether
a dependent party should be able in all circumstances to acquire
a compulsory licence under a dominant right' and that ' the
parties involved may be the best arbiters of what is reasonable
and any interference with their freedom of contract should
perhaps be limited to the protection of public rather than
private interests'.

II. Response

Q1 The term 'essentially derived' is neither clearly defined
nor qualified in the text of Article 5(3) which is not clearly
distinguished from the provisions of Article 5(2) and leaves
room for more confusion. It is therefore not clear what limits
apply to the scope of the term, if any, and when the dependency
clause can be invoked.

Q2 It is clear that holders of plant breeders' rights should be
able to prevent unlicensed exploitation of a variety where
‘derivation' involves mere 'cosmetic' changes in the protected
variety and may be used as a means of avoiding the existing
breeders right.

Q3 A clear line must be drawn, however, between, this situation
and cases where the difference between the original and the
derived variety results in a distinct variety with improved
characteristics, even where this may simply involve the
insertion of one gene into the plant. Where the derived plant
variety is quite distinct and involves an inventive step then a
new right should be available.

(See also the comments in Item E: Experimental Use of the
Protected Variety and paragraphs F3 and F4.)

Q4 The possibility of conflict between patent and plant
breeders rights is often raised in the context of patent
protection for genes, and there is a tendency to discuss this
possibility as though a plurality of property rights was somehow
unique to this context. While patent law has various means for
resolving conflict that might arise out of the exploitation of a
patented monopoly, nonetheless it leaves to the parties involved
the resolution of conflicts of interest; it intervenes, in the
public interest, very much as a last resort where there is proof
of an abuse of monopoly (sections 108 to 112 Patents Act 1952).

Q5 As a general principle, it is preferable that the law should
be slow to interfere in commercial negotiation, and it should
interfere only where there is clear evidence of an abuse of the
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monopoly rights. In patent law practice, as in other areas of
intellectual property law, it is rare where there is a conflict
of economic interests for the parties to be incapable of
resolving it through negotiation.

R: Patent Claims
I. Aassertion

It is asserted in paragraph 42 that the patent system allows
inventors to specify the scope of protection by the free
formulation of claims whereas the UPOV Convention exhaustively
determines the scope of protection and in paragraph 101 that the
' potential extension of protection to the product of the
variety will cover a significant portion of the scope that might
typically have been the subject matter of claims'.

II. Response

R1 The vague reference to 'potential extension of protection to
the product of the variety' is presumably a reference to a
proposed new Article 5(1) in which protection is extended to
'material of the variety'. The meaning of 'material of the
variety' depends on whatever is determined in relation to the
definitions in proposed Article 2 of 'variety' ('any plant .....
for the purposes of ..... any form of use') and 'material'. The
term material is particularly unclear. It seems that it may
include 'harvested material' or even products obtained -
directly or indirectly - 'from harvested material'. The scope
of the term 'material' could therefore include parts of a plant
(e.g. leaves, cells, chromosomes and even individual genes) as
well as chemical compounds isolated from the plant or produced
from products (including other chemical compounds) of the plant.

R2 The alleged freedom of the patentee to specify the scope of
protection has to be understood in a highly qualified sense.
The scope of protection is always limited by the inventive step
that the inventor has made and this may be a broad step or a
narrow step. This is a particular advantage of the patent
system in its own context and has the result that the scope of
the protection obtained may be broad or narrow in scope, and is
dependent on the inventive step described. It is open to
question how far it can be used as the basis for change in the
UPOV system, a quite different system of protection.

R3 The assertion made in the sentence in square brackets in
paragraph 101 would require that a patent for a plant variety
should afford to the patentee rights governing the products
derived - directly or indirectly - from the protected variety.
This follows from the fact that the extended protection
suggested for a 'plant variety' under the UPOV system would
cover, for example, the products of plant cell in a fermenter
such as alkaloids or essential oils.

R4 By comparison a patent for a plant variety would permit
claims to be made for the variety, for its reproductive
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material, for known (if specified) consumption material that may
be directly obtained from the plant variety.

R5 To obtain protection in respect of the products of plant
cells in a fermenter, for example, alkaloids or essential oils,
a patentee would have been required to have made an invention
pertaining to them. For example, the invention would have had to
have involved isolation from the plant material a previously
unknown alkaloid, essential oils and/or have developed a new
process for the extraction or preparation of the alkaloid or
essential oil.

R6 The invention of the plant variety and of the new alkaloid
mentioned above would be quite separate inventions and separate
patents would need to be obtained. (It would be quite
exceptional to invent a plant variety having a characteristic
which is the source of an unknown product; one would perhaps
have to speculate on a eucalypt tree that produces a new form of
rubberl!!).

R7 What this illustrates is that what is suggested in paragraph
101 not only misrepresents the patent system but on that basis
seeks to justify the creation of new monopoly system of a kind
hitherto unknown for the purpose of protecting industrial
property. As a reward system, the patent system confines the
reward to the contribution made by the inventor whereas under
the proposed new system there is no such relationship between
the reward proposed for the plant breeder and the breeding
contribution. Indeed, this extensive reward would be provided
even where the breeding contribution was of the most mundane and
pedestrian character.

S: Application of the Patent Coo tion eat

The following assertions are made regarding the PCT:

It is asserted that the PCT: Where made
- is not relevant Appendix 1; UPOV

member State excluding
Plant Varieties etc.,
Examples A and B, Column

4.

- might not be fully available Appendices 1 and 11; UPOV
if the whole plant is member State excluding
considered to be a plant Plant Varieties, etc.
variety Example B, Column 3;

UPOV member State without
exclusions, Example A and

B, Column 3.
- might not be fully available Appendix 11; UPOV member
in the case of a plant State without exclusions,

variety Example B, Column 4.



26

- is not available in the Appendices 1 and 11; UPOV
case of a plant variety member State excluding
Plant Varieties, Example
A, Column 3.
UPOV member State without
exclusions, Example A,
Column 1.

It is asserted in paragraph 47 'that Rule 39 of the PCT
Regulations establishes that no International Searching
Authority shall be required to search an international
application if and to the extent to which its subject matter is
«ee.ss.. plant or animal varieties'.

II Response

S1 There is nothing in the PCT to exclude its application in
relation to plants or plant varieties. Given that the PCT is a
vehicle by which nationals and residents of PCT Contracting
States may file applications in or for those States, there is no
Contracting State for whose nationals the PCT is 'not relevant'
in an absolute sense in relation to plants and plant varieties,
i.e. as a vehicle for protection in those Contracting States
where it is available. PCT Articles 17(2)(a)(i) and 34(4)(a)(i)
specify two conditions in relation to exclusion of international
search and preliminary examination:

(1) subject matter not required to be searched or examined
under the regulation;

(ii) a decision by the relevant authority not to search or
examine in the particular case.

S2 PCT Rule 39.1 to which reference is made in paragraph 47
(and PCT Rule 67 to which reference is not made) specify plant
varieties in this context. It follows that it is open to all
authorities to search or examine in any particular circumstance.
Failure to search or examine has no consequence as regards
patentability in any designated PCT Contracting State.

S3 While the various references to the PCT may not be wrong per
se, the body of the document fails to deal with the PCT in an
adequate manner to reflect when it is available in respect of
plants and plant material.

T: General Comment on Annex IT

Tl In paragraph 3 of the document it is said that 'Annex II
analyses examples of possible assumed situations concerning the
protection of innovations in the plant field ...... with
indications, for the purposes of discussion, of possible
consequences '

T2 Each of the 4 so-called 'Assumed Situations' does not
comprise a factual situation but consists of a list of possible
changes to the patent system or the plant breeders' rights
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system or both and the 'Possible Consequences' that are
identified do not solely consist of a description of factual
consequences having a casual relationship to the 'Assumed
Situations' but include what can only be taken as the arguments
of the authors of the document as to the merits, or lack of
them, flowing from the changes included in the lists. The
merits, or lack of them, are in some instances based on
assertions made in the main body of the UPOV document so that
the reasoning of the 'Possible Consequences' is only tenable to
the extent that the assertions are sustainable. It will be seen
from the comments made above that many of the assertions are
regarded as questionable.

T3 It appears that the 4 Assumed Situations have as their
origins:

First Assumed Situation: current proposals for the revision
of the UPOV Convention;

Second Assumed Situation: "Suggested solutions' put forward
in WIPO document BioT/IV/3 (with the addition of the converse
of the 4th change listed under the First Assumed

Situation');

Third Assumed Situation: 'All the changes mentioned in the
First and Second Assumed Situations' (the authors of the
document appear to have resolved the apparent conflict
between the first part of the 4th change listed under the
First Assumed Situation and the 1lst change listed in the
Second Assumed Situation in favour of the latter: see
comments appearing under the heading 'Consequences').

Fourth Assumed Situation: Not obvious but one assumes that
the changes listed represent the view prevailing amongst the
authors as to what they would like to see happen. (Certainly
the 'Consequences' suggest that 'all in the garden would be
roses'.)

T4 The main body of the UPOV Document contains little if any
discussion of issues bearing directly on the 'suggested
solutions' put forward in the WIPO document BioT/CE/IV/3. This
gives rise to difficulties in dealing with the 'suggested
solutions' in Annex II.

T5 Set out below is a table which generally relates assertions
made in the main body of the UPOV document and the corresponding
comments of the Australian Patent Office to the comments
appearing under the 'Consequences' sections of each of the
'Assumed Situations'.
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See also the comments made in the Addendum to the Australian

Patent Office text.
Assumed Situation

First Assumed Situation

Second Assumed Situation

Third Assumed Situation

Fourth Assumed Situation

Australian Patent Office Text

Item F: Genes as Patentable Subject
Matter

Item G: Patents and Plant
Characteristics

Item M: Legal Uncertainty

Item N: Exclusion of Plant Varieties
from the Patent System

Item P: Doubts Concerning the
Exercise of Patents for
Genes Incorporated into
Plant Varieties

Item R: Patent Claims

Item B: Plant Varieties - Living
Matter and Industrial
Applicability

Item C: Description of Plant or
Plant Variety

Item D: Exhaustion of Patent Rights

Item F: Genes as Patentable Subject
Matter

Item G: Patents and Plant
Characterisatics

Item M: Legal Uncertainty

Item Q: Dependency

See comments for the First and
Second Assumed Situations.

See comments for the First Assumed
Situation, and

Item D: Exhaustion of Patent Rights.

Item E: Experimental Use of
Protected Varieties.

Item H: Impact of the Patent System
on the UPOV Convention.

Item J: Subject Matter capable of
protection under the Patent
System.

Item L: Problems Perceived by Plant
Breeders in Relation to
Patents for Plant
Innovations.

Item Q: Dependency.

)/
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2. Addendum: Comment about the Interaction of the Patent and
Plant Breeders Rights Systems.

(see paragraph L3 above)

A: General

Al The two systems should be seen as complementary with a small
degree of overlap rather than as competing for the power to
grant intellectual property rights for plant varieties. A small
degree of overlap is not unknown in other areas of intellectual
property law, as witnessed by patent law and the law relating to
the registration of novel designs.

A2 The more strict criteria of patent law, particularly as
regards novelty, would exclude from the patent system many plant
varieties that would qualify for a grant of breeders' rights
under the UPOV system. The additional requirement for inventive
step in the patent system represents a hurdle that more
pedestrian results of plant breeding will not be able to
overcome. Such results will be protectable, if at all, under the
UPOV system. Thus, while a few varieties may qualify for
protection under both the patent system and the UPOV system,
others will be confined to one system.

A3 Paragraph 80 lists desirable features of an intellectual
property system, and claims that the plant breeders' rights
system emerges well from a review based on these criteria. One
European expert has suggested to his audience at a lecture in
Australia that the arguments put forward in this paragraph
ignore the beneficial impact that the seed laws in the countries
of the European Community have on the breeders' rights system
there. UPOV does not of course recognise this impact when it
debates the breeders' rights system, but it remains the view of
many European plant breeders that without the seed laws
(National Lists and EEC Common Catalogue) far less success could
be claimed for the UPOV system.

B: Legal Certainty

Bl The Australian patent system has operated for over 80 years
to the satisfaction of its users. The patent systems of some
other countries have operated for at least 200 years, again with
a considerable degree of user satisfaction. No system of the
type that concerns us here will totally satisfy all of the users
all of the time. The UPOV system could not claim such a record.

B2 It has been suggested to the Australian Patent Office by one
expert that the uncertain scope of plant variety protection in
some countries, arising in no small part from the distinction
that is made between reproductive material and consumption
material, involves considerable uncertainty as regards the
legitimacy of certain activities. This has been a matter of
serious concern for some plant breeders.

B3 The same expert has commented that the relative absence of
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litigation in relation to plant variety protection may be
explained in terms of the cost of mounting infringement
proceedings and the low values involved in many aspects of plant
breeding. Many users of the plant breeders' rights system tend
to be small enterprises in business in a small way employing
only a handful of people. Even the largest plant breeding
enterprises are small in comparison with, say, a typical
medium-sized engineering firm. Put simply, the cost of mounting
litigation against infringers is prohibitive for a majority of
plant breeders who use the UPOV system. But that does not imply
user-satisfaction or indeed legal certainty.

B4 Uncertainty about any legal system must be expected until
users become familiar with how to operate the system. The plant
variety protection system is no different in this regard from
the patent system. The patent system has a virtue of being more
widely known , its rights are better understood and it has a
flexibility to adapt to changing technological conditions in
order to provide adequate protection for technological
developments (witness how the patent system has adapted to cater
for developments in biotechnology), thereby providing incentive
for future developments.

C: Time 3ca1gsZSubject Matter Capable of Protection under the

Two
Systems

Cl The possibility of 'paper' varieties is discussed under Item
J: Protectable Subject Matter under the Patent System. Under the
UPOV system it is possible for an applicant to apply for protec-
tion for a non-existent variety. Between the filing date of an
application and the time when material is made available to the
authorities for testing, the applicant is often working on the
material to bring it up to the standard required for the grant
of protection. So, in that sense, the UPOV system could
entertain applications for non-existent varieties.

D: Impact of the Patent System on the UPOV System.

D1 The granting of patents for plant varieties might also
strengthen plant variety rights in ways yet to be seen. For
example, the UPOV system has a standard of universal novelty in
the distinctness and no-prior-marketing criteria, but it has
been said that in the practice of plant variety protection
offices this standard is rarely applied. Universal novelty is
the norm for most patent systems.

D2 1In Australia, the patent and plant variety rights systems
have co-existed for a short period without there being any
evident weakening of either system.
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3. Comment by the Australian Patent Office on the Assumed
Situations of Annex II (See Item T above)

A. First Assumed Situation.
a. Proposed change 1.

This change is acceptable.
b. Proposed change 2

This change is acceptable on the understanding that, although
undefined, 'variety' retains its present meaning under the UPOV
Convention, i.e. that variety, as limited by Article 4(1), Article
5(1) and Article 6, is in effect limited to distinct plant variety in
the botanical sense (a rank subordinate to species but above the
category form in the taxonomic hierarchy).

(See also comments under Item G: Patents and Plant
Characteristics and Item R: Patent Claims.)

c. Proposed change 3

This change is acceptable on the understanding that the term
'essentially derived' clearly relates to protection against using the
protected variety as the basis for new varieties which represent
insignificant developments of the protected variety and, further,
that such a change would be compatible with the provisions of
proposed Article 5(2), in particular proposed Article 5(2)(iv).

It is not at all clear as to what is meant by this term and it is
also difficult to see how it would work in practice. It would be
necessary to define the term in a precise and clear manner.

(See also comments under Item Q: Dependency)
d. Proposed change 4.
It must be questioned whether Article 2(1) in its present form has
the effect indicated in the UPOV document in the light of the cir-
cumstances surrounding the acceptance, by the Council of UPOV, of the
compliance of Australian law with the UPOV Convention.

(See also the comments under Item N: Exclusion of Plant

Varieties from the Patent System, in particular paragraph

NS.)

The 'collision norm' is without justification, at least in its
present form.

(See also comments under Item M: Legal Uncertainty, Item P:

Doubts Concerning the Exercise of Patents for Genes
Incorporated into Plant Varieties and Item Q: Dependency.)

B. The Second Assumed Situation.
a. Proposed change 1
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Plant varieties and essentially biological processes are already
allowed patent protection in Australia.

(See Item B: Plant Varieties - Living Matter and Industrial
Applicability, Item C: Description of Plant or Plant Variety
and Item N: Exclusion of Plant Varieties from the Patent
System.)

b. Proposed change 2 and 3

Under Australian patent law these proposed changes are unnecessary
and undesirable. No objection is held, in principle, to other
systems achieving by other means the same result as can be achieved
under Australian patent law.

A claim to a process, under Australian patent law, only provides
protection for the process itself and not to the product per_ se.
Where the invention is to a process, it is normal to include a claim
to 'the product whenever produced by that process'. This then
provides protection for the product of the process.

These proposed changes would appear to include the case where a known
plant is produced by a new process. To extend protection in this way
would give a patentee rights to what is old. This is obviously
unacceptable. If the process results in a new plant variety then it
would be normal to claim the new variety per se. If the new process
resulted in a known variety, then there is little reason to give the
patentee a right to protection for future generations of the variety.

(See also Item D: Exhaustion of Patents Rights.)
c. Proposed change 4.

This proposed change appears to be directed to the patent protection
of genes and their expression in plants.

It is not clear why it is seen necessary to extend present patent
law, as the principle is quite clear under Australian law which
allows the patenting of new isolated genes per se and plants
containing these genes.

This change therefore appears to be unnecessary.

(See also comments under Item F: Genes as Patentable Subject
Matter and Item D: Exhaustion of Patent Rights.)

d. Proposed change 5.

A change of this kind would not appear to be relevant in the
Australian context. So far as understood, the change would achieve a
result consistent with our understanding of Australian law.

(See Item D: Exhaustion of Rights.)

e. Proposed change 6.

M



33

The subjection of patent rights to compulsory licences (even in the
guise of dependency licences) is considered unacceptable.

While Australian law has various means for resolving conflict that
might arise out of the exploitation of a patented monopoly,
nonetheless it leaves to the parties involved the resolution of
conflicts of interest; it intervenes very much as a last resort where
there is proof of an abuse of monopoly (sections 108 to 112 Patents
Act 1952).

As a general principle, and this applies to conflict between plant
breeders rights and patent rights as well, it is preferable that the
law should be slow to interfere in commercial negotiation, and it
should interfere only where there is clear evidence of an abuse of
the monopoly rights. In patent law practice, as in other areas of
intellectual property law, it is rare where there is a conflict of
economic interests for the parties to be incapable of resolving it
through negotiation.

C. The Third Assumed Situation

The Australian Patent Office is of the opinion that the 'Third
Assumed Situation' is closest to the Australian situation as it
accepts the patentability of plant varieties. The comments made in

respect of the 'Changes' listed in the First and Second Assumed
Situations would need to be accommodated.

D. The Fourth Assumed Situation

a. Proposed change 1

See comments under Part A - First Assumed Situation.
b. Proposed Change 2.

This change is unacceptable to the Australian Patent Office as
Australian law currently allows patenting plant varieties per se.

c. Proposed change 3.

On the understanding that proposed change 2, above, is unacceptable
the same comments apply here as to Part B.b.

d. Proposed change 4.

Again, on the understanding that proposed change 2 is unacceptable,
the same comments apply here as to Part B.c.

e. Proposed change 5. See the comments under Part B.d.

f. Proposed change 6. See the comments under Part B.e.
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THE INTERFACE BETWEEN PATENT PROTECTION AND PLANT BREEDERS' RIGHTS

GENERAL COMMENTS

The Interface paper outlines the benefits of the breeders' rights systems and
the difficulties of applying patents to varieties per se. This has drawn
strong rebuttal from proponents of the patents system, providing a detailed
analysis of both sides of the debate.

While recognising the early stage of the debate it would seem appropriate to
clearly define the objective of a joint UPOV/WIPO meeting and to examine the
range of options arising from the diverse views presented so far.

It is now generally accepted by various legal systems that living material is
the proper subject matter of a patent if it meets the usual criteria. Many
proponents of the patents system for piant varieties take the view that the
patents legislation should not be limited except by the courts and should be
available to give breeders the widest choice. Many also wish to limit the
scope of the breeders' rights scheme irrespective of new technologies in
variety development. These arguments seem inconsistent with an objective of
giving the user as wide a choice as possible.

The interface paper raises several basic issues:

1. Should patents be available for pliants or more specifically, plant
varieties per se?

2. Can breeders rights and patents coexist to provide protection to meet the
differing needs of users? 1If so should breeders rights be strengthened
and expanded to all aspects of the plant variety to provide choice to a
wider range of users?

3. Is it more effective to have an integrated system for protection of
different aspects of plants rather than separate systems; if so how is
the interface defined?

The ultimate aim is to stimulate rather than stifle plant breeding and this
should not be lost in the academic debate about what each system may or may
not be able to do.

In assessing the answers to the above questions the reasons for the original
introduction of breeders rights must be examined for continuing relevance.
Breeders rights laws exist because of a perceived failure of the patents
system to take into account specific policy issues relating to plants. Such
failure is also seen in relation to integrated circuits where special
legislation is being developed to provide a more limited form of protection.

The interpretation of "invention", “"repeatability®, "new manufacture® and "non
obviousness” to plant varieties, have not been extensively tested, as utility
patents have not been widely available for varieties in most countries.

Many expert plant breeders (cf genetic engineers) consider that if the
criteria were applied in the strict sense very few varieties per se would be
eligible for a patent.



In Australia there have been 16 patents granted on varieties per se since 1983
and 28 breeders rights granted between February and October 1989. Many of the
PVR applicants are from other countries where breeder's rights are the norm
and the system is understood. 1In addition many of the varieties may not have
met the patent criteria. A patent attorney indicated at a recent Workshop
that many of the early patent applications were lodged in the absence of PVR,
and the latter may have been used if it had been available. :

This experience can either support the argument that there is no problem with
the two systems coexisting as applicants will choose the most appropriate
means of protection, or that there is no need for the two systems and an
integrated approach to intellectual property for plants would be more
efficient.

The debate hinges on the inherent advantages of the treeders rights systems in
terms of certainty of scope and criteria, preciseness of description, the
advantages of an international network using the same criteria and the
relevance of the policy issues which resulted in the introduction of breeders
rights in the first instance. These must then be coapared with the possible
advantages and disadvantages of two coexisting forms of protection for the
same entity.

Many of theses issues have been addressed by the interface paper and in some
cases are being modified by the proposed changes to the UPOV Convention.

OPTIONS
There are two extremes in relation to future directions

1) breeders rights and patents develop independently to the fullest
extent possible providing alternative systems to meet the perceived
differing needs of plant breeders.

1) total differentiation between the two systems, with plants being
excluded from patent law.

Between the extremes there are several options. There is general agreement in
most circles in Australia that genes processes and processed products which
meet the patent criteria should not be excluded from patents. Similarly the
breeders rights system would not be extended to cover these areas. The main
area in doubt remains the plant varieties per se.

Options include:

a) retaining the current situation in Australia where varieties are
eligible for a patent if they meet the normal criteria,

b) excluding varieties developed using known techniques from
patentability under the definitions of inventions, new methods of
manufacture or non obviousness.

¢) excluding sexually reproducing plants from eligibility under the
repeatability or enablement provisions of patent law - even deposit
may be hard to justify for sexual reproduction.

d) including in patents varieties per se if they form part of the
manufacturing process of a new product but only when used in that way.

e) excluding varieties per se as the subject of a patent.



There may be other options or a combination of the above.

This issue cannot be resolved without considering the policy factors that
induced Governments to introduce .breeders rights' legislation.

These factors include the need for:

- farmers exemption

- use of protected variety for private purposes
- free exchange of germplasm

- clearly defined scope of the right

- applicability of DUS criteria

- exhaustion of right

- international compatibility

- areas of perceived failure of the patents system in relation to plant
varieties

In Australia these issues are again being considered now that breeders' rights
legislation is operational.

SPECIFIC COMMENTS
SECTIONS 1 & 11

The first sections of the document deal with the nature of plant breeding and
highlight the concept that existing plant varieties provide the basic tools
for the development of new varieties. It also emphasises that the phenotype
of a plant variety is not fixed and varies with environment and management
practice. Therefore the only true method of determining whether a plant
variety (ie the combination of genetic characters) is different is in
comparative field trials under the same conditions.

It should be emphasised that written descriptions have limited meaning when
distinguishing between two varieties unless the exact growth parameters are
described or the new variety has been compared with existing varieties growing
under the same conditions.

However new methods of genetic characterisation will allow valid descriptions
based on genome rather than phenome in future and this may be sufficient to
distinguish varieties for legal purposes. Policy decisions in relation to
interpretation of the results and minimum distances will need to be made.

SECTION 111
This deals with the reasons why governments took the policy decisions to

establish separate intellectual property rights for plant varieties based on
difficulties meeting the patent criteria.
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The USA introduced plant patents for asexually reproduced plants. It is
interesting that it was limited in this way and can be used to support the
argument that it is difficult to meet the patent repeatability criteria for
sexually reproduced plants due to segregation. It is also important to
recognise that this is not a true patent system as distinctness is the major
criterion and the scope is limited to the plant variety per se.

When addressing sexually reproduced plants the USA introduced specific plant
variety protection legislation. Since that time the industrial patents system
has accepted plant varieties per se and it would be interesting to know to
what extent it is used.

Scome countries exclude plant varieties from patent law and the reasons given
in the European Patent Convention were that the plant variety protection laws
already existed in many countries and that at that time it was considered that
patenting living material would be too difficult for the new European systenm.

These would hardly seem to be valid reasons for excluding plant varieties from
patent laws and more emphasis could be given to reasons individual countries
had the exclusions prior to the Patent Convention.

Emrphasis should also be given to the reasons why governments felt that the
patent system was not applicable to plant varieties and whether those policy
considerations are still valid, particularly in the light of the proposed UPOV
revisions.

The use of the patent system in France and Germany is only for species not
ccvered by breeders rights and has not been used extensively. Reasons for
this could be explored and expanded.

In Hungary plant varieties are patented using simlilar criteria to the UPOV
system and in fact Hungary is a member of UPOV on this basis.

Para 53 establishes that countries could grant patents for varieties of
species not covered by the breeders rights system. Presumably this was to
£ill the gap and ensure that at least some form of intellectual property was
available for these species (usually of lesser commercial importance). The
breeders rights systems were limited to commercially important species due to
the expensive trial ground infrastructure. This issue is now being addressed
by the increased use of applicant testing.

Para 51 (a) states that if "variety” is limited to the genetically fixed form
and patents are available for other plant components and forms, breeders may
find it impossible to distinguish between a plant and a variety. If this is
the case then the default should be that it is a variety. Such a situation
woald be unusual if the normal disciplines of plant breeding and taxonomy are
followed even if biotechnological process are used.

SECTION 1V - CURRENT DEBATE
GENERAL COMMENTS

Inventive Step in Relation to Plant Inventions

In most cases the outcome of traditional plant breeding can be predicted by
anyone skilled in the art as long as they play the numbers game. The
uncertainty is how long it will take to reach the desired result. It has
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been stated that it would be hard to deny the inventiveness of the breeder who
develops a wheat variety maturing two days earlier; many plant breeders would
question the true inventiveness of such a development. It is usually
incremental progress using well established techniques and procedures that
would be obvious to anyone skilled in the art.

Repeatability

This is an issue that many expert plant breeders do not believe is clearly
established. It is stated that repeatability must be acceptable to a person
skilled in the art. With many out crossing species the probability of
reproducibility is such that it would not be accepted by a person skilled in
the art. Therefore it appears to be misleading to state that there is not a
problem with the use of patents for plant varieties in this respect. The
example given in the UPOV paper may overstate the odds but even the chance of
1 in 1000 would be a low rate of repeatability fcr someone skilled in any art
form.

Microorganisms reporduce asexually as do many plazts. Such cases are more
likely to meet the criterion than sexually reprodiced plants and this is one
reason why the USA limited its plant patent law to the former and saw fit to
introduce plant variety protection laws for the latter. Engineered plants may
also have a higher probability of repeatability.

Description and Distinctness

Written descriptions of plant varieties have littie meaning for precise
identification unless the growth parameters are sgecified and the
characteristics are described relative to comparative varieties grown under
the same conditions. The PVR Office uses descriptions supplied by the Patent
Office for initial screening and still requires tke inclusion of the patented
variety in comparative growing trials. Our experience is showing that there
is often variation from the description in the patent.

The major concern is the lack of scientific certainty with the patent
description ccmpared with the comparative data supplied for PVR. There will
always be some difficulty in repeating the precise characteristics but
relativities under specified conditions usually remain constant.

Applicants for breeders rights would need to take account of patents granted
for plants as the chances are that the varieties are now common knowledge and
if similar to the PVR applicant variety would need to be distinguished.
Similarly applicants for patents on a plant variety would need to take account
of applications for breeders rights.

The deposit of a sample of material may meet the “"enablement” provisions but
does not describe the variety for the public at large. If a tissue culture is
deposited, how is it determined whether this is the same as the variety
described in the patent claim and whether it differs from existing varieties.
This issue is raised throughout the UPOV paper.
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