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Dear Dr Bogsch 

Under cover of your circular letter C.S034-457 dated 16 June 1989 
you forwarded to the Australian Patent Office for comment a draft 
memorandum entitled 'The Interface Between Patent Protection and 
Plant Breeders' Rights'. 

Your note to Governments which you sent on the same day in your 
capacity both as Director General of WIPO and as Secretary General 
of the International Union for the Protection of New Varieties of 
Plants <UPOV> indicated that comments would be considered and taken 
into account in preparing further documentation and taking such 
further steps as may be desirable in the preparation of a meeting to 
be organised by WIPO and UPOV to deal with questions of protection 
by patent and plant breeders' rights. 

In Australia, as no doubt is the case in some other countries where 
both patent and plant breeders rights systems exist, different 
Offices and Government Departments have responsibility for patents 
and plant breeders' rights systems, respectively. The coordination 
and presentation of comments in the present case has made it seem 
preferable to the relevant authorities in Australia that the 
Australian Patent Office should forward to you comments which it has 
to make on a number of issues raised by the memorandum. In this 
regard, it is to be noted that the draft memorandum makes it clear 
that it is a discussion document. The Australian Patent Office 
comments are set out in the Attachment to this letter. 

Insofar as the draft memorandum raises issues which impinge upon 
current revision proposals concerning the UPov·convention it calls 
forth different considerations and competencies. To the extent that 
the comments made in the Attachment impinge on the current or future 
revision proposals they are without prejudice to the final position 
which the Australian Government may take on those revision 
proposals. An effort has been made to limit comments on the 
revision proposals but this has not always been possible since the 
proposals impinge on the patent system. 

It may be useful for me to make some general observations on the 
draft memorandum. The document is not always an easy one to come to 
grips with and contains a good deal of material that is assertive 
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and/or argumentative. Also it proceeds very much from the European 
standpoint of a patent law that excludes plant and animal varieties 
etc. From the viewpoint of an Office that applies a patent law that 
does not contain limitations on patentability in relation to plants 
and plant varieties, there is a good deal of assertion and argument 
in the document that does not have a firm base. In addition, some 
of the argument proceeds on the basis of 'one opinion' or 'another 
opinion'. 

The document seems to us to be lacking in clarity and one sometimes 
feels that it is obscure when important issues underlie what is 
being discussed. Also, it seems to us that it lacks transparency in 
that it fails to indicate what it expects will be the subject matter 
of plant breeders' rights under the current revision proposal. In 
this regard, we have some difficulty in understanding the full 
import of the definition of 'variety' particularly in conjunction 
with other proposals and in this context have looked at what was 
said in UPOV document CAJ/XXIV/2. 

The document does not make it explicit if, and to what extent, what 
is at issue is the system of protection that should be provided for 
modern technological developments in the plant field. Uncertainty 
as to what is the possible subject matter of protection under the 
proposals for revision of the UPOV Convention compels one to 
question whether an alternative protection system is being proposed. 

WIPO, has, of course, particular responsibilities in relation to the 
patent system and the protection of inventions. It has a unique 
position as the proponent of the values of the patent system as the 
appropriate form of protection for inventive activity taking into 
account both the private interests of inventors and the public 
interest in having a balanced system that serves the general cause 
of industrial development. 

As regards protection of inventions, WIPO is accustomed, in general, 
to present a number of features of the patent system that serve 
either the private interests of inventors <and industries that rely 
on the protection of inventions> and the public interest in having a 
system of protection that promotes early disclosure of inventions, 
and dissemination of information about them as well as actual access 
to them. This is to increase the general pool of knowledge, to 
facilitate further technological advance and to enable competitors 
to operate in a more certain climate. 

Any reference to issues of this kind <there are more, I am sure, 
than I have mentioned that the International Bureau puts forward 
when promoting the protection of inventions> seems to be completely 
absent from the document. This seems to me to raise questions about 
the document that the International Bureau needs to put to itself 
since it is responsible for input on patents issues <especially 
should it be the case that the UPOV Convention revision proposals 
lead to an alternative protection system for modern technological 
developments>. Does the document <on that assumption> fail to 
raise the fundamental issues concerning the patent system and what 
that system seeks to achieve in the general public interest? If the 
consequence of what is being put forward was that inventions would 
be kept secret and enjoy prolonged periods of protection by other 
means, then that surely would be the kind of patents issue that WIPO 
must insist on being addressed. 

... 
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If, on the other hand, the nature of the rev~s~on of the UPOV 
Convention does not raise questions of the kind indicated, it is 
equally as important that this be clearly stated. 

Yours sincerely 

<E.M. Haddrick> 



Attachment to letter dated 27 September 1989 
to the Director General of WIPO 

from the Acting Commissioner. Australian Patent Office 

The Interface Between Patents and Plant Breeders Rights 
Comments by the Australian Patent Office 

This document identifies assertions regarding the patent system 
made in UPOV Document CAJ/XXIV/4, dated 3 April 1989, on the 
interface between patents and plant breeders' rights and 
subjects them to analysis and comment (referred to in the 
document as a response). 

The analysis and commentary are directed to determining whether 
the picture of the patent system is balanced and accurate. To 
the extent that proposals are made to make the UPOV system 
coextensive with the patent system it will also become necessary 
to consider in particular those instances where the reach of the 
patent system is suggested as being wider than is, in fact, the 
case. This document does not attempt to do this. 

Assistance in the preparation of this paper has been received 
from Dr. Noel Byrne, an expert in intellectual property 
protection for plants, from the Centre for Commercial Law, Queen 
Mary College, University of London. All analysis and comment 
contained within this paper is, however, the responsibility of 
the Australian Patent Office. 

The Conditions for Patentability in Australia 

The UPOV document, CAJ/XXIV/4, on the interface between patent 
protection and plant breeders' rights states at paragraph 30 
that the conditions of patentability that must be fulfilled for 
grant of a patent are novelty, inventive step and industrial 
applicability. 

It is important to note here that Australian law differs from 
these requirements in that for an invention to be patentable 
subject matter under Australian legislation it must be for 'a 
manner of new manufacture'. This term has been the subject of 
interpretation by the Courts and is understood to mean: 

a. new in the sense of being not previously available to the 
public; 

b. inventive in that it is not obvious to a person of 
ordinary skill in the particular art; 

c. useful in economic affairs; and 

d. involving the technical intervention of man. 

Although these requirements differ from the European concept of 
novelty, inventive step and industrial applicability, the end 
results generally are the same. 

. . 
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1. Assertions in QPOV Document. CAJ/XXIV/4 about Patents 
' 

A: Inventive Step In Relation To Plant Inventions 

I. Assertion 

It is asserted in paragraph 31(iv) of the UPOV Document that, 
historically, doubts existed in some countries as to whether 
'the creation of a new plant variety involved an inventive 
step'. The assertion continues: 'it was sometimes considered to 
be obvious to a person skilled in the art that the progeny of a 
cross between variety A and variety B might include examples 
with improved yield' (emphasis added). 

It is also asserted in paragraph 35 that the US Patent Office 
has difficulty applying its •non-obviousness criteria' and that 
in practice it is ignored. 

II. Response 

Al Even historically, as the heavily qualified assertion 
recognises, there were times when it would not have been obvious 
to a skilled plant breeder in the relevant art that the progeny 
of a particular cross might yield a particular result. 

A2 But even if a particular result might be envisaged by the 
skilled person, Australian patent law has never predicated a 
lack of inventive step on the mere possibility of a particular 
result being a consequence of taking a particular step in the 
relevant art. That something might be obvious to try is not a 
ground for refusing to grant a patent, or for invalidating a 
patent after it has been granted. 

A3 An objection to a patent application on the ground of 
obviousness (or lack of inventive step) cannot be taken by the 
Patent Office under the Patents Act 1952, although the 
provisions of the Patent Bill 1989 do allow the examiner to 
object to 'lack of inventive step•. The objection can, however, 
be raised in opposition or revocation proceedings. In assessing 
whether an invention is obvious or lacks inventive step the 
question is asked whether, having regard to the common general 
knowledge in the technology concerned, it would have been 
obvious at the priority date to a person of ordinary skill in 
the art to arrive at the claimed invention. 

A4 The legal principles involved in determining the issue of 
obviousness are the same irrespective of the technical subject 
matter of the patent concerned. Determination of the issue is 
no more complex for plant patents than for other types of 
patents. 

AS An assertion that all traditionally bred new plants or plant 
varieties lack inventiveness cannot be accepted for many 
reasons. 

I .· . i 
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For example: 

AS.l A new plant variety that meets a long identified need 
may well involve an inventive step. For example, if the 
creation of a variety of wheat that reaches maturity two days 
earlier than any other variety fulfils a long felt need in 
agriculture, it would be hard to deny the inventiveness of 
the step taken by the breeder of the variety. 

A5.2 An inventive step could reside in the hypothesis that 
the crossing of two known varieties will produce a particular 
plant. It does not matter that, once the hypothesis has been 
formulated, it can be put into effect by the well-known 
technique of crossing and selection. It should be noted, 
however, that if a patent were granted, it would be granted 
not for the hypothesis but for the plant produced as a result 
of implementing the hypothesis. 

A5.3 An inventive step can reside in the realisation that a 
particular flower colour, for example in a carnation, would 
be a useful product in the cut flower industry. The fact 
that the desired carnation is then produced by a series of 
standard crossing and selection techniques would not mean 
that the creation of the carnation lacked inventive step. 

A5.4 An inventive step can reside in solving a technical 
problem in plant breeding where it was not obvious to 
breeders in the relevant art that the problem was amenable to 
solution at the time of invention. For example, a plant 
breeder working with sunflowers, and desiring to breed by 
conventional techniques a sunflower variety yielding seed 
with a particular ratio of linoleic acid to oleic acid, 
learns from the literature on the subject and common general 
knowledge in the art that the sunflower material he proposes 
to work with is unlikely to give that result. In fact, the 
knowledge that is publicly available says little about what 
determines at the genetic level the oleic acid content of 
sunflower seed. The breeder nonetheless achieves the desired 
result in a new sunflower variety bred by crossing followed 
by selection among the progeny of the cross (see u.s. Patent 
4,627,192 dated 9 December 1986). 

A6 The situation for plants has close parallels in other fields 
of technology where the patent system has functioned for many 
years. In the field of metallurgy, for example, experimentation 
occurs with mixtures of metals in different ratios to produce 
alloys having desired characteristics. An inventive step can 
lie in the recognition that a particular combination of metals, 
in the ratios specified, results in the desired characteristics. 
This can be so even though the individual metals comprising the 
alloy and the process of combining them to produce the alloy are 
well known. 
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B: Plant Varieties - Living Matter And Industrial Applicability 

I. Assertion 

It is asserted in paragraph 31(ii) and (iii) of the UPOV 
Document that, historically, there were doubts about the 
patenting of plant varieties because living matter was a 
'product of nature', 'a mere discovery' or 'essentially 
biological' and as to whether plant varieties were industrially 
applicable. 

II. Response 

B1 An assertion that plants lacked 'industrial applicability', 
if made nowadays, would betray a complete misunderstanding of 
this criterion. Australian patent law does not expressly 
require an invention to be industrially applicable in order to 
qualify for a patent. But it does require that a patent 
application disclose 'a manner of new manufacture' and be useful 
in economic affairs. 

B2 The High Court of Australia held in National Research 
Development Corporation v Commissioner of Patents [1959] 102 CLR 
252 that an invention was a manner of manufacture if it offered 
some material advantage and belonged to a useful art, so that 
its value to the country was in the field of economic endeavour. 
This decision broadened the scope of statutory subject matter 
under the Patents Act 1952 to include horticultural and 
agricultural processes. It might be noted that this decision 
was followed in a number of Common Law jurisdictions, including 
the United Kingdom. 

B3 The NRDC decision was followed by the Australian Patent 
Office in 1976 when it allowed a number of patent claims for 
specific variants of a microorganism: Rank Hovis McDougall's 
Applieation (1976) 46 AOJP 3915. That the claims were to living 
organisms was not a bar to their being regarded as statutory 
subject matter. 

B4 In 1980 the Australian Patent Office issued an official 
notice to the effect that precisely the same criteria apply to 
applications involving living subject matter as apply to other 
subject matter. No distinction is made solely on the basis that 
the claimed product or process is, or contains, or uses, a 
living organism. The notice opened the way for the granting of 
patents for plants, plant varieties and plant components. It is 
entirely consistent with the NRDC judgment. 

(See also paragraph N6 on the exclusion of plant varieties 
from patentability.) 

C: oescription of Plant or Plant Variety 

I. Assertion 

It is asserted in paragraph 31(v) of the UPOV Document that, 
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historically, there were doubts in some countries as to whether 
(a) living matter such as a plant or plant variety could be 
described fully and (b) living matter could be 'independently 
reproduced by a person skilled in the art without access to the 
actual living material, the subject of the invention'. 

II. Response 

Cl Paragraph 59 of the UPOV Document recognises that what 
historically may have been doubted can no longer be advanced as 
a general proposition against granting a patent for a plant or 
plant variety. Science has come a long way since such doubts 
were first expressed. The law has not remained still either. 

C2 The purpose of a patent description is to ensure that the 
public has access to, and a clear understanding of, the 
invention. Firstly, it must clearly describe the advance made 
over the prior art so that interested parties are left in no 
doubt as to what is new and as to the monopoly covered by the 
granted patent. Secondly the best method of performance must be 
clearly and sufficiently described to ensure that the invention 
is repeatable (for public access purposes) from the written 
description given. There is no legal requirement for an 
invention to be 100% repeatable. Rather the repeatability must 
be such that it is acceptable to a person skilled in the art. 

C3 Most chemical and biological processes, for example, are not 
100% repeatable, yet this has not barred such processes from the 
grant of a patent. A fermentation process to produce a desired 
chemical may not reproduce the chemical every time the process 
is carried out. Patents for microorganisms, and for processes 
utilising the life processes of microorganisms, have been 
litigated before the courts of several countries, yet such 
patents have not been invalidated for insufficiency of 
description (the German courts aside until the recent Rabies 
Virus decision of the F.R. Germany Supreme Court in 1987). 

C4 The standard in Australian patent law is clear. Australian 
patent legislation requires that an invention be described 
fully, and this description must disclose the best method of 
performing the invention. The requirement for a full 
description has been interpreted by the courts to mean that the 
application must include the best description known to the 
applicant when he files his application, as advances in 
technology will result in the availability of knowledge not 
available at the lodgement date. 

CS In the case of plant varieties, it is Patent Office practice 
to require an applicant to give a full taxonomic description and 
photographs of the variety to distinguish it from related 
varieties, together with an accurate history of the breeding 
involved, including the clear identification of the parents and 
any intermediate plants produced along the way. The results of 
scientific testing, such as, isozyme analysis, DNA 'finger 
printing' and other comparative means used to distinguish one 
plant variety from another can be, and are, used in patent 
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descriptions to further identify a plant variety. This further 
identification is, however, optional. 

C6 For use to be made of the protected plant variety, e.g. for 
marketing or other purposes, it has to be reproducible in usable 
quantities. The patentee is entitled to achieve this by methods 
described in the patent document or by any other methods, not 
the subject of protection. It follows that the requirement of 
repeatability (for public access purposes) has no relevance to 
methods used to reproduce the plant variety for marketing or 
other purposes. 

C7 Concern has been expressed in paragraph 22 of the UPOV 
Document that some plant varieties created by crossing followed 
by selection may not be reproduced with sufficient probability. 
A well known example popular among students of plant genetics is 
offered by way of support for this concern. It runs thus: if 
two plants that differ in only 21 gene pairs are crossed and a 
selection is made from the resulting progeny, the probability of 
repeating the selection is 2 in 4,399,046,511,104. In the 
opinion of many commercial plant breeders, this contrived 
example does not mirror the reality of commercial plant 
breeding. Moreover, for most sexually reproduced plants, a 
variety does not consist of a single genotype but of a range of 
genotypes which produce a phenotypic range characteristic of the 
variety. Therefore, the example is a gross over-estimate of the 
difficulty it seeks to support. 

C8 Besides some new plant varieties can be recreated by a 
number of techniques. Some such techniques give a higher 
probability than others of being able to attain by their use the 
desired result. For example, the products of controlled 
mutagenesis or recombinant DNA engineering are reproducible at 
probabilities acceptable to a person skilled in the art. 

C9 There also exists nowadays a well-developed system for 
depositing biological material (the Budapest Treaty) required 
for the performance of an invention where words will not 
suffice. 

C10 As regards the patenting of microorganisms, the 
deposit system for biological materials assists the 
applicant in providing the best description available 
together with the requisite assurance. The availability of 
the deposit is taken as overcoming the problem of 
repeatability. In principle, there is no reason why a 
similar system should not be available for plant inventions. 

Cll In fact, one is applied to plants. Deposits of plant 
material are currently accepted by depositories which operate 
under the Budapest Treaty. For example, the American Type 
Culture Collection (ATCC) readily accepts plant tissue 
cultures and seeds; and the Fermentation Research Institute, 
Japan, accepts plant cell cultures. However, it is not 
current practice in the Australian Patent Office to accept 
deposits of plant material to assist in meeting the 
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requirements of section 40(l)(a) as to the required 
description. 

Cl2 Where a question arises about whether the deposited 
material is the same as the variety described and claimed or 
whether it differs from existing varieties an interested 
person may choose to grow the plant from a sample and compare 
it with the patent description and photograph provided, or 
compare the results of isozyme analysis or DNA 'finger 
printing' of the deposited material with that of existing 
varieties. This may be for the purpose of avoiding 
infringement or for challenging the patent in the courts. 

Cl3 While deposit is not a complete substitute for the 
descriptive requirements of patent law (the deposited 
material still has to be distinguished from related 
biological materials), it has nevertheless been recognised 
widely as the best assurance possible against a patent 
issuing on a biotechnological invention without anyone being 
able to utilise the disclosure. 

Cl4 Although Australia currently accept deposits under the 
Budapest Treaty for a limited range of biological material, 
the Australian Patent Office is currently looking at whether 
a wider range of deposits, for example to include seeds and 
plant cells, should be possible. 

D: Exhaustion of Patent Rights 

I. Assertion 

It is asserted in paragraph 32 of the UPOV Document that 
according to one opinion because patent rights are exhausted 
when goods subject to a patent are placed into the market, this 
was 'considered to have the effect of nullifying the benefits of 
the patent when such goods freely reproduce'. 

It is further asserted in paragraph 56 of the same document that 
'the application of the exhaustion of right principle generally 
to self-replicating material requires clarification, as well as 
the rights of patent owners in relation to farm-saved seed, the 
so-called 'farmer's privilege'; and in paragraph 83 that 
'Doubts exist under the patent system concerning the application 
of the doctrine of exhaustion of rights to plant varieties'. 

II. Response 

Dl There is no general principle of 'exhaustion of rights' in 
Australian patent law. It has been observed to us by one expert 
that in the jurisdictions where the principle applies, both its 
scope and application tend to be misrepresented unwittingly by 
advocates who ill-understand it. The UPOV Document, it was 
suggested, is not immune from this criticism, particularly 
where, in several places, it speaks of a right being 'revived'. 
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02 The op~n~on referred to in paragraph 32 of the UPOV Document 
is quite evidently held in relation to Civil Law systems in 
Continental Europe, in particular Belgium, France, F.R. Germany. 
and Italy. The Australian legal system and its jurisprudence 
are part of the Common Law tradition. 

03 Insofar as the principle of exhaustion may need some 
clarification in the national laws of the Continental European 
countries just mentioned, the Australian Patent Office does not 
wish to offer an opinion on the matter at this stage, save to 
say that it would be surprising if such laws countenanced or 
encouraged depriving an inventor of reward for his inventive 
contribution. 

04 The history of patentees' monopoly rights under the Common 
Law has been of a purposive interpretation, in varying 
circumstances, of a general statutory formulation of those 
rights (see paragraph 07) to assure to the inventor adequate 
protection (for example, questions arising from the importation 
of products the subject of patents has been dealt with within 
the general concept of 'make, use, exercise and vend'). Third 
parties (who in other systems may rely on exhaustion of right 
principles) are, in general, protected against harsh 
consequences by the implication of a licence to do those acts 
which come within the natural contemplation of what a reasonable 
person would regard as normal in a business environment, in 
which both the patent system and the normal principles of law, 
such as those governing the sale of goods, co-exist. An attempt 
at comprehensive and prescriptive rules generally proves 
inadequate to provide a more certain basis for commercial 
relationships. 

DS The paragraphs that follow apply the existing law to the 
case of self-replicable material, for example, seeds. It needs 
to be emphasised that the exposition that follows is 
hypothetical to the extent that, so far as is known, there are 
no actual cases where patent rights are in existence that are 
being exercised in the way suggested. The exposition is to 
exemplify how it is thought that the present law could without 
change, resolve emergent issues. Also the exposition leaves out 
of account possibilities affecting the exercise of patent rights 
that could well emerge were patent rights to be exercised in 
respect of, for example, field crops. For example, one would 
imagine a general agreement between farming and seed producing 
interests that would establish standard conditions of sale 
applicable to the initial sale of seed which would cover the 
reproduction of seed for re-use as seed by the purchaser. 

06 Such general conditions could provide an acceptable basis 
for individual contracts. (Such conditions are, of course, a 
feature of many commercial spheres of activity.) The conditions 
in such a standard agreement could well pay regard to the sorts 
of considerations that have led to the so-called 'farmers 
privilege' in plant breeders rights legislation, perhaps with 
some additional reward to the seller either by an additional 
initial payment or by a subsequent payment. 
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D7 Under Australian law, the patentee has the exclusive right 
to •make, use, exercise, or vend' the claimed invention. If the 
claims of a patent claim the seeds of a plant variety, that 
patent is infringed when a third party, without the licence of 
the patentee, 'makes, uses, exercises or vends' the seeds of 
that plant variety. However, as a general rule, when any 
patented article, including patented seed, is sold by a 
patentee, or with his consent, the purchaser will take it 
together with a full licence to deal with that article as if it 
was not patented. This licence is implied by the Common Law and 
it can be expressly restricted by the patentee at the time of 
sale. The Common Law could also, in the light of the 
circumstances of the sale or established usages in the 
particular trade concerned, imply a licence which differs from 
the usual implied licence. 

DB The application of the general principles of the previous 
paragraph require a consideration of the particular 
circumstances of both the relevant sale and of any established 
usages in the particular trade. For example, where there is an 
established trade in grain between producers and millers, if 
patented seed is sold by a patentee (or with his consent) to a 
miller, the Common Law would imply that the miller is free to 
use the grain in the way grain is usually utilised by millers -
i.e. for grinding into flour. If, on the other hand, patented 
seed is sold to a farmer, the Common Law would imply that the 
farmer is free to utilise the seed in the way that seed is 
usually utilised by farmers. The farmer would accordingly be 
able to plant the seed and sell his crop. In Australia it is 
the established practice of wheat farmers to retain some of the 
crop for replanting; and the Common Law would (in the absence of 
an express exclusion by the patentee at the time of sale) imply 
that the sale of patented seed to wheat farmers would carry an 
implied licence to follow this established practice. 

E: Experimental Use of Protected Varieties 

I. Assertion 

It is asserted in paragraphs 56 and 83 of the UPOV Document that 
there is uncertainty as to the application of the experimental 
use principle of patent law. Two opinions are advanced. First, 
that any use other than that involved in genuine enquiry to see 
'how it works' would infringe the rights of a patent owner to a 
patented plant or plant variety. Second, that a patented plant 
or plant variety could be used to breed new plants although 
commercialisation of a new variety derived from the patented one 
would require the patent owner's consent. 

II. Response 

El It is clear under Australian law that the use of a patented 
product or process for genuine experimentation, for example for 
the purposes of producing a new improved product, does not 
infringe the patent. Freedom to experiment on and, if possible, 
improve patented inventions is a cornerstone of Australian 
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patent law. If the new product satisfies the criteria of 
patentability, the owner of the improvement can seek a patent 
for it. A new plant variety derived from the patented variety, 
under these circumstances, would be expected to have a different 
genetic profile and taxonomy from the patented variety and be 
capable of patent protection. 

(See also the comments in Item F: Genes as Patentable 
Subject Matter, paragraphs F3 and F4.) 

E2 Where genuine experimentation produces a new variety from a 
patented variety but the patented variety is not used repeatedly 
to reproduce the new variety, for example, by reproducing the 
new variety using asexual reproduction techniques and 
consequently no impermissible use is made of the patented 
variety, infringement will not occur. If, however, the 
commercialisation of the new variety involved the repeated use 
of a patented variety, a licence would be needed to avoid 
infringement. 

P: Genes as Patentable Subject Matter 

I. Assertion 

While accepting that a gene or gene construct which satisfies 
the criteria of patentability should not be denied the benefit 
of a patent, paragraph 84 of the UPOV Document asserts that a 
•general concern exists in relation to genes that are known to 
be present in a crop species or which are present in existing 
varieties' (even though they are not known to be present there). 
Plant breeders, it is asserted, •could hardly accept that a 
person cloning and sequencing a gene of this nature could 
thenceforth claim a total monopoly on its use in the species 
concerned ' • 

II. Response 

Fl A gene is a chemical compound that has no independent 
identity in the absence of human intervention. As a chemical 
compound it is subject matter capable of patent protection. 

F2 Under Australian patent law a patent for a new gene per se 
would only afford protection for the gene that was isolated 
and/or for that gene when inserted into a host organism. In 
other words, the patent would not extend to the gene where it 
occurs naturally in an organism. If, for example, a gene which 
is responsible for dwarfness in a plant is isolated and 
patented, the patentee's rights would encompass only the isolate 
and a host organism wherein the isolate is expressed. This 
result is attributable to human intervention of a technical 
nature. The patent right would extend only to such host 
organisms as the patent specification provides descriptive 
support for. If, therefore, a patent specification only 
supports the insertion of a gene into a limited range of plants, 
then the scope of the patent would extend only to plants within 
the limited range. 

) 1 
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F3 There is no question of a total monopoly being granted under 
Australian patent law. The extent of a patentee's monopoly is 
governed by the claims of the patent specification. See also 
paragraph R2. 

F4 An improvement which comes within the claims of an existing 
patent, however, could not be exploited commercially without the 
licence of the owner of that patent. Thus the patentee is not 
able to block further research, but his licence would be 
required before the improvement could be commercialised. 

FS When it has been characterised, isolated, and sequenced, for 
the first time, the isolated gene is new. It has not been 
present in nature prior thereto as an isolate. The mere fact 
that an observable characteristic in a plant must be due to a 
gene residing within that plant is insufficient to render the 
newly identified gene unpatentable by reason that it must be 
known to have existed. 

F6 Where a gene has been previously characterised and is known 
to exist within a genome it cannot be claimed per se. However, 
the process of its sequencing, isolation and cloning may be very 
far from being an obvious step in the relevant art as problems 
may exist in this process for particular genes. The grant of a 
patent on the basis of such a step should not be foreclosed on 
the basis of a concern that, as paragraph 84 of the UPOV 
Document admits, 'could perhaps be non-existent in practice'. 

F7 As paragraph 84 itself recognises, the concern is 
unwarranted because in practice an examiner would limit a patent 
claim to what had actually been invented. A patent is granted 
for what has been invented, no more and no less, and this 
principle applies as much to genes as to any other invented 
subject matter. 

F8 The requirements in the Australian Patents Act relating to 
description are satisfied in the case of a gene by detailing the 
manner of its isolation from the natural source and disclosing 
the full sequence of nucleotides or the complete sequence of 
amino acids of the polypeptide and its function coded for by the 
gene. 

F9 Meeting the requirements for a sufficient description of a 
gene is, therefore, no more difficult than for a chemical 
compound. Procedures for synthetically producing a sequence of 
nucleotides are well known and rely on standard techniques. 
Reproducibility of a gene is not therefore a problem within the 
parameters of the techniques of genetic engineering. 

FlO Moreover, the requirement that an invention must be useful 
in economic affairs (this is similar to 'industrial 
applicability' in other countries) could only be met under 
Australian law by showing the gene applied for can be expressed 
in a host, whereby a useful product may be produced. The 
product could be a protein, encoded for by the gene, or a plant 
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which expresses the characteristic encoded for by the gene, for 
example, herbicide resistance (resistance to glyphosate). 

G: Patents and Plant Characteristics 

I. Assertion 

It is asserted variously that it is possible to patent a plant 
characteristic per se. For example, in paragraph 104 of the 
UPOV Document the suggestion is made that 'the patenting of the 
characteristics of plants would permit any party establishing a 
higher level of expression of any one such characteristic in a 
plant, to make claims in relation to that characteristic which 
will block further development in that species'. 

Further in paragraph 105 it is asserted that 'the issue of 
claiming 'characteristics' in this way seems to arise in 
circumstances where the claims in a product patent or in a 
process patent include what is in effect a plant variety. Plant 
variety in this context is given a broad general meaning of 
plant breeding usage which is reflected in the definition set 
out in paragraph (iii) of the proposal for Article 2 in the UPOV 
Convention revision proposals'. (This should be a reference to 
proposed Article 2(ii)) 

In addition, in paragraph 87 it is also asserted that 'a patent 
permits claims so that the exclusive right would cover not just 
the claimed, not yet fixed, material but all future varieties 
with any characteristic claimed for the non-fixed material' 

II. Response 

G1 It is asserted in paragraph 105 and elsewhere that a patent 
claim to a plant is in effect a claim to a plant variety and 
plant breeders would normally define a variety in the broad 
terms of proposed Article 2 (ii). This is then put forward as 
one reason why plant breeders rights should be extended to cover 
the same scope as a patent claim to a plant. 

G2 This reasoning is obviously not supportable. Consider, for 
example a tomato plant having herbicide resistance (to 
glyphosate) through insertion of an isolated gene. The term 
'tomato plant' would be seen by the breeder as encompassing a 
large number of individual and distinct tomato varieties. One 
has only to look at breeder's catalogues to see the large number 
of varieties commercially available. 

G3 It is not possible simply to patent a plant characteristic 
per ~· A characteristic resulting from the insertion of a gene 
into a plant is a characteristic of the plant itself. It is not 
a characteristic in isolation. The patent is to the plant 
having the characteristic resulting from the inserted gene. 
Accordingly, the assertion, so far as understood, does not 
represent the scope of patent protection available under 
Australian patent law. Since the document does not indicate to 
what patent law the statement is referable, the Australian 
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Patent Office remains to be convinced as to the validity of the 
assertion. 

G4 Under Australian law, a patent claim to a plant variety per 
se, with desirable characteristics, is a claim to that plant 
variety as defined by its particular taxonomy. The patent 
monopoly does not extend to these desirable characteristics 
where they occur in other distinct plant varieties, either 
resulting from plant breeding techniques or occuring in nature. 

GS A patent for the gene encoding for a particular phenotypic 
trait or characteristic, however, ensures the patentee 
protection against unauthorised insertion of the isolated, 
protected gene into plants. The patent would not extend to the 
characteristic where it occurs naturally in an organism. A 
patentee has the right to obtain protection corresponding to the 
inventive contribution made by the invention. To suggest more 
is to misunderstand the patent system and to misrepresent it. 

(See also the comments under Item E: Experimental Use of 
Protected Varieties and Item F: Genes as Patentable Subject 
Matter.) 

B: Impact of the Patent System on the UPOV Convention 

I. Assertion 

It is asserted by some plant breeders, according to paragraph 82 
of the UPOV Document, that, if patents are granted for plant 
varieties or for parts of plants which amount, in effect, to 
plant varieties, this might impair the legal certainty afforded 
by the UPOV system. 

Paragraph 88 of the Document asserts that the availability of 
patents for plant varieties would have a negative impact on the 
integrity and reliability of the UPOV system. It would make the 
work of plant variety protection offices more difficult. It 
asks whether these offices should amend their practices to take 
into account what is already happening in the patent system. 
Should these offices take into account patent applications 
involving plants, plant varieties and plant components when 
testing a variety for distinctness under the UPOV system? 

II. Response 

Hl The authors, in paragraph 88 appear to have overlooked the 
fact that some countries, the United states and Australia, for 
instance, already allow patents for plant varieties. In 
Australia where applicants for patents for plant varieties are 
required to include a full taxonomic description of the plant, 
an accurate description of the breeding process and colour 
photographs of the variety claimed. The Plant Variety Office 
makes use of patent literature in processing its applications. 
The Patent Office regularly supplies details of appropriate 
patent applications. Copies of patent specifications and 
photographs are supplied upon request. 



16 

H2 It is suggested that the concern of the plant breeders is 
that the availability of patents for plants, plant varieties and 
other biological material will force them to take account of 
patents and patent applications before applying for plant 
breeders' rights. It must be doubted whether entitlement to 
obtain plant breeders' rights will be affected. But should plant 
breeders have a claim to privilege in the legal system in 
respect of monopoly rights? Other innovators cannot proceed in 
ignorance of existing rights. Indeed, as paragraph 88 of the 
UPOV Document properly concedes, an applicant for plant 
breeders' rights needs to take into account all prior art even 
if it has been disclosed through the patent system. This can 
only strengthen the criteria applied under the UPOV system, 
particularly the distinctness and no-prior-marketing 
requirements. 

H3 The paragraph 88 assertion, and the various questions 
associated with it, might be taken as suggesting that plant 
variety rights offices do not already take account of patents 
and patent applications when deciding whether to grant plant 
variety protection. It is therefore hardly appropriate for 
paragraph 88 to question whether patent offices have considered 
or availed themselves of data in plant variety protection 
offices when examining and granting patents in the plant field. 
The practice of the Australian Patent Office is set out in 
paragraph Hl. 

H4 The question betrays a misunderstanding of the concept of 
'prior art' in patent law, and ignores the rule that, if a 
patent is granted for subject matter already available to the 
public (either on paper or by prior use) at the priority date of 
the application on which the patent issues, the patent can be 
invalidated in infringement proceedings or revoked. That said, 
patent examiners at the Australian Patent Office have available 
to them copies of the Australian PVR Journal, since this may be 
relevant information in the context of applications involving 
plants. 

(See also the comments in the Addendum, Item D) 

J: Subject Matter Capable of Protection under the Patent System 

I. Assertion 

It is asserted implicitly in paragraph 42 of the UPOV Document 
that, while the UPOV system affords protection only for a 
physical reality, a plant variety, the patent system allows 
ideas (albeit ideas of a technical nature) to be claimed as the 
subject matter for protection. In other words, that a plant 
variety without reality could be patented. As a consequence, 
the UPOV Document in paragraph 87 alleges that it would be 
possible to cover 'not just the claimed, not yet fixed, material 
but all future varieties with any characteristic claimed for the 
non-fixed material'. This, it is said, would deter plant 
breeders from attempting to create a variety with such claimed 
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characteristic. 

It is also asserted in paragraph 86 that the patent system 
allows incomplete and unrealised inventions to be protected thus 
enabling claims to characteristics where there is no certainty 
that a useful variety would emerge. 

II. Response 

Jl The assertion makes assumptions which do not reflect 
commercial reality, since one would have to assume that there 
would be some advantage to be gained from a patent for a 'paper' 
variety. Although the patent examination process does not 
require the examiner actually to view the invention, the grant 
of a valid patent for a hypothetical variety is most unlikely 
since the application would not be able to meet patent law 
requirements relating to description including the best method 
of performance. Such an application would be open to opposition 
and a patent if granted would be liable to revocation. It is 
hard to envisage a rational person embarking on such a worthless 
venture. 

J2 If a patent were to be granted for a non-existent plant or 
plant variety, the patentee could not claim rights to any 
particular plant. He would therefore be unable to prevent a 
plant breeder from actually producing a plant or plant variety 
with the desired characteristic(s). 

J3 All areas of inventive activity are potentially open to the 
patenting of 'paper' ideas, yet it has never been an issue in 
other areas or industries in Australia. (Defensive publication 
is generally utilised to cover technology adjoining the area 
covered by a patent). The plant industry is such that it seems 
to be not susceptible to this kind of activity which would only 
be justified by some commercial advantage being obtained. 

(See also the comments under Item F: Genes as Patentable 
Subject Matter, Item G: Patents and Plant Characteristics, 
Item D: Exhaustion of Patent Rights and the Addendum, Item 
c.) 

K: Scope of Patent Protection 

I. Assertion 

It is implicitly asserted in paragraph 42 of the UPOV Document 
that a patent with claims to a plant or plant variety, plant 
material and plant products would allow the patentee to exact 
multiple royalties from growers, users or processors. 

II. Response 

Kl This assertion misrepresents the 
exists under Australian patent law. 
of a patent with claims to an orange 
the tree and the juice obtained from 

position at least as it 
In the case, for example, 
tree, oranges produced by 
such oranges, the patentee 
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on selling the orange tree to a grower would take his royalty 
then or at some later point with the buyer's agreement (e.g. 
based on how many oranges the tree produced). 'Double 
taxation', in effect, is not possible under Australian patent 
law. 

f , I ) '/ 

K2 The reason why a patent would claim the fruit and the juice 
is to gain protection against unauthorised propagation of the 
fruit tree and the sale of the fruits of the infringing act. 
Otherwise, a propagator could buy a patented orange tree, take 
it out of Australia, propagate it, and then import the fruit or 
the juice into Australia thereby robbing the Australian patentee 
of his proper entitlement. The claims available to the patentee 
would support an infringement action against the importer, but 
that in no way amounts to a statement that a patent facilitates 
multiple royalties. 

K3 The availability of this wider protection is what marks the 
patent system out for many plant breeders as a more desirable 
way of protecting plant varieties in some countries than under 
the plant variety protection system there. 

L: Problems Perceived by Plant Breeders in Relation to Patents 
for Plant Innovations 

I. Assertion 

It is asserted in paragraph 79 that plant breeders as a group 
have historically had little familiarity with the patent system 
and for the time being still perceive problems in relation to 
patents for plants. The assertion forms the basis for 
discussion of a range of issues, in paragraphs 80 to 88, 
directed to supporting the assertion. 

II. Response 

Ll Notwithstanding the fact of continuous activity in the plant 
field over an extended period, it is insufficient to ignore the 
impact of modern biotechnological developments in the plant 
field. Indeed, the assertion first endeavours to tie up into a 
single group plant breeders using quite different technologies 
and then attribute to the single group the perceived attitudes 
of persons who are in fact only a part of that group (which for 
convenience one might call those following traditional plant 
breeding methods). 

L2 It is not the role of the Australian Patent Office to 
dissuade plant breeders from using a system with which they feel 
comfortable. But the Office has, in its contacts with both 
private enterprises and public institutions using modern 
biotechnological methods, been left in no doubt that they regard 
access to the patent system as essential. Those plant breeders 
oriented towards traditional breeding methods are also, in 
general, interested in having access to the patent system even 
if, as a general proposition, they see the UPOV system as one 
designed to meet their situation. 
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L3 The kind of discussion provided by paragraphs 80 to 88 tends 
to require two kinds of response. One is an examination of 
assertions directed against the patent system and the other is a 
critical examination of the UPOV system itself. Similarly 
changes to the UPOV Convention currently proposed would have to 
be examined to see what weight to attach to the kinds of 
consideration (e.g. legal certainty) mentioned in Section B, 
Chapter IV of the UPOV Document. The Australian Patent Office 
sees its primary task as being to provide a response of the 
first kind. This is not to say that it is unaware of matters 
pertaining to the second kind of response which it has included 
in an addendum to this document. 

X: Legal Certainty 

I. Assertion 

It is asserted variously in paragraphs 80 to 82 of the UPOV 
Document that, whereas the UPOV system promotes legal certainty, 
the patent system involves relative uncertainty. 

II. Response 

Ml The Australian Patent Office has not heard, from Australian 
plant breeders, arguments of the kind advanced in paragraphs 80 
to 82. Indeed, in Australia a significant range of plant 
breeders have indicated a desire to have the option of using the 
patent system or the plant variety rights system. While the 
plant field is not a new field of technology, those breeders who 
wish to take advantage of modern technological methods are 
particularly concerned to have access to patents. Breeders 
using traditional methods also (with some dissentients) want 
access to the patent system. 

M2 If the paragraphs mentioned perceive correctly the 
advantages of the UPOV system to the plant breeder one would 
expect the usage of the UPOV system to reflect them without the 
need to exclude access to the patent system. In the event that 
the paragraphs mentioned do not perceive all the needs of plant 
breeders, access to the patent system may enable these needs to 
be reflected by the use of the patent system. 

M3 The Australian Patent Office is wary of the use of 
generalised propositions of the kind put forward in the 
paragraphs mentioned as the basis for reaching conclusions to 
limit the free exercise of decisions by plant breeders such as 
are possible in Australia at present. 

N: Exclusion of Plant Varieties from the Patent System 

I. Implication 

There is an implication in various parts of the UPOV Document 
that plant breeders are served better by the exclusion of plant 
varieties from their patent systems (see, for example, 
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paragraphs 46 and 47 of the Document). It is stated, moreover, 
in paragraph 14, Annex I, of the UPOV Document that all UPOV 
member states are bound by Article 2(1) of the UPOV Convention 
with the exception of the USA. 

Further in paragraphs 101 to 106 it is implied that the scope of 
plant breeders' rights should be extended to provide the breeder 
with the scope of protection available to an applicant under the 
patent system if patents were to be granted for plant varieties 
per se. 

II. Response 

N1 Of the 56 countries given in paragraph 47 as having excluded 
plant varieties from the ambit of their patent systems, only 13 
are member countries of UPOV (Austria, Belgium, Denmark, France, 
F.R. Germany, Israel, Italy, Netherlands, South Africa, Spain, 
Sweden, Switzerland and the United Kingdom). 

N2 Included in the list of countries with the exclusion in 
their patent laws are a number of developing countries. When 
these developing countries enacted their present patent laws, 
they most likely based these laws on the model law prepared by 
WIPO and this model includes a provision on the exclusion of 
plant varieties and essentially biological processes. It would 
not appear that the evolution of events that has occurred has 
been of advantage to the developing countries in most of which 
access to a patent office is available. 

N3 In the developed countries of Western Europe, several UPOV 
Member States still afford patent protection for new plant 
varieties (e.g. France, F.R. Germany). In the United States of 
America, the position following the Supreme Court decision in 
1980 in the Chakrabarty case is that three systems of 
intellectual property protection are available for plant 
inventions in the United States. The u.s. Plant Patent Act 1930 
(now incorporated in the Patents Code) affords plant patent 
protection for new varieties of asexually propagated plants, the 
Plant Variety Protection Act 1970 caters for new varieties of 
sexually reproduced plants and, following the Chakrabarty dictum 
that everything under the sun is potentially statutory subject 
matter, the utility patent provisions of the Patents Code extend 
to any plant variety that meets the ordinary criteria of 
patentability'(novelty, non-obviousness, utility and an enabling 
description). 

N4 Hungarian patent law is an example where the legislator 
states positively that plant varieties and animal varieties are 
patentable. Prior to the United Kingdom enacting the provisions 
of the UPOV Convention in the Plant Varieties & Seeds Act 1964, 
the British Patent Office had no stated position relating to the 
patenting of plant varieties. 

NS The position within the European Community is such that, 
because of different interpretations being placed on the 
exclusion in the national patent laws of the member states, an 
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amending Directive is currently being discussed. The aim of this 
Directive, by correcting the existing disparities between the 
patent laws of the Member States as regards biotechnological 
inventions, is to remove the barriers to trade in the internal 
Community market that arise from such disparities·. 

N6 While it is not for the Australian Patent Office to comment 
on European patent law, nonetheless it holds the opinion that it 
would be highly detrimental to Australia and Australian industry 
if the confusion and problems associated with the exclusion of 
plant varieties from the ambit of the European Patent Convention 
system, and national patent laws based on the EPC, were to be 
imported into Australian patent law through the adoption of a 
similar exclusion. 

N7 The Industrial Property Advisory Committee (IPAC) appointed 
by the Australian Government to report on 'Patents, Innovation 
and Competition in Australia' in considering whether to codify 
patentable subject matter under Australian patent legislation 
recommended 'that the present threshold of patentability "by 
reference to section 6 of the Statute of Monopolies" and to the 
expression "manner of new manufacture" should be retained, 
without specific legislative inclusions or exclusions'. The 
Australian Government, in a formal policy response, accepted the 
recommendation. 

(See the Australian Official Journal of Patents, 18th 
December 1986, pp 1462 - 1480, in particular p 1470.) 

NB As part of its consideration IPAC looked at the approach 
adopted in Article 53(b) of the European Patent Convention (cf. 
paragraph 46 of the UPOV document). The Committee rejected 
codification in the European manner (i.e. Articles 52 and 53) as 
'likely to produce more problems than it would solve'. Thus 
Australian patent law draws no distinction between inventions 
involving or comprising plants or other biological material, on 
the one hand, and all other invention on the other. 

N9 Where a particular plant variety satisfies both patent and 
plants variety rights requirements, protection under either or 
both regimes at the election of the inventor/plant breeder is 
possible in Australia. There are cases where both sets of 
criteria can be satisfied. No evil or adverse consequences have 
resulted from the provision of both forms of protection and, as 
noted, in paragraph Ml above, a number of plant breeders have 
expressed the wish that no change be made. 

NlO Such multiple protection is not novel in concept. It 
arises, for example, in the area designs and patents. 

Nll As to the assertion that all UPOV member states are bound by 
Article 2(1), with the result that member states cannot grant 
patents and plant breeders' rights for one and the same 
botanical genus or species, the authors of the UPOV Document 
must have overlooked the fact that, when the Council of UPOV 
advised that Australian law was consistent with the UPOV 
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Convention and Australia was accepted as a member state of UPOV 
on 1 March 1989, the Council had taken a view inconsistent with 
that put forward in the document. 

P: Doubts Concerning the Exercise of Patents for Genes 
Inco6PQrated into Plant Varieties 

I. Assertion 

It is asserted in paragraph 73 of the UPOV Document that the 
UPOV Convention confers a positive right to produce and sell the 
new plant variety and on this basis the enforceability of 
patents for genes is questionable. · 

II. Response 

P1 This assertion involves so serious a misunderstanding of the 
nature of property, including intellectual property, at least in 
Common Law jurisdictions that it needs to be reconsidered by the 
authors of the UPOV Document. 

P2 Interestingly in the course of argument, the authors refer 
to Article 1 (which in Document CAJ/XXIV/2 the UPOV Office 
describes as being 'declarative' rather than 'binding') and to 
Article 9 which refers to the breeder's right as being an 
exclusive right. 

P3 In Australia intellectual property, whether in the form of a 
patent or plant variety rights, is the exclusive right to do 
certain acts. An exclusive right gives the holder no positive 
right to do anything. Rather it gives him a right to exclude 
others from doing what falls within the scope of his right of 
exclusion. This legal principle has been stated throughout 
Common Law jurisdictions on occasions too numerous to mention. 
Indeed, paragraph 73 itself refers to 'The free exercise of the 
exclusive right ••• •• 

P4 Where a gene is patented and a plant breeder incorporates 
the patented gene in his variety, assuming the breeder is not 
also the patentee, he will need the patentee's consent to 
exploit commercially the patentee's property. This is not open 
to doubt. It is implicit in the very notion of property. You may 
not reap where another has sown. 

P5 Australian biotechnology companies are adamant on the 
absolute necessity of patent rights. 

0: Dependency 

I. Assertion 

In paragraph 95 the authors discuss Article 5(3) of the revision 
proposal 'that where a variety is 'essentially derived' from a 
protected variety, the owner of the protected variety may 
prevent all third parties not having his consent from exploiting 
the derived variety' without reference to any possible effects 
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on the patent system. The authors offer the vague assertion that 
the 'objective of the provision is to reduce the attractions of 
breeding approaches totally based upon the 'structure' of an 
existing variety and so remove the most criticised aspect of the 
present breeders' exemption'. 

In discussing the 'collision norm' the authors assert in 
paragraph 100, that 'if a system of mutual dependence were to 
evolve it would then be a matter for further discussion whether 
a dependent party should be able in all circumstances to acquire 
a compulsory licence under a dominant right' and that ' the 
parties involved may be the best arbiters of what is reasonable 
and any interference with their freedom of contract should 
perhaps be limited to the protection of public rather than 
private interests'. 

II. Response 

Q1 The term 'essentially derived' is neither clearly defined 
nor qualified in the text of Article 5(3) which is not clearly 
distinguished from the provisions of Article 5(2) and leaves 
room for more confusion. It is therefore not clear what limits 
apply to the scope of the term, if any, and when the dependency 
clause can be invoked. 

Q2 It is clear that holders of plant breeders' rights should be 
able to prevent unlicensed exploitation of a variety where 
'derivation' involves mere 'cosmetic' changes in the protected 
variety and may be used as a means of avoiding the existing 
breeders right. 

Q3 A clear line must be drawn, however, between, this situation 
and cases where the difference between the original and the 
derived variety results in a distinct variety with improved 
characteristics, even where this may simply involve the 
insertion of one gene into the plant. Where the derived plant 
variety is quite distinct and involves an inventive step then a 
new right should be available. 

(See also the comments in Item E: Experimental Use of the 
Protected Variety and paragraphs F3 and F4.) 

Q4 The possibility of conflict between patent and plant 
breeders rights is often raised in the context of patent 
protection for genes, and there is a tendency to discuss this 
possibility as though a plurality of property rights was somehow 
unique to this context. While patent law has various means for 
resolving conflict that might arise out of the exploitation of a 
patented monopoly, nonetheless it leaves to the parties involved 
the resolution of conflicts of interest; it intervenes, in the 
public interest, very much as a last resort where there is proof 
of an abuse of monopoly (sections 108 to 112 Patents Act 1952). 

Q5 As a general principle, it is preferable that the law should 
be slow to interfere in commercial negotiation, and it should 
interfere only where there is clear evidence of an abuse of the 
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monopoly rights. In patent law practice, as in other areas of 
intellectual property law, it is rare where there is a conflict 
of economic interests for the parties to be incapable of 
resolving it through negotiation. 

R: Patent Claims 

I. Assertion 

It is asserted in paragraph 42 that the patent system allows 
inventors to specify the scope of protection by the free 
formulation of claims whereas the UPOV Convention exhaustively 
determines the scope of protection and in paragraph 101 that the 
' potential extension of protection to the product of the 
variety will cover a significant portion of the scope that might 
typically have been the subject matter of claims'. 

II. Response 

R1 The vague reference to 'potential extension of protection to 
the product of the variety• is presumably a reference to a 
proposed new Article 5(1) in which protection is extended to 
'material of the variety'. The meaning of 'material of the 
variety' depends on whatever is determined in relation to the 
definitions in proposed Article 2 of •variety' ('any plant .••.• 
for the purposes of ••••• any form of use') and 'material'. The 
term material is particularly unclear. It seems that it may 
include 'harvested material' or even products obtained­
directly or indirectly- 'from harvested material'. The scope 
of the term •material' could therefore include parts of a plant 
(e.g. leaves, cells, chromosomes and even individual genes) as 
well as chemical compounds isolated from the plant or produced 
from products (including other chemical compounds) of the plant. 

R2 The alleged freedom of the patentee to specify the scope of 
protection has to be understood in a highly qualified sense. 
The scope of protection is always limited by the inventive step 
that the inventor has made and this may be a broad step or a 
narrow step. This is a particular advantage of the patent 
system in its own context and has the result that the scope of 
the protection obtained may be broad or narrow in scope, and is 
dependent on the inventive step described. It is open to 
question how far it can be used as the basis for change in the 
UPOV system, a quite different system of protection. 

R3 The assertion made in the sentence in square brackets in 
paragraph 101 would require that a patent for a plant variety 
should afford to the patentee rights governing the products 
derived - directly or indirectly - from the protected variety. 
This follows from the fact that the extended protection 
suggested for a 'plant variety' under the UPOV system would 
cover, for example, the products of plant cell in a fermenter 
such as alkaloids or essential oils. 

R4 By comparison a patent for a plant variety would permit 
claims to be made for the variety, for its reproductive 
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material, for known (if specified) consumption material that may 
be directly obtained from the plant variety. 

RS To obtain protection in respect of the products of plant 
cells in a fermenter, for example, alkaloids or essential oils, 
a patentee would have been required to have made an invention 
pertaining to them. For example, the invention would have had to 
have involved isolation from the plant material a previously 
unknown alkaloid, essential oils and/or have developed a new 
process for the extraction or preparation of the alkaloid or 
essential oil. 

R6 The invention of the plant variety and of the new alkaloid 
mentioned above would be quite separate inventions and separate 
patents would need to be obtained. (It would be quite 
exceptional to invent a plant variety having a characteristic 
which is the source of an unknown product; one would perhaps 
have to speculate on a eucalypt tree that produces a new form of 
rubber!!). 

R7 What this illustrates is that what is suggested in paragraph 
101 not only misrepresents the patent system but on that basis 
seeks to justify the creation of new monopoly system of a kind 
hitherto unknown for the purpose of protecting industrial 
property. As a reward system, the patent system confines the 
reward to the contribution made by the inventor whereas under 
the proposed new system there is no such relationship between 
the reward proposed for the plant breeder and the breeding 
contribution. Indeed, this extensive reward would be provided 
even where the breeding contribution was of the most mundane and 
pedestrian character. 

S: Application of the Patent Cooperation Treaty 

The following assertions are made regarding the PCT: 

It is asserted that the PCT: 

- is not relevant 

- might not be fully available 
if the whole plant is 
considered to be a plant 
variety 

- might not be fully available 
in the case of a plant 
variety 

Where made 

Appendix 1; UPOV 
member State excluding 
Plant Varieties etc., 
Examples A and B, Column 
4. 

Appendices 1 and 11; UPOV 
member State excluding 
Plant Varieties, etc. 
Example B, Column 3; 
UPOV member State without 
exclusions, Example A and 
B, Column 3. 

Appendix 11; UPOV member 
State without exclusions, 
Example B, Column 4. 
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Appendices 1 and 11; UPOV 
member State excluding 
Plant Varieties, Example 
A, Column 3. 
UPOV member State without 
exclusions, Example A, 
Column 1. 

It is asserted in paragraph 47 'that Rule 39 of the PCT 
Regulations establishes that no International Searching 
Authority shall be required to search an international 
application if and to the extent to which its subject matter is 
•••.••• plant or animal varieties'. 

II Response 

I I 

S1 There is nothing in the PCT to exclude its application in 
relation to plants or plant varieties. Given that the PCT is a 
vehicle by which nationals and residents of PCT Contracting 
States may file applications in or for those States, there is no 
Contracting State for whose nationals the PCT is •not relevant' 
in an absolute sense in relation to plants and plant varieties, 
i.e. as a vehicle for protection in those Contracting States 
where it is available. PCT Articles 17(2)(a)(i) and 34(4)(a)(i) 
specify two conditions in relation to exclusion of international 
search and preliminary examination: 

{i) subject matter not required to be searched or examined 
under the regulation; 

{ii) a decision by the relevant authority not to search or 
examine in the particular case. 

S2 PCT Rule 39.1 to which reference is made in paragraph 47 
(and PCT Rule 67 to which reference is not made) specify plant 
varieties in this context. It follows that it is open to all 
authorities to search or examine in any particular circumstance. 
Failure to search or examine has no consequence as regards 
patentability in any designated PCT Contracting State. 

S3 While the various references to the PCT may not be wrong per 
~' the body of the document fails to deal with the PCT in an 
adequate manner to reflect when it is available in respect of 
plants and plant material. 

T: General Comment on Annex II 

Tl In paragraph 3 of the document it is said that 'Annex II 
analyses examples of possible assumed situations concerning the 
protection of innovations in the plant field •.•••• with 
indications, for the purposes of discussion, of possible 
consequences'. 

T2 Each of the 4 so-called 'Assumed Situations' does not 
comprise a factual situation but consists of a list of possible 
changes to the patent system or the plant breeders' rights 
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system or both and the 'Possible Consequences' that are 
identified do not solely consist of a description of factual 
consequences having a casual relationship to the 'Assumed 
Situations' but include what can only be taken as the arguments 
of the authors of the document as to the merits, or lack of 
them, flowing from the changes included in the lists. The 
merits, or lack of them, are in some instances based on 
assertions made in the main body of the UPOV document so that 
the reasoning of the 'Possible Consequences' is only tenable to 
the extent that the assertions are sustainable. It will be seen 
from the comments made above that many of the assertions are 
regarded as questionable. 

T3 It appears that the 4 Assumed Situations have as their 
origins: 

First Assumed Situation: current proposals for the revision 
of the UPOV Convention; 

Second Assumed Situation: "Suggested solutions' put forward 
in WIPO document BioT/IV/3 (with the addition of the converse 
of the 4th change listed under the First Assumed 
Situation'); 

Third Assumed Situation: 'All the changes mentioned in the 
First and Second Assumed Situations' (the authors of the 
document appear to have resolved the apparent conflict 
between the first part of the 4th change listed under the 
First Assumed Situation and the 1st change listed in the 
Second Assumed Situation in favour of the latter: see 
comments appearing under the heading 'Consequences'). 

Fourth Assumed Situation: Not obvious but one assumes that 
the changes listed represent the view prevailing amongst the 
authors as to what they would like to see happen. (Certainly 
the 'Consequences' suggest that 'all in the garden would be 
roses'.) 

T4 The main body of the UPOV Document contains little if any 
discussion of issues bearing directly on the 'suggested 
solutions' put forward in the WIPO document BioT/CE/IV/3. This 
gives rise to difficulties in dealing with the 'suggested 
solutions' in Annex II. 

TS Set out below is a table which generally relates assertions 
made in the main body of the UPOV document and the corresponding 
comments of the Australian Patent Office to the comments 
appearing under the 'Consequences' sections of each of the 
'Assumed Situations'. 
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TABLE 

See also the comments made in the Addendum to the Australian 
Patent Office text. 

Assumed Situation 

First Assumed Situation 

Second Assumed Situation 

Third Assumed Situation 

Fourth Assumed Situation 

Australian Patent Office Text 

Item F: Genes as Patentable Subject 
Matter 

Item G: Patents and Plant 
Characteristics 

Item M: Legal Uncertainty 
Item N: Exclusion of Plant Varieties 

from the Patent System 
Item P: Doubts Concerning the 

Exercise of Patents for 
Genes Incorporated into 
Plant Varieties 

Item R: Patent Claims 

Item B: Plant Varieties - Living 
Matter and Industrial 
Applicability 

Item C: Description of Plant or 
Plant Variety 

Item D: Exhaustion of Patent Rights 
Item F: Genes as Patentable Subject 

Matter 
Item G: Patents and Plant 

Characterisatics 
Item M: Legal Uncertainty 
Item Q: Dependency 

See comments for the First and 
Second Assumed Situations. 

See comments for the First Assumed 
Situation, and 

Item D: Exhaustion of Patent Rights. 
Item E: Experimental Use of 

Protected Varieties. 
Item H: Impact of the Patent System 

on the UPOV Convention. 
Item J: Subject Matter capable of 

protection under the Patent 
System. 

Item L: Problems Perceived by Plant 
Breeders in Relation to 
Patents for Plant 
Innovations. 

Item Q: Dependency. 
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2. Addendum: Comment about the Interaction of the Patent and 
Plant Breeders Rights Systems. 

(see paragraph L3 above) 

A: General 

Al The two systems should be seen as complementary with a small 
degree of overlap rather than as competing for the power to 
grant intellectual property rights for plant varieties. A small 
degree of overlap is not unknown in other areas of intellectual 
property law, as witnessed by patent law and the law relating to 
the registration of novel designs. 

A2 The more strict criteria of patent law, particularly as 
regards novelty, would exclude from the patent system many plant 
varieties that would qualify for a grant of breeders' rights 
under the UPOV system. The additional requirement for inventive 
step in the patent system represents a hurdle that more 
pedestrian results of plant breeding will not be able to 
overcome. Such results will be protectable, if at all, under the 
UPOV system. Thus, while a few varieties may qualify for 
protection under both the patent system and the UPOV system, 
others will be confined to one system. 

A3 Paragraph 80 lists desirable features of an intellectual 
property system, and claims that the plant breeders' rights 
system emerges well from a review based on these criteria. One 
European expert has suggested to his audience at a lecture in 
Australia that the arguments put forward in this paragraph 
ignore the beneficial impact that the seed laws in the countries 
of the European Community have on the breeders' rights system 
there. UPOV does not of course recognise this impact when it 
debates the breeders' rights system, but it remains the view of 
many European plant breeders that without the seed laws 
(National Lists and EEC Common Catalogue) far less success could 
be claimed for the UPOV system. 

B: Legal Certainty 

Bl The Australian patent system has operated for over 80 years 
to the satisfaction of its users. The patent systems of some 
other countries have operated for at least 200 years, again with 
a considerable degree of user satisfaction. No system of the 
type that concerns us here will totally satisfy all of the users 
all of the time. The UPOV system could not claim such a record. 

B2 It has been suggested to the Australian Patent Office by one 
expert that the uncertain scope of plant variety protection in 
some countries, arising in no small part from the distinction 
that is made between reproductive material and consumption 
material, involves considerable uncertainty as regards the 
legitimacy of certain activities. This has been a matter of 
serious concern for some plant breeders. 

B3 The same expert has commented that the relative absence of 
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litigation in relation to plant variety protection may be 
explained in terms of the cost of mounting infringement 
proceedings and the low values involved in many aspects of plant 
breeding. Many users of the plant breeders' rights system tend 
to be small enterprises in business in a small way employing 
only a handful of people. Even the largest plant breeding 
enterprises are small in comparison with, say, a typical 
medium-sized engineering firm. Put simply, the cost of mounting 
litigation against infringers is prohibitive for a majority of 
plant breeders who use the UPOV system. But that does not imply 
user-satisfaction or indeed legal certainty. 

B4 Uncertainty about any legal system must be expected until 
users become familiar with how to operate the system. The plant 
variety protection system is no different in this regard from 
the patent system. The patent system has a virtue of being more 
widely known , its rights are better understood and it has a 
flexibility to adapt to changing technological conditions in 
order to provide adequate protection for technological 
developments (witness how the patent system has adapted to cater 
for developments in biotechnology), thereby providing incentive 
for future developments. 

C: Time Scales/Subject Matter Capable of Protection under the 
Two 

~stems 

Cl The possibility of 'paper' varieties is discussed under Item 
J: Protectable Subject Matter under the Patent System. Under the 
UPOV system it is possible for an applicant to apply for protec­
tion for a non-existent variety. Between the filing date of an 
application and the time when material is made available to the 
authorities for testing, the applicant is often working on the 
material to bring it up to the standard required for the grant 
of protection. So, in that sense, the UPOV system could 
entertain applications for non-existent varieties. 

D: Impact of the Patent System on the UPOV System. 

Dl The granting of patents for plant varieties might also 
strengthen plant variety rights in ways yet to be seen. For 
example, the UPOV system has a standard of universal novelty in 
the distinctness and no-prior-marketing criteria, but it has 
been said that in the practice of plant variety protection 
offices this standard is rarely applied. Universal novelty is 
the norm for most patent systems. 

02 In Australia, the patent and plant variety rights systems 
have co-existed for a short period without there being_ any 
evident weakening of either system. 

1·1' AC! 
J 
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3. Comment by the Australian Patent Office on the Assumed 
Situations of Annex II (See Item T above) 

A. First Assumed Situation. 

a. Proposed change 1. 

This change is acceptable. 

b. Proposed change 2 

This change is acceptable on the understanding that, although 
undefined, 'variety' retains its present meaning under the UPOV 
Convention, i.e. that variety, as limited by Article 4(1), Article 
5(1) and Article 6, is in effect limited to distinct plant variety in 
the botanical sense (a rank subordinate to species but above the 
category form in the taxonomic hierarchy). 

(See also comments under Item G: Patents and Plant 
Characteristics and Item R: Patent Claims.) 

c. Proposed change 3 

This change is acceptable on the understanding that the term 
'essentially derived' clearly relates to protection against using the 
protected variety as the basis for new varieties which represent 
insignificant developments of the protected variety and, further, 
that such a change would be compatible with the provisions of 
proposed Article 5(2), in particular proposed Article 5(2)(iv). 
It is not at all clear as to what is meant by this term and it is 
also difficult to see how it would work in practice. It would be 
necessary to define the term in a precise and clear manner. 

(See also comments under Item Q: Dependency) 

d. Proposed change 4. 

It must be questioned whether Article 2(1) in its present form has 
the effect indicated in the UPOV document in the light of the cir­
cumstances surrounding the acceptance, by the Council of UPOV, of the 
compliance of Australian law with the UPOV Convention. 

(See also the comments under Item N: Exclusion of Plant 
Varieties from the Patent System, in particular paragraph 
N8.) 

The 'collision norm' is without justification, at least in its 
present form. 

(See also comments under Item M: Legal Uncertainty, Item P: 
Doubts Concerning the Exercise of Patents for Genes 
Incorporated into Plant Varieties and Item Q: Dependency.) 

B. The Second Assumed Situation. 

a. Proposed change 1 
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Plant varieties and essentially biological processes are already 
allowed patent protection in Australia. 

(See Item B: Plant Varieties - Living Matter and Industrial 
Applicability, Item C: Description of Plant or Plant Variety 
and Item N: Exclusion of Plant Varieties from the Patent 
System.) 

b. Proposed change 2 and 3 

Under Australian patent law these proposed changes are unnecessary 
and undesirable. No objection is held, in principle, to other 
systems achieving by other means the same result as can be achieved 
under Australian patent law. 

A claim to a process, under Australian patent law, only provides 
protection for the process itself and not to the product per se. 
Where the invention is to a process, it is normal to include a claim 
to 'the product whenever produced by that process'. This then 
provides protection for the product of the process. 

These proposed changes would appear to include the case where a known 
plant is produced by a new process. To extend protection in this way 
would give a patentee rights to what is old. This is obviously 
unacceptable. If the process results in a new plant variety then it 
would be normal to claim the new variety per se. If the new process 
resulted in a known variety, then there is little reason to give the 
patentee a right to protection for future generations of the variety. 

(See also Item D: Exhaustion of Patents Rights.) 

c. Proposed change 4. 

This proposed change appears to be directed to the patent protection 
of genes and their expression in plants. 

It is not clear why it is seen necessary to extend present patent 
law, as the principle is quite clear under Australian law which 
allows the patenting of new isolated genes per se and plants 
containing these genes. 

This change therefore appears to be unnecessary. 

(See also comments under Item F: Genes as Patentable Subject 
Matter and Item D: Exhaustion of Patent Rights.) 

d. Proposed change 5. 

A change of this kind would not appear to be relevant in the 
Australian context. So far as understood, the change would achieve a 
result consistent with our understanding of Australian law. 

(See Item D: Exhaustion of Rights.) 

e. Proposed change 6. 
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The subjection of patent rights to compulsory licences (even in the 
guise of dependency licences) is considered unacceptable. 

While Australian law has various means for resolving conflict that 
might arise out of the exploitation of a patented monopoly, 
nonetheless it leaves to the parties involved the resolution of 
conflicts of interest; it intervenes very much as a last resort where 
there is proof of an abuse of monopoly (sections 108 to 112 Patents 
Act 1952). 

As a general principle, and this applies to conflict between plant 
breeders rights and patent rights as well, it is preferable that the 
law should be slow to interfere in commercial negotiation, and it 
should interfere only where there is clear evidence of an abuse of 
the monopoly rights. In patent law practice, as in other areas of 
intellectual property law, it is rare where there is a conflict of 
economic interests for the parties to be incapable of resolving it 
through negotiation. 

C. The Third Assumed Situation 

The Australian Patent Office is of the op~n~on that the 'Third 
Assumed Situation' is closest to the Australian situation as it 
accepts the patentability of plant varieties. The comments made in 
respect of the 'Changes' listed in the First and Second Assumed 
Situations would need to be accommodated. 

D. The Fourth Assumed Situation 

a. Proposed change 1 

See comments under Part A - First Assumed Situation. 

b. Proposed Change 2. 

This change is unacceptable to the Australian Patent Office as 
Australian law currently allows patenting plant varieties per se. 

c. Proposed change 3. 

On the understanding that proposed change 2, above, is unacceptable 
the same comments apply here as to Part B.b. 

d. Proposed change 4, 

Again, on the understanding that proposed change 2 is unacceptable, 
the same comments apply here as to Part B.c. 

e. Proposed change 5. See the comments under Part B.d. 

f. Proposed change 6. See the comments under Part B.e. 
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THE INTERFACE BETWEEN PATENT PROTECTIOB AND PLANT BREEDERS' RIGHTS 

GENERAL COMMENTS 

The Interface paper outlines the benefits of the breeders' rights systems and 
the difficulties of applying patents to varieties per se. This has drawn 
strong rebuttal from proponents of the patents system, providing a detailed 
analysis of both sides of the debate. 

While recognising the early stage of the debate it would seem appropriate to 
clearly define the objective of a joint UPOV/WIPO meeting and to examine the 
range of options arising from the diverse views presented so far. 

It is now generally accepted by various legal systems that living material is 
the proper subject matter of a patent if it meets the usual criteria. Many 
proponents of the patents system for plant varieties take the view that the 
patents legislation should not be limited except by the courts and should be 
available to give breeders the widest choice. Many also wish to limit the 
scope of the breeders' rights scheme irrespective of new technologies in 
variety development. These arguments se~ inconsistent with an objective of 
giving the user as wide a choice as possible. 

The interface paper raises several basic issues: 

1. Should patents be available for plants or more specifically, plant 
varieties per se? 

2. Can breeders rights and patents coexist to provide protection to meet the 
differing needs of users? If so should breeders rights be strengthened 
and expanded to all aspects of the plant variety to provide choice to a 
wider range of users? 

3. Is it more effective to have an integrated system for protection of 
different aspects of plants rather than separate systems; if so how is 
the interface defined? 

The ultimate aim is to stimulate rather than stifle plant breeding and this 
should not be lost in the academic debate about what each system may or may 
not be able to do. 

In assessing the answers to the above questions the reasons for the original 
introduction of breeders rights must be examined for continuing relevance. 
Breeders rights laws exist because of a perceived failure of the patents 
system to take into account specific policy issues relating to plants. Such 
failure is also seen in relation to integrated circuits where special 
legislation is being developed to provide a more limited form of protection. 

The interpretation of •invention•, •repeatability•, •new manufacture• and •non 
obviousnessw to plant varieties, have not been extensively tested, as utility 
patents have not been widely available for varieties in most countries. 

Many expert plant breeders (cf genetic engineers) consider that if the 
criteria were applied in the strict sense very few varieties per se would be 
eligible for a patent. 
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In Australia there have been 16 patents granted on varieties per se since 1983 
and 28 breeders rights granted between February and October 1989. Many of the 
PVR applicants are from other countries where breeder's rights are the norm 
and the systea is understood. In addition many of the varieties may not have 
met the patent criteria. A patent attorney indicated at a recent Workshop 
that many of the early patent applications were lodged in the absence of PVR, 
and the latter may have been used if it had been available. 

This experience can either support the argument that there is no problem with 
the two systeas coexisting as applicants will choose the most appropriate 
means of protection, or that there is no need for the two systems and an 
integrated approach to intellectual property for plants would be more 
efficient. 

The debate hinges on the inherent advantages of the breeders rights systems in 
terms of certainty of scope and criteria, preciseness of description, the 
advantages of an international network using the saae criteria and the 
relevance of tbe policy issues which resulted in the introduction of breeders 
rights in the first instance. These must then be coapared with the possible 
advantages and disadvantages of two coexisting foras of protection for the 
same entity. 

Many of theses issues have been addressed by the interface paper and in some 
cases are being modified by the proposed changes to tbe UPOV Convention. 

OPTIONS 

There are two extremes in relation to future directions 

1) breeders rights and patents develop independently to the fullest 
extent possible providing alternative systeas to meet the perceived 
differing needs of plant breeders. 

1) total differentiation between the two systeas, with plants being 
excluded from patent law. 

Between the extremes there are several options. There is general agreement in 
most circles in Australia that genes processes and processed products which 
meet the patent criteria should not be excluded fro. patents. Similarly the 
breeders rights system would not be extended to cover these areas. The main 
area in doubt remains the plant varieties per se. 

Options include: 

a) retaining the current situation in Australia where varieties are 
eligible for a patent if they meet the nor.aal criteria, 

b) excluding varieties developed using known techniques from 
patentability under the definitions of inventions, new methods of 
manufacture or non obviousness. 

c) excluding sexually reproducing plants froa eligibility under the 
repeatability or enablement provisions of patent law - even deposit 
may be hard to justify for sexual reproduction. 

d) including in patents varieties per se if they form part of the 
manufacturing process of a new product but only when used in that way. 

e) excluding varieties per se as the subject of a patent. 
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There may be other options or a combination of the above. 

This issue cannot be resolved without considering the policy factors that 
induced Governments to introduce.breeders rights' legislation. 

These factors include the need for: 

- farmers exemption 

- use of protected variety for private purposes 

- free exchange of germplasm 

- clearly defined scope of the right 

- applicability of DUS criteria 

- exhaustion of right 

- international compatibility 

areas of perceived failure of the patents system in relation to plant 
varieties 

In Australia these issues are again being considered now that breeders' rights 
legislation is operational. 

SPECIFIC COMMENTS 

SECTIONS 1 ' 11 

The first sections of the document deal with the nature of plant breeding and 
highlight the concept that existing plant varieties provide the basic tools 
for the development of nev varieties. It also emphasises that the phenotype 
of a plant variety is not fixed and varies with environment and aanagement 
practice. Therefore the only true method of determining whether a plant 
variety (ie the combination of genetic characters) is different is in 
comparative field trials under the same conditions. 

It should be emphasised that written descriptions have limited •eaning when 
distinguishing between two varieties unless the exact growth parameters are 
described or the new variety has been compared with existing varieties growing 
under the same conditions. 

However new methods of genetic characterisation will allow valid descriptions 
based on genome rather than phenome in future and this may be sufficient to 
distinguish varieties for legal purposes. Policy decisions in relation to 
interpretation of the results and minimum distances will need to be made. 

SECTION 111 

This deals with the reasons why governments took the policy decisions to 
establish separate intellectual property rights for plant varieties based on 
difficulties meeting the patent criteria. 
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Tbe USA introduced plant patents for asexually reproduced plant~. It is 
interesting that it was limited in this way and can be used to support the 
argument that it is difficult to meet the patent repeatability criteria for 
sexually reproduced plants due to segregation. It is also important to 
recognise that this is not a true patent system as distinctness is the major 
criterion and the scope is limited to the plant variety per se. 

When addressing sexually reproduced plants the USA introduced specific plant 
variety protection legislation. Since that time the industrial patents system 
has accepted plant varieties per se and it would be interesting to know to 
what extent it is used. 

Some countries exclude plant varieties from patent law and the reasons given 
in the European Patent Convention were that the plant variety protection lavs 
already existed in many countries and t~.at at that time it was considered that 
patenting living material would be too difficult for the new European systea. 

These would hardly seem to be valid reasons for excluding plant varieties from 
patent laws and more emphasis could be given to reasons individual countries 
had the exclusions prior to the Patent Convention • 

Emphasis should also be given to the reasons why governments felt that the 
patent system was not applicable to plant varieties and whether those policy 
considerations are still valid, particularly in the light of the proposed UPOV 
revisions. 

Tbe use of the patent system in France and Germany is only for species not 
covered by breeders rights and has not been used extensively. Reasons for 
thls could be explored and expanded. 

In Hungary plant varieties are patented using simlilar criteria to the UPOV 
system and in fact Hungary is a member of UPOV on this basis. 

Para 53 establishes that countries could grant patents for varieties of 
species not covered by the breeders rights system. Presumably this was to 
fi11 the gap and ensure that at least se-e form of intellectual property was 
available for these species (usually of lesser commercial importance). Tbe 
breeders rights systems were limited to commercially important species due to 
the expensive trial ground infrastructure. This issue is now being addressed 
by the increased use of applicant testing. 

Para 51 (a) states that if •variety• is limited to the genetically fixed fora 
and patents are available for other plant components and forms, breeders aay 
find it impossible to distinguish between a plant and a variety. If this is 
the case then the default should be that it is a variety. Such a situation 
voold be unusual if the normal disciplines of plant breeding and taxonomy are 
followed even if biotechnological process are used. 

SECTION lV - CURRENT DEBATE 

GESERAL COMMENTS 

Inventive Step in Relation to Plant Inventions 

In most cases the outcome of traditional plant breeding can be predicted by 
anyone skilled in the art as long as they play tbe numbers game. The 
uncertainty is how long it will take to reach the desired result. It has 
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been stated that it would be hard to deny the inventiveness of the breeder who 
develops a wheat variety maturing two days earlier: many plant breeders would 
question the true inventiveness of such a developaent. It is usually 
incremental progress using well established techniques and procedures that 
would be obvious to anyone skilled in the art. 

Repeatability 

This is an issue that many expert plant breeders do not believe is clearly 
established. lt is stated that repeatability must be acceptable to a person 
skilled in the art. With many out crossing species the probability of 
reproducibility is such that it would not be accepted by a person skilled in 
the art. Therefore it appears to be misleading to state that there is not a 
problem with the use of patents for plant·varieties in this respect. The 
example given in the UPOV paper may overstate the odds but even the chance of 
1 in 1000 would be a low rate of repeatability fc: someone skilled in any art 
form. 

Microorganisms reporduce asexually as do many plants. Such cases are more 
likely to meet the criterion than sexually reprod~ced plants and this is one 
reason why the USA limited its plant patent law to the former and saw fit to 
introduce plant variety protection laws for the latter. Engineered plants may 
also have a higher probability of repeatability. 

Description and Distinctness 

Written descriptions of plant varieties have litt:e •eaning for precise 
identification unless the growth parameters are specified and the 
characteristics are described relative to comparative varieties grown under 
the same conditions. The PVR Office uses descriptions supplied by the Patent 
Office for initial screening and still requires the inclusion of the patented 
variety in coaparative growing trials. Our experience is showing that there 
is often variation from the description in the patent. 

The major concern is the lack of scientific certainty with the patent 
description ccapared with the comparative data supplied for PVR. There will 
always be soae difficulty in repeating the precise characteristics but 

~ relativities under specified conditions usually reaain constant. 

Applicants for breeders rights would need to take account of patents granted 
for plants as the chances are that the varieties are now common knowledge and 
if similar to the PVR applicant variety would need to be distinguished. 
Similarly applicants for patents on a plant varietf would need to take account 
of applications for breeders rights. 

The deposit of a sample of material may meet the •enablement• provisions but 
does not describe the variety for the public at large. If a tissue culture is 
deposited, hov is it determined whether this is tbe same as the variety 
described in the patent claim and whether it differs from existing varieties. 
This issue is raised throughout the UPOV paper. 

.. 

I 
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Experimental Use of Protected.Varieties 

Many plant breeders see tbe need to make genetic material available without 
restraint for use in the development and commercialisation of further new 
varieties. Germplasm is the basic tool of plant breeding and breeders claim 
that availability for experimentation is not sufficient if co .. ercialisation 
of the final product can be limited by the original patent holder. 

Limited dependence as proposed by UPOV may be acceptable if the definitions 
can be clarified. 

Extension of the Breeders Rights System 

The·extension of the scope of breeders rights as proposed by UPOV would still 
result in clearly defined scope, based on the DOS characteristics rather than 
the more open ended and arbitrary criteria for patent description based on 
individual claims. The essential elements that make the breeders rights 
systems specifically applicable to plants would still exist. 

{- The use of •utility• patents for plant varieties per se is a matter of policy 
and a decision for indivisual governments, rather than a question of law. 

Doubts Concerning the Exercise of Patents for Genes 

Patenting of genes is generally accepted in Australia and it is i•portant that 
there is mutual dependence between plant breeders rights and patents. 

Farmers' Exemption 

The farmers' exemption is still an important issue in Australia for sexually 
propagated varieties. The government believes that it is necessary to retain 
the exemption until breeders rights have been in place for sufficient time to 
assess the implications of the exemption. If any change is made, it will be 
after full consultation and probably on a genus by genus basis. 
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INSTITUTE OF INVENTIONS AND RATIONALIZATIONS llNJ ~ B 
, 1 II SOFIA O.A.NASS(R 12b PHONE 71211 TELEX Z:M12 INftA IG 

Dear Dr. Bor.sch, 

nr. A. nOGSr.H 
ntreetor r,eneral, WIPO 
Soeretary GenerAl, UPOV 
World Intellectual Property 

Organization · 
34, chemin des Colombettes 
1211 (';enova 20 

SWtTZTIRLAND 

Reference is made to your letter of June 16,1989 whereby you invitee 
our country to express its opinion on the Memorandum concernin~ "The 
Interface Between Patent Protection and Plant Breeders' RiRhts" prepared 
by UPOV Office and the International Bureau of WJPO. 

To be~in with, the Rulgarian side expresses its satisfaction with 
the Memorandum. This is really a very competently worked out document 
which ~ives an overall and perfect picture of the current situation in 
the field of protection of new va1"i.eti.es of. plants. The Memorandum 
contains an analysis of the substance of the problems treated and a 
historical review of the development or new varieties of plants protoe­
tion. ·'It treats also the merits and drawbacks of the present forms of 
protection, the problems arisinR during their application, especially 
those. regarding. the new development of the bj.otechnologieal science and 
researches, as well as the possibilities and the advanta~es of the 
different forms of le~al protection of new varieties of plants-

·, 
' 
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Undoubtedly, such an exten5ive research as the ~femorandum will be 
very helpful to all U'POV countTies or those that are not members of 
UPOV in analyzin~ the problems of lep.al protection of new variet~es of 
plants. Therefore, we express nur r,Tatitude for the preparation of the 
Memorandum to nr. A. BoP.sch, Director General of the World Intellectual 
Property Or~anization and SOCT'P.t.ATY r.--n•••1 ro.r. +.~-a T._ ..... _......;._.:l u ... ~.,., 
~"-• 1>--"'"--o...A-• -.r- Uc.fr n1u .£0't..IC'~ Uf r"J.ECnrS t anef 'tflTnUp.fl fl{m 'tl) al.l. . .. 
• •· •• ,. _ • • • , • • -·- • • . . • - •• •- _,, ... ••••1• •·•• t ,..,~ ._ ...... ~~ • • .._,~.1 ""~'" . WftU· •'"Jf::t'!'~~C'2:-

~A~A~ ·~n workin~ out the Mcmoron~um. 
Tn ""• ~ron_ .. _,., •"• •r•r••£ ..... %uw..,u&.~~'"~ cuu1 .lUUUValL.10nS J,Q'W 

~Tovides for le,al protection of new varieti~s of ~lant~ throup.h 
granting author's certificates to the breeclers who have created them, 
i.e. they are excluded from le~al protection throu1.h patents. This 
situation causes many difficulties to a ftreat number of nul,arian 
breeders workin, at different re5earch institute5 and orp.anizations in 
our country, who are en~a~ed in 5Cienti.fic researches and experiments 
for creatin~ new varieties of plants in All branches of a~riculture, 
o--r..- e.,.e-A-l,. ~ E(t:U t.s:,. nJ:J{V~~b-lc:;, ~o-})·oc:eo-, e-tc.:. Our coun rry encounters 
the same difficul t~.es in the lawful uttA nf orininal £crcir,n vDriet~.c:s 

of plants. 
On account of the above-recited rea5ons during the past years 

discussions have been carried nut in Rulgaria for an amendment to the 
national patent ler,islat]on, as well as for a possible adherence of our 
country to the UPOV Convention. 

At present, it is hein~ worked intensively on the preparation of a 
new Inventions Law which will provide for the introduction of lo~al 
protection of new varietie5 of plants throu~h patents. At tho same time, 
the possibility is discussed of accedinr. to the UPOV Convention. The 
Memorandum of TTPOV Off:ice Rnrl WTT'O Tnternational l\ureau will be very 
helpful to us in solving the problem of lep,al protection of new varieties 
of plants in our country by ~ivinP. us extremely u5eful information and 
orientation on the experience of the other countrie5 in the field of 
the le~al protection of new varieties of plants. Rased on the analysis 

\ 
• 
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in the Memorandum of the different forms and systems of logal protection 
of new varieties of plants, we will probably adopt a combined form of 
le,al protection, i.e. throu~h pAtents on one hand and protection of 
the breeders' ri~hts on the other hand. 'l'hus we aill use the merits or 
the two systems and their scope of protection ror a most comprehensive 
losral 'Drotection nf A11 vA,.~ ,...,.; ~~~ t1£ }:\1..~t.c. ~·7'oa.~o.r.1· ~~ a- aif:E~-rO"n.-t w~rr, 

inc] udino t.hP. mfl>f"n"Ac ".f! +ho ,,~ ... + ... 1-._ ... , "'"': •• 1 ... .:. ....... 

hev . 
Uoputy Director General 
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NOTE NO 5684 

J'a JllieeiDn '.JlniiiKilftttl bn Clfa:naba 

aDF~• bte ~ati.Du• ~· 

The Perm~~ent Mission of Canada to the Office of 
the United Nations at Geneva presents its compliments to the 
World Intellectual ?roperty Organization (WIPO) and has the 
honour to acknowledge receipt of its Note No C.5033/U.1456 
of June 16, 1989 concerning the Interface Between Patent 
Protection and Plar.t Breeders' Rights. 

. The Perm~~ent Mission of Canada wishes to inform 
the World Intellectual Property Organization (WIPO) that its 
request has been fc~arded to the appropriate Canadian 
authorities who have made the following comments on the UPOV 
Doc. CAJ/XXIV/4 : 

" Regardi~g paragraphs 14 and 15 on pages 3 and 4 
of Annex 1, Canada does not provide explicitly in its Patent 
Act for the exclusion of either plant varieties or 
essentially biological processes, although both have been 
held unpatentable. 

The Fourth Assumed Situation described on page 4, 
Annex II, covers m~~Y of the concerns which have been raised 
in Canada regarding the interface between patent protection 
and plant breeders' rights. However, it would be helpful to 
set out in detail all of the situations of concern and then 
explain how this o~tion would affect such situations. 
Similar detail on the other assumed situations in Ar~~ex II 
would also be useful. The ultimate objective should be to 
establish a system which balances the needs of plant 
breeders, genetic engineers, variety sellers and variety 
users so that no sector is disadvantaged •. 

The Permanent Mission of Canada avails itself of 
this opportunity tc renew to the World Intellectual Property 
Organization the assurances of its highest consideration. 

GENEVA, September 27, 1989. 

\ , 



DER BUNDESMINISTER FUR ERNAHRUNG, LANDWIRTSCHAFT UNO FORSTEN 

Der Bundnmlnlliler fiir Emahrung, L.andwlrbcllafl und Fotaten 
Postlach 14 02 70 5300 Bonn 

An das Biiro des 
lntemationalen Verbandes zum Schutz 
von Pflanzenziichtungen 
34, chemin des Colombettes 

CH 1211 Geneve 20 

L 

312~1850 

J 

Tel. fD228) 529-1 
Dun:IIMhlsa-

3644 

Oberschneidungsmoglichkeiten zwischen Sortenschutz und Patent; 
bier: Einzelne Fragen zum Verhaltnis zwischen Patent und Sortenschutz 

Sehr geehrte Damen und Herren! 

Bonn 

03.10.1989 

I. k 
' . (.. ) -.) 

1m Einvemehmen mit dem Bundesminister der Justiz iibersende ich als Anlage eine Auf­

zeichnung der deutschen Delegation hinsichtlich einzelner Fragen zum Verhaltnis 

zwischen Patent und Sortenschutz, die in offener Weise Probleme aufzeigt, ohne schon 

I...OsungsvorschHige zu enthalten. 

Ich ware Ihnen dankbar, wenn Sie eine erste Erorterung der Fragen in der Sitzung des 

Verwaltungs- und Rechtsausschusses vom 11. bis 13.10.1989 ermoglichen konnten. 

Mit freundlichen GrUBen 

lmAuftrag 

Burr 

Oleolllgebllde 
~1.~ 

T.._ ....... T...._ 
2283111111 



Ein?.elne Fragen zum Verhallnis 

zwischen Patent und Sortenschutz 

1. Allgemeine Fragestellung 

vas Patentrecht una das Sortenschutzrecht sind Yoneinanaer unabhanqige 
Formen des gewerblichen Rechtsschutzes, die zwar qemeinsame Prinzipien 
aufweisen, hinsichtlich des Schutzgegenstandes, der SchuttYoraussetzunqen 

und der Schutzwirkungen aber unterschiedlichen Regelungen unterlieqen 

(siehe dazu im einzelnen UPOV-Dokument CAJ/XXIV/4). 

uas Sortenschutzrecht beschrankt sich aui aen scnutz von Ptlanzensorten 

im Sinne von Bestanden belebter hotanischer Materie. uas Patentrecht er­
fa~t dagegen allgemein Erfindungen, ublicherweise als Lehren zum techni­

schen Handeln bezeichnet, und schlie~t nach inzwischen uherwieqender Auf­

fassung auch solche Erfindungen nicht von der Patentierbarkeit aus, die 

sich auf helebte Materie beziehen. Lediglich Pflanzensorten (und Tierar­

ten) sowie im wesentlichen biologische verfahren zur zuchtuno von Pflan­

zen und Tieren sind nach Artikel 53 b des Europ!ischen Patentubereinkom­

mens und dem nationalen Recht einer Anzah! von Staaten von der Patentie­

rung ausgeschlossen. 

oer trotz des vorgenannten Ausschlusses bestehende rechtliche Beruhrunos­
bereich zwischen heiden Schutzsystemen warf keine Probleme auf, solange 

die Schattunq von Methoden und Ausgangsmaterial fur die zuchtung von Sor­

len lrn wesentlichen z.T. in der Hand der Wissenschaft und im ubrigen vor 
allem in der Hand der zuchter lag, die fur das Ergebnis ihrer Arbeit, die 

Sorte, den Sortenschutz erhalten konnen. 

Neue Entwicklungen auf dern Gebiet der Biotechnik, einschlie~lich der Gen­

technik, werden zunehmend dazu fuhren, daB in Wirtschaftsbereichen au~er­

halb der ~uchtungsunternehmen Ertindunqen oemacht werden, die fur die 

Zuclltunq und die Nutzuno von Pflanzensorten relevant sind. Soweit fur 
solche Erfindungen Patente erteilt ~erden, stellt sich die Frage, in wel­

cher Weise sich solche Patente auf die Ausubung der im Sortenschutzrecht 
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oeregelten Dcfugnisse auswirken und inwieweit sich daraus das Bedurfnis 
nach einer prAziseren Aogrenzunq der Anwendungsl'>ereiche beider Systeme 
erqibt. 

Dabei wird davon ausgegangen, da~ beide Systeme fur ihren jeweiligen An­
wendunqsbereich spezifische vorteile haben und deshalb so aufeinander ab­

gestimmt sein sollten, da~ sich mOqlichst ohne Ol'>erlappungen aber auch 

belebte Materie (im Pflanzenbereich) ergibt. 

Versuche zur Klilrunq dieser Fraqen werden sowohl in der WIPO (siehe die 
Suggested solutions des Committee ot Experts on Biotechnological Inven­

tions and Industrial Property) als auch in der UPOV (siehe Vorschlag des 

Verwaltunqs- und Rechtsausschusses fur eine Revision des Internationalen 

f~re1nkommcmfl ;:urn Rr:hurr. von t'fl rmv.Pnv.iirhtnncrl"'n. im fnl CJPn,.,Pn nPnV-1lhPr­
einkommen genannt) unternommen. 

Einzelne rragen, die noch nicht befriedigend oelost zu sein scheinen, 
werden niiclafolgend zur Diskussion gestellt. Die Darstellung der Ober­
schneidungsbereiche erfolgt dabei vor dem Hinter;rund des bestehenden 

Doppelschutzverbots des UPOv-ul'>ereinkommens sowie des derzeit ;eltenden 

Paten tierungsa.ussclal us ses :fur P:flanzensorten. 

2. Sclautz von Pflanzen oder Pflanzenteilen (au~er Pflanzensorten) 
Da da.s sortenschutzrecht 1m Pflanzenreich nur "PflAnzenso:rten" schQtzt 

und das Patentrecht nur diese von der Patentierung ausschlie~t, wird die 
Auffassung vertreten (siche Suggested Solution Nr. 6) und auch zum Teil 

\'On den Patentamtern praktiziert, da~ P!lanzen und PflAnzenteile dem Pa­
tent zuganglich sind, wenn sich der Patentanspruch nicht ausdrucklich auf 

eine Pflanzensorte bezieht. 

!n diesem zusammenhanq sind folgende 1-'ragen zu erortern. 

• •• 
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2.1 Begriff der Sorle 
Fur die Handhabung der genannten Ausscnlu~regelung stehen die Patentim­
ter vor der FraQe, unter welchen voraussetzungen sie einen Pflanzenbe­
stand als "Sorte" ansehen rnussen. Hier wirc1 seit einiger Zeit teilweise 
die vorausset2:ung t1es aegriffs "Sorte" nur dann angenommen, wenn c1er 
Pflanzenbestand die Voraussctzungen des Artikels 6 des UPOv-Obereinkom­
mens erfullt, also im konkreten Falle nach dem Sortenschutzrecht schUtz­
bar ist. Das Sortenschutzrecht selbst enthilt eine solche Festlegung 

nicht. Ebenso wie im Patentrecht der Begriff der "Erfindung" nicht erst 
dann erfullt ist, wenn feststeht, da~ fur sie ein Patent erteilt weraen 
kann, geht auch das sortenschutzrecht davon aus, daB eine Sorte nur un­

ter besttmmten voraussetzungen qeschQtzt werden kann und Pflanzenbest6n­

c1e nicht deshalb die Eiqenschaft einer "Sorte" verlieren, weil sie im 
konkreten Fall eine vorausset2:uno fur die Erteiluno des sortenschutzes 
nicht erfullen und daher nicht schutzbar sind. 

Akzeptiert man, da~ fur Patentierungszwecke der Sortenbegriff anders qe­
sehen wird ala im Sortenschutzrecht, so stimmen der Anwendungsbereich 

des Sortenschutzrechts und der genannte Ausschlu~ von der Patentierbar­
koit, dio naoh dor loqiolativon Ab:icht aufoinandor boeogon so in so.llo:t.,.. 

moglicherweise nicht mehr Qberein. Es kann dann der Fall eintreten, da~ 
fur Pflanzensorten zwei Schutztitel zur Wahl stehen und zwar fur solche, 
die die voraussetzungen des Artikels 6 des UPOV-Obereinkommens erfullen, 
der Sortenschutz (mit dem - bislang - eingesehr!n.kten verbietu~rec?it")" 
und fur diejenigen, die hinsichtlich dieser Voraussetzunqen bestimmte 
schuuhindernde MAngel aufweisen, das Patent (mit d~m. w~i.ter'J~hend~n ........... . 
Verbietunqsrecht). 

F'ur Pflanzensorten hat dt!r Gcsetzgeber aber im Sortenschuurecht bislang 

aus aorarpolitischen Grunden bestimmte Benutzungshandlungen (z.B. die 
allgemein !reie Nutzbarkeit der Sorte als genetische Ressource fur die 

zuchtung neuer Sorten und die orundsatzlich allqemein freie Verwendbar­

keit von Ernteout aer Sorte fur Konsum- und verarbeitungszwecke) von den 

Schutzwirkungen ausqenommen. Diesem legislativen Zweck konnte es zuwi­

aerlaufcn, wenn auf dern wege uber aas Patent bisher schutzfreie Raume 
fur bestimmte sorten doch dem verbietungsrecht aus einem Patent unter­
wor!en wurden. Andererseits stellt sich die Fraqe, ob die moglicherweise 

••• 
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hohen Aufwendungen fur den Erfinder oder zuchter im Bereich biotechnolo­
gischer Forschung nicht eine Erstreckung des Patentschutzes oder eine 
we sen tliche vers tAr kung . de~ scnut.~gl..ir.hke.tt.PJL_rltLT..c.ll._t1en-80.'t.t.P...nsehu.t.z._ 

erfordern. 

In diesem zusammenhang entsteht folqendes besondere Problem: 

Aut P!lanzenmaterial oerichtete Patentanspruche konnen so formuliert 
sein, da~ ihnen nicht zu entnehmen 1st, ob die betroffenen Pflanzen in 
sortenspezifischer Weise genutzt werden sollen, also faktisch eine 
Pflanzensorte darstellen. Hiufig werden sich Pflanzen uberhaupt nur in 
sortenspezifischer Weise praktisch nutzen lassen, insbesondere durch 
fortlaufende Ver.mehrunq zu einem Bestand von Pflanzen mit oleichen An­

bau- oder varwartunqaeiganschaften. wenn man vermaiden will, da• durah 
entsprechende Anspruchsformulierung trotz des Patentierungsausschlusses 

praktisch Patente fur ~flanzensorten erlangt werden k6nnen, stellt sich 
die Frage, ob und inwieweit die Wirkungen eines etwa erteilten Patents 
nicht eintreten, soweit das Material sortenspezifisch oenutzt wird, und 
somit faktisch ein Patent fur eine Pflanzensorte erteilt worden w4re. 

2.2 Schutz von Pflanzenteilen 
Pflanzen werden ublicherweise derart genutzt, da~ ihre Teile jeweils ei­
ner spezi!ischen verwendung zugefuhrt werden (z.B. vermehrungsmaterial 
zum Anbau, Erntegut zum verzel~ oder zur weiteren Verarbeitung, Restma­
teri~l, wie z.B. Stroh, zur technischen oder betriebsinternen verwen­
dung). 

Das UPOV-Obereinkommen regelt in Artikel S derzeit mit verbindlicher 
Wirkung nur das Erzeugen, Feilhalten und Vertreiben sowie in gewissem 
Umfanq das verwenden des Vermehrungsmaterials. In Artikel 5 Absatz 4 

werden die verbandsstaaten aber ermachtigt, einen weiteroehenden, also 

auch auf andere Teile oder Erzeugnisse der Pflanzen der Sorte erstreck­

ten Schutz vorzusehon. Einige Verbandsstaaten haben von dieser Moglich­

keit be.rell.s GelJuiuch gemacht. Im vorschlag fur eine Revision des UPOV­

Obereinkommens ist vorqesehen, den Schutz unter bestimmten Voraussetzun­
gen obligatorisct1 auf wei teres Material der Scrte zu erstrecken. 
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Die - von einem Teil der interessierten Kreise zur besseren Amortisation 
ihrer Aufwenaungen mit Nachdruck geforderte - Patentierung von Pflanz­
enteilcn konntc ~u der Dituotion fuhren, d~~ entwe4er ein~elne ~flanc 

enteile einer ~orte einem weitergehenden ~chutz unterworfen werden, als 

ihn das Sortenschut%recht 

sache, da~ nur die 'fur 

Pflanzenteile (z.B. Saat-

- bislang - vorsieht, oder da~ trotz der Tat­

die Nuttung einer sorte vorrangig wichtigen 

oder Erntegut) zurn Gegenstand des Patentan-

spruchs gemacht werden, praktisch ein Patent fur die oanze Sorte erlangt 

wirO. Hier stellt sich dann ebenfalls Oie Frage hinsichtlich der ~rteil­

barkeit und der Wirkungsweise eines Patents fur den Fall, da~ die 

Pflanzenteile in einer Weise genutzt werden, die fur sortenspezifisches 

Material typisch ist. 

3 Schutz von verfahren 

3.1 Rchut~form 

E:s ist anerkannt, da~ "technische" verfahren zur zuchtung von Sorten dem 

Patentschutz zuganqlich sind. Auch Verfahren zur Nutzung pflanzlicher 
Materie sind orundsatzlich patentierbar. lnsoweit durfte unstrittio 
aein, da~ ein Patent artailt warden kann ffrr eina Lehre, vermittels der 

ein neues Taxon geschatten werden kann 

Pflanzen eines an sich bekannten Taxons in bisher nicht bekannter Art 
gewonnen, genutzt oder mit neuen Eigenschaften versehen werden kon­

nen. 

Ein sortenschutz wira dagegen nur fOr das Ergebnis eines zuchtungspro­

zesses, die Pflanzensorte, unabhAnoio von der Art und Weise ihres zu­
stamlexommens, nicht fur das Verfahren erteilt 

3.2 Patente fur Zuehtungsverfahren 

!in Verfohrenspotent erstreckt sich in einer Reihe von Staaten ouch auf 

das durch das verfahren unmittelbar hergestellte trzeuqnis. Bei Anwen­
cluuy u~I nen~bmmucnen .t'atenr.qrunasatze ware lm r·a.ue e1nes ~ucntungs-

... 
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verfahrans wohl nur die erste aus dern zuchtungsproze~ hervorgehenae .Ge­
neration von Pflan:t:eu ode:r Pflanzenteilen als "unmittelbares" verfahren­

scn:uiluoni& :zu be tra.r.bt.wn •. Dio roin biologiooho .. vormoh11un; -dos--l!lr:se~~-i.a- ... -···· 

ses dul"fle dau-egen dazu fuhren, aaJ,\ cHe zweite Generation una weitere 
Generationen nicht mehr als unrnittelbares Verfahrenserzeugnis angesehen 

wOrden. 

Dies bringt bei selbstreplikabler Materie Probleme fur den Patentinha­

be.r. Ande:n; als bei technischen Gegenst4nden mu~ zur tortlaufend.en Ge­

winnung d.es verfahrenserzeugnisses d.as qeschutzte Verfahren nicht stAn­

dig e1·neuL an~,~ttweuadt werden. Weitere Erzeugnisse der durch das verfahren 

hervorgebrachten Art (Pflanzen und Pflanzenteile) konnen vielmehr d.urch 

Nutzung der biologischen Vermehrungsfihigkeit des botanischen Materials 

gewonnen weraen, a.~.e Anwenuung aes patentl.erten vertahrens ist hierfur 

entbehrlich. 

Es ist deshalb dar vorschlag gemacht worden (siehe Suggested Solution 

Nr. 8), da~ sich ein verfahrenspatent auf alles Material erstreckt, das 
auf Material zuruckgeht, das ursprunglich aus dem patentierten verfahren 

hervorgegangen ist. 

Hinsichtlich solchen Materials, das die begrifflichen Voraussetzunoen 
einer Pflanzensorte er!Ullt, wurCle eine solche Handhabung im Ergebnis 

faktisch eine MOglichkeit 2ur Patentierunq von P!lanzensorten Uber den 

Schutz des patentierten verfahrens - gleichfalls mit der in Nr. 2.1 Ab­
satz 3 autqezeioten Wiz:kung - erOffnen. 

Es stellt sich die Frage, ob die berechtigten Interessen des Erfindera 
eines zuchtungsver!ahrens eine solche Erweiterung der Schutzwirkunoen 
er!o.rdern ud~r ob die fur die Entwicklung des Verfahrens aufoewand.ten 

Kosten auf andere Weise amortisiert werden konnen. 

3.3 Patcnte fur verfahren zur Hutzung von Pflanzen 

PoLenL~ fur Vertahren, durch die die ~utzung von Ptlanzen generell oder 

von Pflanzen eir1e:r b~s timmten botanischen Art fur bekannte zwecke alloe-

... 
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mein verbessert wird (z.B. neue Konservierunos-, Extraktions- oder Back­
verfahren), durften ebenso unproblematisch sein wie solche, durch die 
allqemein fur Pflanzen einer bot~nischen Art neue verwertungsbereiche 
(z.B. die Gewinnuno technischer Rohstoffe) erschlossen werden. 

Eine spezielle Fragestelluno kann aber dann entstehen, wenn die Anwend­
barkeit des Verfahrens davon abhangt, da~ die Pflanzen oder Pflanzentei­
le spezifische Eigenschaften haben (z.B. einen Inhaltsstoff in einer be­

stimmten Konzentration), die nicht allen Pflanzen der betreffenden bota­

nischen Art oemeinsam ist. In diesem Falle wurden vom Patent nur be­
stimmte Pflanzenbestande innerhalb einer botanischen Art, also u.u. auch 

Ptlanzensorten erta~t. 

Die Handlunqen, die hinsichtlich einer Pflanzensorte dem Schutz unter­

lieoen, sind im Sortenschutzrecht unter BerOcksichtiouno der Interessen 

des zuchters und der Alloemeinheit abschlie~end, ohne die Mool1chkeit 
der Anspruchsformulieruno durch den zuchter, aufoezihlt. Alle anderen 
Benutzunoshandlunoen sind - bisher - fur jedermann frei. Diesem leoisla­
tiven Zweck konnte es zuwiderlaufen, wenn es maglich wire, bestLmmte, 

vom sortenschutzrecht b1slano n1cht erfa~te Handlunoen hins1chtl1ch der 
Benutzuno einer Sorte (z.B. Benutzunq als qenetische Ressource zur Zuch­
tuno neuer Sorten, verwenduno des Erntequtes fur Konsum- oder Weiterver­
arbeitunoszwecke) dem verbietunosrecht aus einem Patent zu unterwerfen. 

Es ist deshalb die ¥rage zu prufen, ob der in der Suggested Solution Hr. 
1 aufoestellte Grundsatz der Patentierbarkeit von verfahren zur Benut­
zuno von Pflanzen - wie von einigen beteilioten Kreisen oefordert wird -
•uch dann qelten soll, wenn aich daa Verfahren auf die Benutzuno von 

Pf!anzenbestan~en mit spezifischen Eioenschaften tsorten) bezieht. 

4. Schutz genetischer Informationen 

Das Sortenschutzrecht schutzt einen Pflanzenbestand, der durch die Kom­

bination seiner oenetisch bedinqten Eiqenschaften oekennzeichnet ist, 

also it1sofern die summe der !Xpressionen der 1m Genom der Pflanzen anoe­
legLen genetisclun1 Informationen. 

• •• 
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Fur die Anwenaung aes Patentrechts auf "genetische Intormationen", wie 
in aer Suggestea Solution Nr. 9 vorgeschlagen, ist daher zu prufen, wel­

cha TatbestAnde patentierbar sind. 

Fur die Abgrenzung ist von Folgendem auszugehen: 

Eine "Eioenschaft" (z.B. die qenetisch bedinqte Fihigkeit von Pflanzen, 

bestimmte Inhaltsstoffe zu bilden) ist keine ''Lehre•• und damit schon be­

orifflich keine Erfinaung. 

Die Feststellunq, dae in einem Genom ein bestimmtes Gen vorhanden ist 

und bestimmte Eiqenschaftcn in den Pflanzen exprimiert, ist ebenfalls 

noch keine Lehre im Sinne des Patentrechts, sondern zunachst nur eine 

(wissenschaftliche) Erkenntnis. 

unstrittiO <10rtte aber sein, daB eine dem Patent zuqangliche !:rfindung 

vorlieqen kann, wenn eine Lehre gegeben wird z.B. fur 

- ein verfahren, durch das Pflanzen zur Ausbildung einer bestimmten oe­

netisch verankerten Eigenschaft veranla~t werden, 

die Herstellung eines Steffes, der in Pflanzen die Auspr!guno be­

stimmter genetisch verankerter Eigenschaften hervorruft, 

- die Schaffunq einos bisher nicht existierenden Gens 

die Operabilitat (z.B. lsolierung, Transfer) eines existierenden 

Gens. 

Hier stellt sich die Frage, wie weit der Schutz eines solchen Patentes 
reicht. Nach den herkommlichen Grunds!tzen des Patentrechtes wQrde das 

Patent seine Wirkung wohl nur dann entfalten, wenn 

das patentierte verfahren ols solches angewandt wird oder 

der Stoff, der unmittelbar durch das patentierte verfahren gewonnen 

wurde oder als solcher Gegenstand eines Patents ist, benutzt wird, 

bevor er vom Patentinhaber· ode1· mi-t sei-net· Z"-11sti:mmung- erstmo-l:tg in· 

den Verkehr gebracht wurde. 

• •• 
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Dei selbstreplikabler Materie mu~ aber zur Gewinnung weiterer Erzeugnis­
se mit gleichen genetisch bedingten Eigenschaften weder auf das Verfah­

rcn noch auf den Stoff unmittelbar zuruckgegriffen werden . 

.luch hier t tell t c ioh die Fr~go, ob die bereel'\tiate~ l!it~1.·~.ss~'" .:lea ZL­

finders eine Erweiterung dt=s Schutzumfa.ngs erfordern oder ob er ciie fur 

die Ertindung aufgewandten Kosten anderweitio anqemessen amortisieren 

kann. 

Unstrittig durfte folqender fall sein: Wer ein in pfla.nzlichem Material 

enthaltenes Gen, da.s Gegensta.nd eines Patents ist, als solches benutzt 
(z.B. indem er es aus den1 Material isoliert und in anderes Material 

transferiert), unterliegt dem Verbietungsrecht aus dem Patent. 

Schwieriger 2u beantworten ist die Frage des Schutzumfangs, wenn nic:ht 

speziell das Gen. sondern insgesamt das Material benutzt wird, in dem es 

enthalten ist oder iu das das Gen transferiert wurde. Dabei ist in Be­

tracht zu ziehen, da~ in diesem Falle ein einzelnes Gen. das nicht 

selbst replikabel ist, sondern nur als Bestandteil des Gesamt-Genoms an 

der Replikationsfahigkeit etwa einer Pflanze teilnimmt, nicht unabhingiq 

vom ubriqen Genom, sondern nur als dessen Teil benutzt werden kann. Eine 

~rstreckung des Patents an einem Gen auf alles Material, das dieses Gen 

anthalt, wiirde die !~nul~uny des gesamten (z.B. aus 60.000 Genen l>este­

henden) Genoms, also eLwa der Pfla.nze insgesamt, dem Verbietungsrecht 

aus dem Patent unterwerfen. 

von daher wird die Erstreckung des Schutzumfanges eines Patents auf qe­
nctischcs MnLerial wohl nur auf SCilches (P!la.u"en-) Materio.l in Betracht 

kommen, in das das patentgeschutzte Erzeugnis oder dessen genetisch 

(praktisch) identische Folgeprodukte durch menschliches zutun einqefuat 

wurdP.. 

Die zu klArende Frage ist dann a.ber, ob die Wirkungen des Patents beim 

Erstanwender oder Erstbenutzer, also etwa dem zuchter, enden und allein 

dieser eine entsprechend bemessene vergutung an den Patentinhaber zu 

zahlen hat, die Handlungen der folgenden Nutzer (Anbauer, Verarbeiter 

des Erntegutes, weitere Verbraucher) von den wirkunqen des Patents je­
doch frei bleiben. 

• •• 
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Ein besonderes Proulem stellt sich in diesem zusammenhano fur den Wei­

terzuchter, der eine am Markt erhaltliche Sorte als Ausganosmaterial. fur 
die Weiterzuchtung verwenden will: 

E.ine du.n:h Sortcmschutz geschfitzte Sorte kann grundsatzlich trei von je­
dermann als genetische Ressource ffir die Zuchtung neuer sorten und deren 
wirtschaftliche Verwertung benutzt werden. Hinsichtlich patentierten Ma­

terials gilL dies nicht. 

Lie~e m~n die Wirkunqen eines P~tents fOr ein Gen bei dE".m erRt.An ?.iir:ht.er 

enden, aer das Gen in seine Sorte transferiert hat, so ware die ohne un­

milLell.J"uw Zugriff auf das Gen unter Benutzunq der voroenannten Sorte 

neu gezuchtete Sorte, auch wcnn sie ebenfalls das Gen enthilt, in glei­

chor we.ist:~ vc.m uen Wirkungen des Patents freigestellt, wie die sonstigen 

Tolgeerzeugnisse der erstqenannten sorte. Hier ist zu diskutieren, ob 

d.ie bex·echtigten Interessen des Erfinders an der AmOrtisation seiner 

Aufwendungcn in diesem Fall sichergestellt wiren, also etwa die Lizenz­

zahlung des ersten zuchters ausreichen kann, oder ob der Schutzumfano 

des Patents hier gezielt zu verbessern ist. 

s Abhanqiqkeit 
Das sortenschutzrecht kennt bisher keine Abhanoiokeit; im Rahmen aer Re­

vision des UPOV-Ubereinkommens wird ihre Einfuhrung fur bestimmte F6lle 

erwoqen. 

Im Zusammenhang mit det Frage des Verhaltnisses zwischen Patent und Sor­
tenschutz sind folgende Fragen zu prufen: 

Ein Erfinder kann aufgrund des im Sortenschutzrecht verankerten Zuch­

Lungsvurbehalts bislanq eine geschutzte sorte trei tur Schaffung einer 

neuen Sorte durch genetische Veranderung benutzen, nicht aber umoekehrt 

ein Zuchter patcntiertes Material. AuBerdem kann innerhalb des Sorten­

schutzsystems die scllon erwahnte Frage auftauchen, da~ ein Zuchter be­

sondere Aufwendunoen fur die zuchtung einer Sorte aufzubringen hat, de­

ren Vorteile von anderen Zuchtern aufgrund des zuchtungsvorbehalts ~i 

der ZOchtuno weiterer sorten trei genutzt werden konnen. 

. .. 
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Es ist daher zu ez·waqen, ob der Zuchtungsvorbehalt aufqegeben oder aber 

unte1· seiner grundsAtzlicher Aufrechterhaltung ein k.onsistentes System 
cntwickelt werden kann, das Uber den in der Suggested Solution Nr. 11 

abqehandelten ¥all hinaus einen angemessenen Ausgleich sowohl zwischen 

Patentinhabern und zuchtern Cund umgekehrt), als auch zwischen verschie­

denen Zuchtern sicherstell t. 



PERMANENT MISSION OF FINLAND 
IN GENEVA 
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The Permanent Mission of Finland presents its compliments 

to the Secretariat of the World Intellectual Property 

Organization and has the honour to transmit to the 

Secretariat the comments of the Finnish Authorities as 

regards the draft memorandum prepared by the Office of 

UPOV in cooperation with the International Bureau of WIPO 

entitled "The interface between patent protection and 

plant breeders' rights". 

The Permanent Mission of Finland avails itself of this 

opportunity to renew to the Secretariat of the World 

Intellectual Property Organization the assurance of its 

highest consideration. 

Geneva, 15 September 1989 
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World Intellectual Property Organization 

34, chemin des Colombettes 
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THE NATIONAL BOARD OF PATENTS AND REGISTRATION 

Helsinki 

No 

Ref. 

Re 

September 11, 1989 

World Intellectual Property 
Organization, 
International Bureau 
34, chemin des Colombettes 
1211 Geneve 20 
SUISSE 

Note C 5033/U 1456 
dated June 16, 1989 

A 0 0 RES S: Albertinkacu 15 
00180 Helsinki 18 

A Draft memorandum has been "prepared by the 
Office of UPOV in cooperation with the Inter­
national Bureau of WIPO. It remains subject to 
review in the light of deliberations in the 24th 
session of the Administrative and Legal Committee 
(of UPOV) and in the light of any decision to be 
made by the Governing Bodies of WIPO". 

The document was first presented as a UPOV docu­
ment. It still is, because the facts and views 
essentially bear a UPOV flavour. Patent protection 
is given little attention in the document. To the 
extent it is dealt with, the text contains a 
number of misconceptions. 

A major short-coming of the document is its failure 
to address constructively a common UPOV-WIPO 
approach. In particular, we consider that any 
further version of the document ought to include 
a proposal to the effect that the prohibition 
against double protection in the UPOV convention 
be deleted. Furthermore, the new definition of 
the term "variety" appears to include plant 
material presently being patentable subject matter 
in many countries. Thus, such a definition would 
unduly restrict the applicability of patent 
protection. 

A final common memorandum ought to strike a balance 
between the two systems of protection. In order 
to accomplish this, patent experts ought to assist 
in the preparation of a revised document. 

These comments are based on negotiations between 
the Directors general of the Patent Offices of 
Denmark, Finland and Sweden. 

T E L E PH 0 N E : 6'1181 1 1882010S30-22 
Oireccor General: ( 6-40 980) 
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The National Board of Patents and Registration 
shares the opinions of the Patent Department as 
stated in the enclosed, more detailed comments. 

dt~:~-/ ::;tti En~j~rvi 
Director peneral 

Juhani Rainesalo 
Head of Patent Department 
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THE NATIONAL BOARD OF PATENTS AND REGISTRATION 

1 
Helsin!<i 

No 

Ref. 

September 11, 1989 

World Intellectual Property 

Organization, 

International Bureau 

~ Note C 5033/U 1456 

dated June 16, 1989 

34, chemin des Colombettes 

1211 Geneve 20 

SUISSE 

Comments on the memorandum entitled "The Interface Between 

Patent Protection and Plant Breeders' Rights" 

According to the circular, comments are invited on the 

memorandum to be used in preparing further documentation 

for a meeting jointly organized by WIPO and UPOV to deal 

with the question of protection by patent and plant 

breeders' rights. The memorandum remains subject to review 

in the light of deliberations in the 24th session of the 

Administrative and Legal Committee (of UPOV) and in the 

light of any decision to be made by the Governing Bodies 

of WIPO. 

The memorandum bears a distinct UPOV flavor and does not 

give a clear picture of whom it is intended for. 

If the intention has been to give the plant breeders a 

clear description of the patent system and its use as a 

form of protection for the inventions in plant breeding, it 

has not achieved the aim. The memorandum contains misconcep­

tions and unnecessary presumptions when dealing with patent 

matters (cf. paragraphs 30-31, 42, 46, 48, 51, 59-60, 65, 

68, 74-75, 80-84, 86-88, Appendix I Examples: please note 

e.g. that patents are not granted to inventive ideas or 

characteristics as such!). 

AD 0 RES S: Albercinkatu 25 
00110 Helsinki 18 

TEL E PH 0 N E: 641 811 
Oi .. ccor General: (640980) 

18al010930-2:. 
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Again, if the intention has been to present the UPOV form 
of protection to those more familiar with patent protec­

tion it has failed because it does not describe clearly 

all the important amendments that are proposed in the 

draft of the UPOV revision. Neither does the memorandum 

specify which of the merits belong to the present UPOV 

protection and which to the stronger, more patentlike 

protection as proposed in the draft of UPOV revision. 

As the major short-coming of the memorandum is its failure 

to address constructively a common UPOV-WIPO approach, it 

ought to be redrafted using the assistance of patent experts 

in the preparation. The valuable expertise used in prepara­

tion of the EC directive on the legal protection of biotech­

nological inventions (COM 88 496 final-SYN 159) dated 

17 October 1988 should also be taken into consideration 

when redrafting the memorandum. The following aspects are 

proposed to be considered in the redrafting, too. 

- The general discussion parts of the present 

Annex I paragraphs 7 to 28 should be transferred 

to the main part of the memorandum in order to 

give in this part a fair and somewhat better 

balance between the descriptions of patent and 

UPOV protection systems. 

- Instead of excluding the reflection of "the 
special situation existing in the United States 

of America" as it is noted in Annex I page 2, 

footnote, the present practice in the US where 
the inventor/breeder has a free choice between 
three forms of protection should on the contrary 

be described more in detail in the memorandum. 

This is of utmost importance because in many 

states, e.g. in Finland, the industry stands in 

opposition to the "double protection inhibition" 

of UPOV. The present paragraph 56, which probably 

is meant to reflect the US situation, is totally 
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confusing. It sets forth quite wrongly the 

patent system as such and totally neglects the 

real facts of the practice in the US where 

utility patents have been granted to plants 

(already long before the Hibberd case). 

The numerous paragraphs giving the historical 

review of how UPOV convention was created in 

1961 could be shortened, as well as the history 

of US plant patents from 1930. Instead of 

reflecting the plant breeding techniques 28 

years ago the memorandum should give a more 

detailed (cf paragraphs 67, 63, 57, 29) review 

of the modern plant breeding techniques - with 

or without the use of genetic engineering - above 

all in order to prove why the products of these 

modern, most often repeatable methods are not 

fit to be protected by patents!? 

- The main concept "variety", its historical 

background and the proposed new broad definition 

needs a chapter of its own. The reason for the 

deletion of the definition of variety in the 

present UPOV is surely also worth clarification 

(paragraphs 29 and 37). 

The split information concerning "varieties" 

among many paragraphs e.g. 36-37, 51-52, 105, 

should be collected together and be supplemented 

with the views of those parties who are against 

even the protection of the varieties as they are 

rest::ictively defined at present, cf paragraphs 

63, 83. The influence of the modern back cross 

techniques to the variety manipulation should 

also be mentioned in this connection. 

The new variety definition also needs a more 

profound argumentation because it includes 
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"plant material" which already has been patent­

able subject matter according to many patent 

laws. As examples could be used artificial 

seeds (cf EP patent 107141) or tissue and/or 

cell cultures. The last mentioned may find no 

use outside small scale factories as e.g. when 

producing shikonin, flavors etc. 

The numerous inexact expressions like "the view 

is taken ••• ", "it seems unlikely", "in opinion 

of some" etc. in presenting doubts about the 

suitability of the patent system as a protection 

form for inventions in modern plant biotechnology 

should be grounded better - or deleted. 

- In order to make the memorandum an efficient 

working paper for a short time meeting of UPOV­

WIPO experts, the critics against the present 

UPOV and patent system should be collected to 

an easily readable list- or tableform. The same 

should be done with the proposed amendments to 

the UPOV system and their comparison with the 

patent system. 

At present the proposed UPOV revision is referred 

to incompletely in paragraphs 89-106, e.g. 

article 2 giving the new definition to variety 

has not been referred to under chapter IV C. 

The short reference to article 4 in paragraph 

96 should be complemented with information from 

e.g. paragraphs 39, 78, 93-94, Appendix I, 

examples, which clearly show that even in the 

future the UPOV system cannot be used to the 

whole plant kingdom (and all the plant cells). 

One can then ask why the UPOV experts insist 

on not deleting the double protection inhibition 

in the UPOV revision, too? An opportunity to 
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choose between two protection systems would 

also be in the interest of inventors and in­

novators. 

The text concerning the most important question 

of dependency between patent and UPOV protection 

should be rewritten to make it possible to find 

the best balanced dependency between the two 

systems. The present reference to Art 5 and its 

interpretation e.g. in paragraphs 92-95, 98-106 

does not seem to represent a fair and balanced 

dependency. 

- The two theoretical examples as presented too 

broadly in the tables in Appendix I could be 

restricted to one example only. Instead, one or 

two real examples of the patent applications 

dealing with modern plant biotechnology could 

be described and analysed in order to show 

which protection form, patent or UPOV, is the 

most suitable for them (see e.g. EP patent docu­

ments 10393, 44723, 90033, 107141, 122791, 

170904, 209882). 

- The Finnish Patent Office at the moment considers 

it unnecessary to comment in detail the 

paragraphs, the errors in them and the many 

parts unfair to patents in the text. However, it 

should be mentioned that paragraph 50 need to be 

complemented with the abstract of the EP case 

T 320/87 where the Technical Board of Appeals 

has taken a decision as to how the "essentially 

biological processes" and "plant variety" of 

EPC Art. 53(b) have to be interpreted. 

The Finnish Patent Office agrees with the memorandum in 

that the patent system is not easy to understand for those 

classical plant breeders who historically have had little 
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familiarity with patents (cf paragraph 79). This should 

not, however, be an obstacle in the reevaluating of the 

legal protection forms for modern plant biotechnology - the 

plant breeding included. Therefore the Finnish Patent 

Office wishes success for and good cooperation in the future 

meetings of experts on patents and UPOV in order to be 

able to offer the inventors and innovators of today the 

best legal protection for their creations and this way 

stimulate the development and research in this important, 

partly high-tech field. 

HIL/mh 

He 1 y L o m m i 

Head of Division 
Patent Department 
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AMT FOR ERFINDUNGS- UND PATENTWESEN 
DER DEUTSCHEN DEMOKRATISCHEN REPUBUK 

Du Priaidcnt 

Director General 
of the World Intellectual 
Property Organization 

Dr. A. Bogsch 

34, chemin des Colombettes 

CH - 1211 G e n e v a 20 

Switzerland 

Dear Mr. Director General, 

Berlin, 

Enclosed please find the common position of the Ministry for 

Agriculture, Forestry and Food Processing and the Office for 

Inventions and Patents of the German Democratic Republic on the 

memorandum prepared by WIPO and UPOV "The interface between 

patent protection and plant breeders' rights". 

Sincerely yours, 

r. Hemmerling 

Enclosure 



POSITION 

.of the Ministry for Agriculture, Forestry and Food Processing 
and the Office for Inventions and Patents of the German 

Democratic Republic on the memo~andum prepared by WIPO and UPOV 
"The interface between patent protection and plant breeders' rights" ,-

The problems dealt With, and proposals made, in the memorandum are of special 

interest to us because they refer to essential questions of differentiating 
between patent protection and variety protection. 

Also in the GDR, there is, apart from patent protection, a legal protection 

for new plant varieties under the Decree on the protection of plant varieties 

of March 22, 1972. According to Section 5, Paragraph 6, of the Patent Law of 

the GDR of October 27, 1983, plant varieties and animal breeds as well as 

breeding methods are not patentable. That is why a double protection under 

both the plant variety and patent protection is not possible for the same 

object. 

We can not see any reasons to stop prohibiting such a double protection 

because it sufficiently considers the interests of plant breeders and owners 

of patents and clearly differentiates between their rights. 

In principle, we support the direction in which the reVision of the UPOV 

Convention is to be made. The effects of the various amendments can be 
evaluated only when the draft text and the explanations are available. 

Among the four assumed situations as to both the patent and breeders' rights, 
situation no. four is of special interest because it accounts the justified 
interests of both plant breeders and genetic engineers in the best way. 

The proposed extension of patent protection is also the subject matter of 

further discussion on the draft treaty on the hannonization of patent law 

(Article 204). 

According to the GDR patent law, plant protection is not granted for a product 

derived from material initially obtained by a patented process. The same holds 

true for matters containing a patented product or obtained from a patented 

product. We have no principal objections against the proposed mutual dependency 

of breeders' rights and patents if it is formed in a way that the breeders' 
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rights, when using a new variety for selection purposes, are not essentially 

limited to the patent owners' advantage. Plant breeders have fears that 

there will be not a "mutual" dependency but a mostly partial dependency to 

the patent owners' advantage. A strong monopoly position of patents owners 

should not be allowed especially in the field of human nutrition. 
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ORSZAGOS TALALMANYI HIVATAL 

ELNOIC 

PRESmEHT 
OF THE NAnONAL OFFICE OF 

INVENTIONS OF THE HUNGARIAN 
-I'EOPLE'S llP\.1 BLJC 

Dr. A:rpad Bogsch 
Director General of WIPO 
Secretary General of UPOV 
Geneva 

Dear Mr. Director General, 

I'IP'!,tiCUATIJIIt 
J'OCJ AAPCnliHHOl'O B&liOIICftA 

DO .lDtJWI 11306PBTBHHR 
IEIU"'Pa08 IW'Ol11108 PICD>'SJJHKH 

Budapest, September 

500..UP/CAJ-157 
"" " , 
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1989 

In compliance with your request I wish to make the following remarks on 

the memorandum entitled "The interface between patent protection and 

plant breeders' rights". 

As a whole, the memorandum is a high-level and comprehensive material 

reveal~g the problems and possible solutions from many aspects. As to 

the Hungarian legislation, it is well known that innovations concerning 

plant breeding may be protected in two ways: within the framework of 

the general patent system (e.g. genetic engineering or other processes 

and devices) or within the framework of patents of UPOV system (plant 

varieties). 

Hungary supports all the efforts which are aiming at strengthening the 

breeders' rights within the framework of the revision of the UPOV Con­

ven~ion, mainly by approaching the contents of the right to the patent 

system, delimiting the farmers' privileges and research exemption, 

practically determining the rights relating to the variety derived from 

the protected variety, furthermore by exten~g the protection to all 

botanical genera and species. As to the collision of patents for genes 

and plant breeders' rights, the removal of collision should be left 

first of all to the agreement of the parties involved and compulsory 

licenses lifting mutual dependence may be granted only for lack of this • 

. /. 



- 2 -

The Hungarian delegation will be read1 in the future, too, to participate 

in the discussion of the questions raised in the memorandum both within 

the framework ot the Administrative and Legal Committee ot UPOV and the 

joint UPOV/WIPO committee ot experts meeting envisaged for January 1990. 



MISION PERMANENTE DE MEXICO 

103005 La Misi6n Permanente de Mexico ante los Organismos Inter-

nacionales con sede en Ginebra saluda muy atentamente a la Organiza-

ci6n Mundial de la Propiedad Intelectual y a la Uni6n Internacional 

para la Protecci6n de las Nuevas Variedades de Plantas y en relaci6n 

con la nota C. 5033/U. 1456 anexa a la cual se envi6 el memorandum 

titulado "The Interface Between Patent Protection and Plant Breeders' 

Rights", se permite transmitir los comentarios del Gobierno de Mexico: 

"La Ley de Invenciones y Marcas de Mexico establece que 
las especies vegetales, sus variedades y los procesos esencialmente 
biol6gicos para su obtenci6n, no pueden ser patentables. 

Asimismo, la protecci6n por patente en esta area sera 
permitida para 1997. Solamente podran ser patentables los procesos 
geneticos para obtener especies vegetales y sus variedades, y cuando 
sea el caso, los productos con actividad biol6gica y sus procesos de 
obtenci6n (como semilla, celulas, enzimas y plasmidos que pueden ser 
utilizados en ingenieria genetica) • 

La protecci6n de las plantas y sus variedades se circuns­
cribe en un marco mas amplio y complejo que es el de la biotecnologia. 
Los sistemas de protecci6n para estes objetos todavia no estan bien 
definidos, por lo que el sistema mas apropiado estara en funci6n de 
los intereses nacionales de cada pais. 

A la Organizaci6n Mundial de la 
Propiedad Intelectual, 

G i n e b r a 

. .. I. 
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'1 03005 
Dado las caracteristicas de las plantas y sus variedades, 

en un gran ndmero de paises industrializados y en desarrollo se en­
cuentran excluidas de la protecci6n per patente. Sin embargo, en vir­
tud del progreso tecnol6gico se plantea frecuentemente la necesidad de 
una protecci6n m4s completa y efectiva en el 4rea de los vegetales. 
Algunos paises, como se puede observar en el documento de que se tra­
ta, han establecido cierta protecci6n como la que se lleva a cabo per 
medic de la UPOV o la patentabilidad de procesos, los cuales pueden 
ser reproducidos invariablemente y asi cumplir con las condiciones pa­
ra la protecci6n per patente. 

En consecuencia, las distintas caracteristicas de los sis­
temas de protecci6n han impedido el desarrollo de un marco adecuado 
para la protecci6n de las plantas y sus nuevas variedades. Per lo tan­
to, el documento preparado per la OMPI y la UPOV representa una buena 
base para los debates en una reuni6n com'lln de estes organismos , que 
sean ~tiles para definir un sistema o sistemas complementarios de pro­
tecci6n. 

Las situaciones hipet~ticas contempladas en el Anexo II 
del documento, plantean cuestiones muy concretas sobre las modifica­
ciones de algunas disposiciones legales y sus consecuencias, ofrecien­
do aportes importantes para los debates. El cuarto case de figura, 
sefialado en dicho Anexo, merecer4 una especial atenci6n, ya que de 
acuerdo con las caracteristicas de las invenciones y las condiciones 
para la protecci6n, los sistemas complementarios podrian representar 
la soluci6n m4s apropiada para la protecci6n de las plantas y sus va­
riedades". 

La Misi6n Permanente de M~xico aprovecha la oportunidad pa-

ra reiterar a la Organizaci6n Mundial 

sequridades de su m4s atenta 

DELEGACION 
PEAMANENTE DE MEXICO 
ANTE LOS QRGANISMOB 
INTERNACtONALEB CON 

8EDE EN GINE8RA 
&INilBRA, SUIZA 

' 
Ginebra, a 21 de septiembre de 1989 
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Your letter and ref. 
June 16, 1989, c. 5034/-457 

Date: September 8, 1989 

our ref. 
S89.327 DS/cp 

Encl. 
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Subject: Memorandum "The interface between Patent Protection and 
Plant Breeders' Rights" (CAJ/XXIV/4) 

...,.. 

Mr. A. Bogsch 
World Intellectual Property Organization 
34, chemin des Colombettes 
CH-1211 GENEV.A 20 
Switzerland 

Dear Mr. Bogsch, 

With reference to Circular 
herewith send the asked 
Memorandum. 

5034/-457 dated June 15, 1989 we 
comments on the above-mentioned 

Yours sincerely, 

1 .0. MCJ '?a.·~~o...:._,-Q...:-\:-.._, 
")Cl~vQ. 'lc .... .,Y. 

J.C.H. Perizonius, 
Vice-President P\-.k 0 .-1 Q..~+ . b:, p 0-)( 

on 5'e_ r*-a.~ bQ.R. a, lq &q. 

Mevr. M.C.J. Perizonius 
Octrooiraaa 
Patentlaan 2 Ckamer 02-51, 
Postbus 5820, 2280 HV RiJSWijk 
Tel.: 070- 986655 tst. 306 
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COMMENTS ON THE DRAFT MEMORANDUM "THE INTERFACE BETWEEN PATENT 

PROTECTION AND PLANT BREEDERS' RIGHTS" ( CAJ /XXIV/ 4) 

GENERAL 

Recently the National Council for Agricultural Research in the 

Netherlands (NRLO) published a report on this subject, prepared 

by an ad hoc Study Committee (NRLO-study 89/23). This report is 

added as Annex 1. 

Very shortly after this report was presented to our Minister for 

Agriculture and Fishery, this Minister, together with the Under­

secretary for Economic Affairs, sent a letter on this subject to 

our Parliament; this letter is added as Annex 2 0 (Original); a 

translation of the summary is added as Annex 2 T (Translation). 

The above-mentioned report of the Study Committee, in which many 

points mentioned in the Draft Memorandum under discussion have 

been elaborated, was accepted unanimously by the members of the 

Committee; being one of its members and so agreeing with it, my 

opinion did not change up to the present. So I can restrict my 

comments on many paragraphs in the Draft Memorandum to referring 

to Annex 1. 

Apart from this, I do not consider it appropriate to give 

comments on points in which the Minister and the Undersecretary 

mentioned before have already taken a position. So, on 

paragraphs of the Draft dealing with such points, I can only 

refer to Annex 2 o and 2 T. 

Comments on specific paragraphs 

36. (The second paragraph 3 6, beginning with "A particular 

feature .• ") It is proposed to replace "contains" on line 

6 by "contained" and to add after "Article 6 ( 1) (c) 

UPOV/PERIZONIUS Comments on CAJ/XXIV/4 •.. / 2 
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provides" and after "Article 6(1) (d) provides": "in the 

text as amended in 1978 (in the original text the word 

'new' was not present)." 

50. Here a reference is to be made to the interpretation given 

and by the Netherlands Government in para. 2 of the summary in 

51. the letter, referred to above: "Varieties or groups, higher 

than varieties, can not be patented as such." 

In the part of para. 51. starting on line 13, the problems 

arising with on the one hand individual plants or parts of 

plants and on the other hand with categories of plants 

higher than that of variety, are dealt with together. 

Because the problems in those two groups may be totally 

different, it is better to deal with these groups under 

separate heading. 

51(a) One of the requirements for a protectable variety is 

homogeneity. Because the expression "homogeneous" can only 

be used in relation to a group of plants, a "plant" 

(singular!!) can never form a protectable variety. 

51(b) A "characteristic" can never be an acceptable claim; I 

assume that here is meant a claim directed to plants' or 

parts thereof, having a characteristic, ... ". 

It is a basic rule in Patent Law that if a certain subject 

within a group is not patentable, any group that includes 

that subject, is also not patentable; the consequence 

hereof is that no patent of the type discussed in this part 

of para. 51 can be granted. 

52. A gene, being as such a chemical compound, would be patent­

able if the normal requirements i.e. novelty, inventive 

step, industrial application and sufficient disclosure are 

fulfilled. Up till now, as far as I am aware, no gene has 

been synthesized, resulting in expression of a valuable 

property in a plant; on the other hand practically all 

UPOV/PERIZONIUS Comments on CAJ/XXIV/4 ••• / 3 
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genes available at the moment have been obtained from 

plants being present in nature, which plants were selected 

because one wanted to have a gene leading to a desirable 

property, present in the selected plant. It will be clear, 

that in such a situation there is great doubt whether the 

requirements of novelty and inventive step can be 

fulfilled. 

But even if a gene would be invented, that satisfies the 

requirements mentioned above, it has to be discussed 

whether the claim may include plants or parts of plants 

containing that gene. In my opinion this ought not to be 

allowed, because such a claim would give exclusive rights 

on all the plant varieties containing this gene. Here a 

reference is made to the paragraphs dealing with "Patents 

on genes per se" on page 19 and 2 0 of Annex 1 and to Annex 

2 T, point 2. 

59. Even a complete description of living material is not 

sufficient for making the grant of a patent possible, 

because the requirement is that the disclosure must enable 

a person skilled in the art to carry out the invention and 

this is for living material not the case when only a 

description, even a "complete" one, is available. 

60. The last sentence of this paragraph is not clear: for 

- microorganisms the combination of deposit and description 

is possible and acceptable without any doubt. Why should 

then a combination of deposit and description for a plant 

be not sufficient or even not possible? 

69. In my op~n~on the problems mentioned here are not inherent 

to the plant breeders rights system as such, but a 

consequence of the "farmer's privilege". If this did not 

exist, it would only be possible to produce the products 

meant in this paragraph, when the propagating material, 

UPOV/PERIZONIUS Comments on CAJ/XXIV/4 ... I 4 



4 
r 1- 'g 

necessary every time again, is produced by the owner of the 

plant breeders right or with his consent. 

70. Here is the situation in fact the same: if there were no 

"farmer's privilege", the actions mentioned in this para­

graph would not be allowed without consent of the owner of 

the plant breeders right. 

73. In my opinion the problem is not whether a patent for a 

gene incorporated in a plant is enforceable. If a patent is 

granted and considered valid by the Court, it is of course 

enforceable. The real question, however, in my opinion is 

whether such a patent may be granted, when plant varieties 

are not patentable. It will be clear that my opinion - and, 

when reading point 2 of Annex 2 T, probably also the 

opinion of our Minister - is, that such a patent ought not 

to be granted. 

74. Here two, quite different exclusions having a totally 

different background, are dealt with together. Splitting 

this paragraph is advisable. 

75. Another explanation for this exemption could be that 

microbiological processes exist already for many centuries 

and were always considered as being of a technical nature. 

Apart from this the criterion in my opinion is not whether 

microorganisms are involved, but which "actions" are taken 

in the process under consideration. So it is quite 

understandable that processes using plant cells are 

microbiological processes. However, is it possible that a 

process results in a plant variety? I wonder because I 

assume that, at least theoretically, there will always 

exist other processes, leading to the same type of plants. 

A comparison can be made with the situation existing in 

chemistry, where no protection for a substance as such can 

be reached via the "product for process" protection 

UPOV/PERIZONIUS Comments on CAJ/XXIV/4 ••• / 5 
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principle. Also claims directed to a process for production 

of plants could only result in protection for a variety as 

such, if the claim would have the form: "Process for the 

production of plants, characterized by producing a pla?t, 

having the following properties ...•• ". Such a claim, 

however, could in my opinion not be granted, because then 

in fact a patent application for a plant variety was filed. 

76. The first sentence is incomplete: only the product directly 

obtained by the process is protected by a process claim and 

how could one consider later generations as such? 

77. If a patent were granted for a plant variety, then 

producing such a plant forms an infringement irrespective 

whether the parents were put in a permitted way on the 

market or not. I, however, assume that such a patent will 

not be granted in e.g. the EPO. 

78. Reference is made to point 2 of Annex 2 T. 

81. It is true that a patent is based on an inventive idea; the 

subject of the property right, however, is always a product 

or a process, as described in a claim. 

With respect to the criterion of non-obviousness for 

varieties, one should be aware that in most cases it is 

obvious that one wants to reach certain combinations of 

properties in a new variety. The difficulty, and often this 

is the real problem, is how to reach the desired goal. 

84. I miss here a paragraph on the question whether, within the 

existing patent system, a valid patent for a gene can be 

granted: At the moment genes are produced from material 

known in nature; the starting material in most cases 

selected because one knows from the properties of the 

starting materials that there must a gene, responsible for 

a desirable property, present in the selected material. How 
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can in such a situation the requirements for novelty and 

non-obviousness be fulfilled? Apart from this: I assume 

that it will take still a very long time before man will be 

able to produce synthetic genes, that after introduction in 

a plant, result in desirable and unexpected properties of a 

plant, and this is necessary before a patent can be granted 

for a gene not present in nature. 

86. It is rather unlikely that a particularly desirable combi­

nation of properties is nevertheless non-obvious. Apart 

from this also in patent law an idea, a wish, is not 

patentable at all. It is always necessary that the wish or 

the idea is brought into the concrete form of a 

reproducible product or process. 

A same remark could be made with claims directed to 

characteristics (page 24, lines 8 and 9): either the 

characteristics are known to be desirable and then there 

will be no invention at all or the characteristics are 

really new and then I wonder whether the state of the art 

in this field is already that far that such an idea could 

be brought into practice. 

87. It is very unlikely for the moment that the plants falling 

within the field of a claim of the type "Plants, 

characterized by the following characteristics .•. "will be 

new and can be considered as non-obvious and have been 

produced de facto, but all these requirements have to be 

fulfilled before a valid patent can be granted. 

88. Reference is made to Annex 2 T, point 2. 

UPOV/PERIZONIUS Comments on CAJ/XXIV/4 
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PREFACE 

In 1984 a Study Committee of the National Council for Agricultural Research 

in the Netherlands (NRLO) published a report on Plant breeders' rights and 

patent rights in relation to plant genetic engineering (1). An English 

translation of this report vas issued in 1985 (2). 

Recently i~ortant proposals have been put forward (3), (4), (5) which have 

led to a further intensification of national and international discussions. 

The Study Committee, under the auspices of NRLO, decided to analyse some of 

the main questions. 

The outcome of the study is recorded in this report. 

Attention is given to the fundamentals of exclusive rights and the 

extension and strengthening of plant breeders' rights. 

Furthermore an analysis is made of the legal consequences of the exclusion 

of plant varieties from patent protection in the European Patent Convention 

(6). 

The members of the Study Committee, who participated in a personal 

capacity, are: 

Ir. J.D. Bijloo (chairman) 

Ir. R. Duyvendak (secretary) 

Ir. J.S.W. van Gennip 

Prof.Dr. B. de Groot 

Drs. P. Mars 

Dr.Ir. C. Kasteribroek 

Drs. J.C.H. Perizonius 

Prof.Dr. R.A. Schilperoort 
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SUMMARY 

This study deals with intellectual property rights in plants. 

Legal systems relating to patent rights and plant breeders' rights are 

systems established to stt.ulate research and make innovations available to 

the public. 

There should be no gaps or overlapping between the systems. 

They should guarantee a clear and firm protection of breeding results, but 

they should never allow an absolute blockade. 

Both patent rights and breeders' rights lose their justification if the 

underlying conditions are not respected. 

The main patentability requirement is non-obviousness, while the main 

requirement for breeders' rights is distinctness. 

The principle of a fair balance underlying property rights must be 

respected by everybody, first of all by th~ granting authorities. 

Improvement of the plant breeders' rights system by revision of the UPOV 

Convention should be supported, in particular with respec•: to the proposals 

to open plant breeders' rights for all varieties of all cultivated 

plants, 

to make 'material of a variety' clearly include all reproductive 

material from which the variety with its distinctive characteristics can 

be reproduced, including protoplasts, cells, etc., 

to restrict the freedom of a grower to multiply a protected variety on 

his own premises to multiplications for non-commercial purposes, 

to let the scope of protection cover material of a variety that is 

imported and commercialized after multiplication in a foreign country, 

to implement a system of dependency. 

In relation to this last point an analysis is made of some technical 

background and terms: 

The concepts 'original variety' and 'genetic modification' are used in a 

proposal for a possible set of rules for dependent plant breeders' rights. 
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In the European countries that have ratified the European Patent Convention 

plant varieties are excluded from patent protection by the provisions of 

art. 53b of that Convention. 

The specific exclusion of patents for plant varieties involves the generic 

exclusion of patent clat.a that aigbt block a group of varieties. 

A patent may be granted for a gene or genetic coaponent ux u, if it is an 

invention. 

The patent cannot cover (parts of) living plants defined by the specific 

character(&) expressed by the gene, because this would block (future) 

varieties and thus violate the exclusion of the European Patent Convention. 

The exclusion should be made explicitly clear by inserting a disclaimer in 

the patent grant stipulating that (parts of) plants containing the gene 

fall outside the scope of the patent. 

If the inventor wants protection for plant material containing the gene he 

must apply for plant breeders' rights or seek remuneration in an other way. 

Since the scope of a patent for a gene cannot cover living (parts of) 

plants, it cannot reach the use of (parts of) plants as genitors for 

further breeding. 

A patent may be granted for a new and inventive genetic manipulation 

process applicable to different genes or genotypes. 

If, at least in principle, the result of the process can be achieved with 

other processes as well, the patent cannot lead to an absolute barrier for 

a variety or a group of varieties. There is no conflict with art. 53b of 

the European Patent Convention and the granting authority cannot require 

the inclusion of a disclaimer for plants or parts of plants in the patent. 

A process patent only gives exclusive rigbts.for the direct product of the 

process. 

A patent claim formulated as a chain of sequential steps aay not be 

prolonged Ad libitum, but ought to stop at the point Where the 'eabodi .. nt 

of the invention' ends, e.g. the first protoplast, cell or plant tissue 

harvested. 
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The holder of a patent on a genetic manipulation process is not entitled to 

exercise exclusive rights either on further multiplications of the initial 

plant material, or on plant material of other varieties developed 

therefrom. 

This plant material can be subject matter of plant breeders' right 

protection. 
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1. WHY PROTECTION BY PATENT; WHY PROTECTION BY PLANT BREEDERS' RIGHTS? 

The purpose of protection of inventions by patent rights and protection of 

plant varieties by plant breeders' rights is, simultaneously, 

to stimulate research, development and commercialization of innovations 

by granting exclusive rights during a liaited period and 

to facilitate the participation by everyone in the further development 

of the state of the art. 

The aim is to create the best possible balance between 

the interests of the inventor (or plant breeder) who will try to get a 

return on his investments in research and development and 

the interests of the public in securing the availability of something 

that would not have existed without the efforts of the inventor or plant 

breeder. 

The last words in the preceding paragraph are essential. 

Exclusive rights may never be granted for something that was already 

available to the public in some way, so novelty is required. 

(The definition of novelty in the patent system differs from that in the 

plant breeders' rights system). 

Equally rights may not be granted for something that does not become 

completely available to the public, so availability is required in the 

patent system through publication of a full description, coupled with an 

unconditional deposit in the care of material for which an enabling 

disclosure by description cannot be guaranteed. 

Protected plant varieties must be available to the public; furthermore the 

requirement of stability is added. 

Furthermore in the patent system, non-obviousness is required: a patent may 

only be granted for something that could not have been achieved by obvious 

further development of the state of the art. 

For granting a plant breeders' right distinctness is enough, a much lighter 

requirement than non-obviousness. 
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A final condition in the patent system is that the granted exclusive 

rights, as laid down in the claims, should not be too broad in relation to 

the invention made. 

The most important con.equence of the foregoing is that both a patent 

system and a system of plant breeders' rights lose their justification if 

the conditions mentioned above are not taken respected. 

The bodies granting exclusive rights should therefore examine meticulously 

whether all conditions are fulfilled. 

If exclusive rights are granted too easily or too broadly one or more 

interested third parties or organisations should avail themselves of the 

possibility of opposing the grant in order to correct the situation. 
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2. PLANT BREEDERS' RIGHTS 

Plant breeders' rights have been developed as a system of intellectual 

property rights tailored to protect newly bred varieties. 

It is generally agreed that the system as a whole has proved to work well, 

though some improvements are needed. 

Plant breeders' rights are obtainable by a relatively cheap and simple 

procedure. 

The subject matter of protection is clear: a concrete variety. There is no 

free formulation of claims, open to interpretation and dispute. 

The criteria for granting plant breeders' right protection (see chapter 3) 

differ from the patentability criteria and they are, as time has proved, 

well chosen. 

All this is in the interest of both breeders and growers. 

The desired improvements relate to both the extension and the strengthening 

of the plant breeders' rights. 

The majority of them already form part of the present proposals for the 

revision of the UPOV Convention. Some of them are summarized briefly here, 

some are discussed in more detail. 

The legal systems for the protection of breeding results should permit 

neither gaps nor overlaps. 

This means that since all plant varieties are excluded from patent 

protection by the provisions of article 53b of the European Patent 

Convention all types of varieties of all cultivated plants should be made 

eligible for protection under the plant breeders' rights system. 

The plant breeders' rights testing authorities hesitate to take the step 

from the present restricted lists to such an open ended system. 

For society as a whole, however, plant breeders' rights protection for 

concrete varieties is easier to cope with than patent protection for freely 

formulated claims. 

It should be made perfectly clear in the plant breeders' right legislation 

that the expression 'material of a variety' includes all material from 
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which the variety with its distinctive characteristics can be reproduced, 

viz. whole plants and parts of plants such as protoplasts, cells, cell 

aggregates, cell lines, plant tissues, specific organs, artificial seed, 

etc. 

Due to their genetic identity they are 'the aaterial' of the variety. 

In fact this is not an extension of breeders' rights protection, but a 

clarification. 

The freedom of the grower to .ultiply a protected variety on his own 

premises, should be restricted to .ultiplications for non-commercial 

purposes only. 

Material of a variety that is imported and commercialized after 

multiplication in a foreign country should be brought within the scope of 

protection by plant breeders' rights. 

A system of dependency, comparable to that existing in the patent rights 

system, should also be ~ntroduced in plant breeders' rights legislation. 

The technical and legal aspects are surveyed in the chapters 3 and 4. 
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3 . TECHNICAL BACKGROUND AND TERMS 

Taxon 

Living organisms are arranged by science in a hierarchical system of 

classes: species, genus, family, etc. 

A general word for such a class is: taxon. 

A taxon is defined by a relatively arbitrarily chosen type-specimen and a 

short description. 

Each taxon is formally identified by a Latin name according to the rules of 

the 'International Code of Botanical Nomenclature'. 

Within a taxon one can observe genetic variants. 

Variety (-cultivar, F: variet,, D: Sorte, NL: ras). 

A variety is not a taxon. 

A variety is defined by the totality of its characters. 

A variety is formally identified by a fancy name according to the rules of 

the 'International Code of Nomenclature for Cultivated Plants' often 

abbreviated as the 'Cultivated Code'. 

The criteria for the addition of varieties to official catalogues and for 

granting plant breeders' rights fit in the general framework of the 

Cultivated Code, but they are formulated in a little more detail. 

A variety must be st8ble. Any sample grown under a given set of conditions 

must exhibit the typical varietal characters. 

A variety must be sufficiently homogeneous with due regard to its actual 

mode of reproduction (true breeding or hybrid, vegetatively propagated, 

self or cross fertilized) and the practicability of selection of the 

character under consideration. 

In practice there will always be found some residual variation, but on 

closer investigation this must be of a random nature. 

A variety cannot exist in genetically different forms. 

A variety must be distinct from all other varieties. 

In principle any reproducible character can be used for establishing 

distinctness. 
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At present in the granting of plant breeders' rights only differences are 

noted, the degree of resemblance is not taken into consideration. 

This has led to dissatisfaction, first with respect to 'easy mutations' in 

ornamental and fruit crops, but latterly on a wider basis. 

Terms like 'plagiarized varieties', 'near-duplicate varieties' and 

'cosmetic breeding' reflect the feelings of the breeders concerned. 

Nowadays there is general agreement among both producers and growers of 

varieties that in view of the advances in biological sciences the situation 

ne'eds reconsideration. 

Several proposals are under discussion to remedy the situation. 

Some proposals suggest the enlargement of the mint.um distances or the 

restriction of the list of distinctness characters to the agronomically 

important ones. 

Acceptance of these suggestions would mean a drastic deviation from current 

practices in the recognizing and naming of cultivars, which practices have 

a much wider scope than the field of breeders' rights alone. 

It is a much better suggestion to maintain the rules for establishing 

distinctness as they are, but - as a new element - to group and treat the 

varieties according to their·resemblance. 

Modification 

In biological science the following definitions have long been accepted: 

modification - a non-genetic variant expression, e.g. due to environment, 

mutation a change in genotype. 

Recently the term modification is coming into use in the following two 

ways: 

1. Non-genetic modification (hitherto a pleonasm!) e.g. caused by 

light spectrum: shadow and mountain forms, 

nutrition: dwarf and giant forms, stained flowers, 

virus: Rembrandt tulips, Harlequin pelargoniuas, 

differentiation: plagiotropic growth. 
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Some non-genetic •odifications cause confusion as they may remain 

present after vegetative propagation, but they can always be induced ~ 

removed by specific treatments, e.g. light, chemicals, infection, 

meristem culture, etc. 

Plant breeders' rights are not granted for these non-genetic 

modifications. 

They are not furhter considered. 

2. Genetic modification (hitherto a contradiction!) e.g. due to 

spontaneous .utation, 

induced wutation: by cheaicals, radiation, etc., 

transformation: recombinant DNA techniques, micro injection, etc., 

selection for variants in an established variety, 

repeated back-crossing if carried to its extreme (rarely observed!). 

A genetic modification fulfils the requirement of varietal stability and 

cannot be reversed by treatment. 

Each genetic modification is a new variety in statu nascendi. 

Information given by the breeder concerning how a modification was obtained 

will be helpful to save costs of laboratory, greenhouse and field 

assessments, but this information is not decisive. 

The degree of resemblance between varieties should be deduced on the basis 

of morphological, physiological and biochemical reactions of plant 

material, including electrophoresis patterns of e.g. storage proteins, 

enzymes and DNA restriction fragaent length polymorphisms (RFLP's). 

The term genetic modification indicates: a restricted change in a variety 

with the preservation of the character pattern of that variety as a whole. 

This notion should always be kept in •ind. 

Only those varieties that un.istakably are a genetic modification of an 

earlier established variety should be i~ntified as such. 

In case of doubt we should not use the predicate. 

Whether, how and by whom a genetic modification may be commercialized 

should be governed by the plant breeders' rights dependency rules. 
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4. DEPENDENCY BETWEEN VARIETIES PROTECTED BY PLANT BREEDERS' RIGHTS 

Generally speaking varieties are created by crossing, combining or 

modifying existing plants in some way or another. 

At present there is no legal dependency relationship between plant 

varieties. 

I 1 

Existing varieties aay freely be used for the development of a new variety 

and one may commercialize such a new variety unconditionally. 

The principle of free availability of genetic resources in plant breeding 

has always been regarded as a precious principle. 

As can be seen in the relevant reports, already during the founding of the 

UPOV Convention it was acknowledged that in some specific cases a 

restriction of this general principle was desirable. 

The repeated use of a protected variety for the production of an hybrid 

variety was brought under the scope of protection. 

For other cases, however, like the 'easy' selections and mutations, no 

provisions were made since it was found difficult to establish satisfactory 

definitions and rules. 

Accordingly, apart from the repeated use mentioned above, the Convention 

was executed in 1961 with no limitations on the freedom of use of protected 

varieties for further breeding purposes and no limitations or obligations 

on the commercialization of any resulting varieties. 

Since that time both the number of cases that were felt to be unjust and 

the techniques to detect close relationships have multiplied. 

Also the insight has gained ground that plant breeding must be directed 

towards the creation of varieties with different genetic backgrounds. 

Plant breeders' right protection can be instrumental in addressing this 

goal. 

Plant breeders must be stimulated to continue to rearrange polygenic 

characters and to test their breeding products under practical conditions. 

The situation must be avoided where the range of varieties in a crop 

narrows down to a few clusters of varieties with a common genetic 
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background. 

Such a narrow range is very vulnerable, as was proven by some notorious 

examples, e.g. the Het.inthosporiua blight attack on maize in the U.S. 

Both the planned revision of the UPOV Convention (3) and the new EEC Draft 

Council Regulation on Co.-unity Breeders' Rights (4) contain proposals to 

introduce a system of dependency in plant breeders' rights. 

The aim is to develop a system with lt.ited applicability and effects. 

The use of varieties in breeding prograas in general will remain free, just 

as it is today. 

The principle of dependency will be restricted to specific cases. 

For this purpose both in the proposed revision of the UPOV Convention and 

in the Draft Council Regulation on Coamunity Breeders' Rights the terms 

'original variety' and 'derived variety' are coined. 

In the texts accompanying the proposals for the revision of the UPOV 

Convention examples are given and attempts are made to explain the 

concepts. 

Precise definitions are avoided since even if th~y·were valid at the 

present time they might be too restrictive in future. 

In our view the concept of a 'derived variety' coincides with the concept 

of a 'genetic modification' in the former chapter. 

In le!al teras an 'original variety' then simply is any variety which is 

not a genetic modification. 

How are varieties to be compared? 

Two plants will never be fully identical and varietal characters will 

always show a certain range. 

The question whether two groups of plants belong to the saae variety or not 

must be answered by assessment and comparison of samples. 

If the differences between the two groups grown under the same conditions 

are random, then the two groups belong to the saae variety. 

If the differences are of a systematic nature, then the groups must be 

considered as different varieties, however small the differences might be. 

Whether differences are either random or systematic can easily be 
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established: random differences decrease with enlargement of samples, 

whereas systematic differences become statistically more significant in 

larger samples. 

Since the size of a systeaatic difference is irrelevant, the growing 

technological potential for the identification of differences, e.g. in the 

detailed structure of genes increases the opportunities to distinguish new 

varieties. 

Under the UPOV system, in theory, any reproducible difference, however 

small, suffices to obtain plant breeders' rights. 

It will become progressively easier to create a new variety by selection 

for or the introduction of an identifiable piece of DNA. 

The new creation will ride piggy-back on the original variety without 

remuneration of the breeder who performed the major breeding work. 

The introduction of a dependency system for genetic modifications of 

protected varieties will remedy the situation. 

The following is a proposal for a set of rules for such a system: 

The plant breeders' rights protection of original varieties is 
broadened; the 'broad' right shall apply to all original varieties, 
regardless whether the protection was granted before or after the entry 
into force of the revised system. 

During the term of plant breeders' rights in an original variety the 
protection covers the original variety, as well as genetic modifications 
of that variety not marketed before the date of entry into force of the 

-system. 

During the term of the rights in an original variety, genetic 
modifications may not be multiplied or commercialized, unless their 
creators have applied for and have received grants for dependent plant 
breeders' rights ~have reached agreement with the holder of the right 
in the original variety with respect to multiplication, 
commercialization and re.uneration. 
The agreement should be reached, either directly or via arbritation, 
with due consideration of the contributions of each party. 

The holder of a plant breeders' right aay not at present withhold a 
variety from the market if the availability of the variety is required 
for reasons of public interest. 
In order to prevent plagiarization with trivial modifications the holder 
of the right in the original variety should only be obliged to grant 
licenses for modifications that fulfil the same condition of public 
interest. 
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A genetic modification will never becoae an original variety. 

Plant breeders' rights protection for genetic modifications is granted 
for the normal period, during a part of which it may be a dependent 
right. 

For the sake of clarity it is reiterated that in the proposed syste• the 

restrictions ••de in case of the repeated use of a protected variety for 

the production of a hybrid variety and those aade in case of a dependent 

plant breeders' right will be the only exceptions on the principle of free 

availability of varieties in plant breeding. In all other cases the general 

principle is aaintained that new varieties .. y be multiplied and 

commercialized without any obligation (financial or otherwise) to the 

holders of plant breeders' rights in the varieties used in the preceding 

steps of the breeding program. 
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5. PATENT RIGHTS 

The holder of a patent has the legal right to prevent others from 

performing certain acts in relation to the process or product for which the 

patent was granted. 

No patents on varieties 

In the European countries that have ratified the European Patent Convention 

plant varieties are excluded from patent protection according to art. 53b 

of that Convention. 

This specific exclusion of patenting plant varieties involves the generic 

exclusion of all patent claims that directly or indirectly lead to a right 

to prohibit any acts with respect to a variety or a group of varieties 

during the term of a relevant patent right. 

Patents on senes per se 

The word 'gene' when used here means any genetic component or construct. 

The word may refer to-synthetic genes as well as to natural genes that are 

identified, isolated and made suitable for transfer. 

A patent may be granted for a gene ~ ~ if it is an invention. 

The holder of the patent may use the gene exclusively for his own 

transformation purposes or offer it to others under licence. 

Plant breeders who would like to build a patented 'portable gene' into a 

new variety will have to direct themselves to the patent holder since this 

is the only legitimate source for this patented 'portable gene'. 

The scope of a patent for a gene cannot cover any living plant or part of a 

plant defined by the specific character(•) expressed by the gene, because 

this would cause an absolute blockade for (future) varieties and thus 

violate the basic exclusion of the European Patent Convention. 

A gene patent should therefore contain a disclaimer stipulating that plants 

or parts of plants carrying the gene fall outside the scope of the patent. 
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If the inventor wants protection for plant aaterial containing the gene he 

must apply for plant breeders' rights or seek remuneration otherwise. 

Since the scope of a gene patent cannot cover living plants or parts of 

plants it cannot reach the uae of these plants or parts thereof as genitors 

for further breeding. 

Patents on cenetic mapipulation Processes 

A patent may be granted for a new and inventive genetic manipulation 

process. 

What is meant here by 'process' are acts which are not defined by or bound 

to a gene ~ ~. but which are applicable to different genes or genotypes. 

If, at least in principle, the result of a genetic manipulation process can 

be also achieved with other processes, then the patent cannot lead to an 

absolute barrier for a variety or a group of varieties. There is no 

conflict with art. 53b of the European Patent Convention and the granting 

authority cannot require the inclusion of a disclaimer for plants or parts 

of plants in the patent. 

From the foregoing one may not conclude, however, that the holder of a 

patent on a genetic manipulation process is entitled to exercise exclusive 

rights either on further .ultiplicationa of the initial plant material or 

on plant material of other varieties developed therefrom. 

The reason is that a process patent only gives exclusive rights for the 

direct pro4uct obtained with the process. 

The formulation of the claia in the patent will define what is to be 

understood as the 'direct product'. 

The applicant may propose a set of clat.. with a aeries of subsequent 

steps, e.g.: 

process for introducing a genetic component in plant cells, 

followed by the multiplication of the component by the cells 

and multiplication of the cells, 

followed by raising of plants from the cells, 
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or used for the development of other plants or varieties, 

which can be multiplied, 

etcetera, 

and call all this 'the direct product' of the process. 

r t-

A set of claims ranging so widely should not be granted in its entirety, 

since a chain of steps, starting with the invented process, may not be 

prolonged Ad libitum. 

The chain ought to stop at the point where the 'embod~ent of the 

invention' ends. In the example given above one can think of the first 

protoplast, cell or tissue that is harvested. 

All that is done afterwards are acts that have nothing to do with the 

invention made. 

Supporting evidence for this line of thought can be found in the existing 

jurisprudence about 'Embodiment of the invention'. 

Plant material resulting from later acts can be subject matter of plant 

breeders' right protection. 

Here again the legislators, granting authorities and courts of justice 

should see to it that the domains of protection by patent rights and 

protection by plant breeders' rights fit properly together, without gaps or 

overlaps. 
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's-Gravenhage. 23 juni 1989 

Zoals door de Vaste Commissie voor landbouw verzocht, zend ik u 
bijgaand, mede namens de Staatssecretaris van Economische Zaken, de 
heer A. J. Evenhuis. een notitie inzake octrooi- en kwekersrecht. 

De snelle ontwikkelingen op het gebied van biotechnologische 
technieken in de plantenveredeling en de ontwikkelingen in internationaal 
verband maken het noodzakelijk thans een standpunt voor de verschil­
lende overlegkaders te bepalen. Deze notitie beoogt daaraan richting te 
geven. 

lk merk daarbij op, dat deze notitie zich toespitst op plantenveredeling 
en de relatie tussen octrooi- en kwekersrecht. Ethische aspecten van 
genetische manipulatie - die in mijn wijze van zien overigens veeleer bij 
de genetische manipulatie van dierlijk materiaal een rol zullen spelen -
blijven bu!ten beschouwing. 

Teneinde daaromtrent duidelijkheid te verkrijgen heb ik onlangs de 
Commissie van Advies inzake ethiek en biotechnologie bij dieren, onder 
voorzitterschap van prof. dr. E. Schroten ingesteld, welke commissie 
v66r 1 januari 1990 zal rapporteren. 

Tenslotte vermeld ik, dat de Nationale Raad voor Landbouwkundig 
Onderzoek (NRLO) zojuist een studie over dit onderwerp het Iicht heeft 
doen zien. De Raad stelt in zijn aanbiedingsbrief dat het rapport slechts 
beschrijvend is en geen uitspraken beoogt te doen over de te kiezen 
afstemming tussen octrooi- en kwekersrecht. 

lk heb er kennis van genomen. dat in de pers berichten zijn 
verschenen, als zou de Raad van oordeel zijn, dat geen octrooien op 
planten behoren te worden verleend. Daarbij zij opgemerkt, dat zulks 
voorbijgaat aan de praktijk in de USA en Japan en aan die van het 
Europees octrooibureau, dat immers- na een aanvankelijk negatieve 
beslissing - in beroep is overgegaan tot het verlenen van een octrooi op 
een biotechnologische werkwijze, uitmondend in een door octrooi 
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beschermde plant (zie: zaak T320/87 -3.3.2, Lubrizol Genetics inc. 
beslissing van de afdeling van beroep dd. 10 november 1988). 

Zeals echter in deze notitie wordt aangetoond, is een evenwichtige 
afstemming tussen octrooi- en kwekersrecht zeer wei mogelijk indien de 
lijn van het Europees octrooibureau, op de voet van het Europees 
octrooiverdrag en de ontwerp-EEG-richtlijn inzake de bescherming van 
biotechnologische uitvindingen wordt gevolgd en mits in de Rijksoc­
trooiwet en in de Zaaizaad- en Plantgoedwet de in de notitie aangegeven 
voorzieningen worden getroffen. 

De Minister van Landbouw en Visserij. 
G. J. M. Braks 
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Notitie 
betreft: afstemming tussen octrooi- en kwekersrecht 

Huidige stand van zaken 

a. Biotechnologisch onderzoek 
Het biotechnologisch onderzoek heeft zich in een snel tempo 

ontwikkeld. Tot enige jaren geleden beperkte dit onderzoek zich in 
hoofdzaak tot onderzoek naar praktische toepassingsmogelijkheden van 
micro-organismen. De resultaten van dat onderzoek, nieuwe en inven­
tieve werkwijze en produkten, zijn octrooieerbaar. Maar het onderzoek 
naar praktische toepassingsmogelijkheden van ander levend materiaal -
waaronder planten, delen daarvan en in het bijzonder die delen die 
kenmerkende eigenschappen bezitten, het genetisch materiaal - neemt 
een steeds hogere vlucht. Nederland neemt daarbij een vooraanstaande 
plaats in. De bevordering van onderzoeks- en ontwikkelingsactiviteiten op 
het gebied van de biotechnologie is een van de aandachtspunten van het 
technologiebeleid. Uitgangspunt daarbij is dat Nederland op die onder­
zoeksterreinen waar het een voorsprong heeft weten op te bouwen in 
staat moet blijven die positie te behouden. Belangrijke overweging 
daarbij is dat de resultaten van dat onderzoek een wezenlijke bijdrage 
kunnen leveren aan de volksgezondheid (bijvoorbeeld geneesmiddelen). 
het milieu (vermindering van de afvalproblematiek, zowel door het langs 
natuurlijke weg doen afbreken van afval als door het verminderen van 
dierlijk afval) en aan de agrarische sector (nieuwe, hoog produktieve 
plantenrassen, hogere resistentie tegen ziekten - hetgeen overigens ook 
de toepassing van chemische bestrijdingsmiddelen kan terugdringen - en 
meer in het algemeen een snellere ontwikkeling van nieuwe planten­
rassen die aan de eisen van de teler en consument voldoen). Het is van 
groot belang dat Nederland voor de voordelen die biotechnologisch 
onderzoek Ievert niet afhankelijk wordt van buitenlandse bedrijven. De 
internationale concurrentie-positie van niet aileen het bedrijfsleven dat 
biotechnologisch onderzoek verricht, maar ook van de daarop voortbou­
wende agrarische sector. dient te worden behouden en waar mogelijk 
versterkt. 

De bescherming van onderzoeksresultaten door middel van intellec­
tuele eigendomsbescherming vormt daarbij een onmisbaar sluitstuk. 

b. Het octrooirecht 
Het octrooirecht beoogt ten aanzien van aile praktisch toepasbare 

uitvindingen aan de uitvinder het exclusieve recht te geven gedurende 
een zekere periode zijn vinding te exploiteren. Een exclusief recht wil 
zeggen het recht om anderen te verbieden de vinding zonder zijn 
toestemming commercieel toe te passen. Onderzoek en ontwikkeling met 
de geoctrooieerde werkwijze of het geoctrooieerde produkt zijn wei 
toegestaan. 

De uitvinder verricht zijn onderzoek omdat hij verwacht dat er vraag is 
naar zijn vinding en besluit pas tot dat kostbaar onderzoek over te gaan 
indien hij verwacht dat er een redelijke kans is dat hij zijn onderzoeksin­
spanning kan terugverdienen. 

Oat terugverdienen kan hij doen door zelf de produktie ter hand te 
nemen danwel door een ander door middel van een licentie het recht te 
geven te produceren. Via een licentievergoeding, die per definitie redelijk 
moet zijn omdat hij anders geen ge'interesseerde wederpartij zal 
aantreffen, kan hij het rendement op zijn onderzoekswerk halen. 

c. Het kwekersrecht 
In de steer van de plantenveredeling bestond eveneens de behoefte 

aan de bescherming van de ontwikkelaar van een ras. Op dit specifieke 
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terrein heeft echter van oudsher de gedachte vooropgestaan. dat de 
veredelaar weliswaar bescherming verdiende, doch dat anderzijds de 
belangen van de voedselvoorziening en daarmede van de land- en 
tuinbouw vereisten, dat op basis van beschermde rassen nieuwe varie­
teiten zouden kunnen worden ontwikkeld, die op hun beurt bescherming 
verdienden. 

Anders immers dan in het octrooirecht, waar van tijd tot tijd op basis 
van een anders uitvinding wordt voortgeborduurd, is dat bij de planten­
veredeling regel. Eveneens speelde een rol dat hier vaak van stapsge­
wijze verbeteringen sprake is, zodat vereisten van inventiviteit en 
nieuwheid een veel geringere rol kunnen spelen dan in het octrooirecht. 
In beginsel komt elk voordien niet bestaand ras voor kwekersrecht in 
aanmerking. In beginsel, want voor lang niet aile gewassen staat 
kwekersrecht open. Nederland en een aantal andere UPOV-Ianden 
werken met beperkte lijsten. 

De bescherming die het kwekersrecht biedt is derhalve beperkter dan 
die van het octrooirecht: de kwekersrechthouder heeft slechts het 
uitsluitend recht op het voor handelsdoeleinden voortbrengen en verhan­
delen van teeltmateriaal van het ras waarop hij het kwekersrecht heeft 
(artikel 40 Zaaizaad- en plantgoedwet). Voor het overige zijn er grote 
overeenkomsten met het octrooirecht. 

d. Samenhang tussen geldend octrooirecht en kwekersrecht 
De ontwikkelingen op het gebied van de biotechnologie maken thans. 

dat een deel van de veredelingsarbeid grotere overeenkomsten gaat 
vertonen met het bijvoorbeeld technisch en chemisch ontwikkelen van 
«uitvindingem'. Dit komt ondermeer tot uitdrukking in de Rijksoctrooiwet 
en het Europet!S octrooiverdrag, die beide weliswaar bepalen dat octrooi 
op planten- en dierenrassen en op werkzaamheden van wezenlijk biolo­
gische aard niet kan worden verleend doch dat dit niet geldt voor micro­
biologische werkwijzen en de daardoor verkregen voortbrengselen 
(artikel 3 Rijksoctrooiwet, artikel 53, Europees Octrooiverdrag). 
Overigens blijft daarbij de vraag actueel of, gelet op de eisen die aan 
octrooieerbaarheid overigens worden gesteld, voor deze werkwijzen, en 
hun voortbrengselen ook steeds octrooi zal kunnen worden verleend. 

Ontwikkelingen in internationaal verband 

e. UPOV- en EEG-voorstellen 
De werking van de hierbovengenoemde artikelen van Europees 

Octrooiverdrag en Rijksoctrooiwet heeft echter slechts betrekking op een 
deel van de problematiek. Ook in de steer van het kwekersrecht zelf, dus 
op het ni.·'lau van plantenrassen gaan steeds meer stemmen op die 
betogen dat de positie van de kwekersrechthouder ten opzichte van 
volgende veredelaars te zwak is. Zowel in EG-verband als in het kader 
van het Verdrag inzake de bescherming van kweekprodukten (UPOV) 
wordt daarom thans aan een versterking van de positie van de kwekers­
rechthouder gewerkt, langs de volgende lijnen: 

- kwekersrecht zou voor aile gewassen moeten worden opengesteld; 
- het zogenaamde «farmers exemption» moet worden beperkt tot 

datgene wat het oorspronkelijk was: het recht om voor eigen gebruik een 
deel van de oogst achter te houden als teeltmateriaal; 

- de omvang van het kwekersrecht moet worden vergroot, waardoor 
het zich niet aileen uitstrekt tot teeltmateriaal, maar eveneens tot bijvoor­
beeld plantecellen, andere plantedelen en planten tot en met het 
eindprodukt; 

- er moet nadere invulling worden gegeven aan de zogenaamde 
«minimum distance)), de mate waarin een ras van zijn voorganger moet 
verschillen om voor kwekersrecht in aanmerking te komen; 

- er dient een «afhankelijk kwekersrecht)) te komen. 
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Deze laatste onderdelen behoeven, mede gezien hun samenhang. 
enige toelichting. Zoals gezegd kan bij de huidige stand van zaken een 
ieder voortborduren op eens anders beschermd ras, zonder dat daar een 
recht op vergoeding voor de kwekersrechthouder tegenover staat. Reeds 
door een minimale variatie aan te brengen kan een nieuw ras ontstaan 
waarvoor kwekersrecht kan worden verleend en dat zodoende in recht­
streekse concurrentie treedt met het eerste ras. dat wellicht ten koste 
van grote financii:de inspanning en langdurige research is ontwikkeld. 
Teneinde hieraan het hoofd te bieden werkt men in UPOV-verband aan 
een zogenaamd «afhankelijk kwekersrecht», waarbij de volgende 
kwekersrechthouder een redelijke vergoeding aan zijn voortganger moet 
beta len. 

Daarnaast wordt de eis van een zekere «minimum distance>> gesteld, 
een eis welke in zekere mate overeenkomt met die van «nieuwheid» zoals 
het octrooirecht die kent. In onderling verband leiden de eis van de 
«minimum distance>> en het afhankelijke kwekersrecht er toe, dat niet elk 
ras dat slechts een zeer gering verschil ten opzichte van zijn voorganger 
vertoont, door kwekersrecht wordt beschermd en dat, wanneer 
bescherming door kwekersrecht plaatsvindt, de ontwikkelaar van het 
voorgaand ras een redelijke vergoeding kan krijgen. Op deze wijze wordt 
getracht een evenwicht te vinden tussen de belangen van de ontwik­
kelaar van het eerste ras en de belangen van volgende veredelaars, 
telers, consumenten en de samenleving in het algemeen. lmmers, bij een 
te grote bescherming stopt de ontwikkeling van nieuwe rassen evenzeer 
als bij een te geringe bescherming. 

De Commissie van de Europese Gemeenschappen heeft eind 1988 een 
ontwerpverordening voor een gemeenschappelijk kwekersrecht 
opgesteld, die van nagenoeg dezelfde uitgangspunten uitgai.!t als die 
welke in UPOV-verband thans actueel zijn. 

Voorts heeft de Commissie eind 1988 een ontwerp-richtlijn opgesteld 
betreffende de besch~rming van biotechnologische uitvindingen. 

De Commissie beoogt daarmede: 
a. een eenduidige interpretatie te bewerkstelligen binnen de 

Lid-Staten van de betrokken bepaling van het Europees Octrooiverdrag 
(EOV), en 

b. gemeenschappelijke regels vast te stellen die in nationale regel­
geving zouden moeten worden vastgelegd, ten aanzien van onderwerpen 
die nog niet, o·: niet op adequate wijze, in het EOV en nationale 
wetgeving zijn vastgelegd. 

Een communautair standpunt is wenselijk. Thans zijn uiteindelijk de 
rechterlijke instanties van de betrokken Lid-Staten vrij om de bestaande 
regelgeving te interpreteren. Een overeenkomstig het EOV door het 
Europees Octrooibureau verleend octrooi kan in de verschillende 
Lid-Staten alsnog worden beoordeeld op zijn geldigheid en reikwijdte. 
Het zou strijdig zijn met de rechtszekerheid indien de principiele vraag 
tot hoe ver het octrooi op plantaardig materiaal reikt per land 
verschillend zou worden beoordeeld. Dat staat ook haaks op de gedachte 
van de gemeenschappelijke markt. A fortiori is het in het zicht van 1992 
ongewenst dat de Lid-Staten nu nog afzonderlijk via wetgeving een eigen 
invulling zouden gaan geven aan het vraagstuk van intellectuele eigen­
domsbescherming van (genetisch materiaal van) planten. 

Reikwijdte en afstemming van octrooi- en kwekersrecht 

f. Toekomstig kwekersrecht en octrooi 
Op het gebied van levende materie wordt zoals eerder vermeld veel 

onderzoek verricht naar de dragers van erfelijke eigenschappen. Dit 
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onderzoek kan leiden tot het isoleren, beschrijven en toepasbaar maken 
van bestaande, maar niet eerder gekende, genen. Daarnaast wordt 
gewerkt aan het ontwikkelen van nieuwe genen. Het resultaat van dit 
onderzoek, een gen. kan, mits nieuw en inventief, in aanmerking komen 
voor octrooibescher11ing. In zo'n geval kan de exploitatie van het gen 
door derden slechts met toestemming van de octrooihouder plaats­
vinden. 

Onderzoek op het gebied van planten strekt doorgaans tot het 
inbrengen van nieuwe eigenschappen in bestaande rassen. De kweker/ 
octrooihouder zal zijn onderzoekskosten moeten terugverdienen door 
middel van de exploitatie van deze nieuwe rassen. Hij brengt het nie~we 
ras daartoe in het verkeer, waartoe hij onder het kwekersrecht een 
exclusief recht heeft. De vraag die thans met name in internationaal 
kader aan de orde komt is hoe nu de reikwijdte van het octrooi op het 
gen en de rassenbescherming onder het kwekersrecht zich met elkaar 
verhouden. In het beschermde ras zit immers een octrooirechtelijk 
beschermd gen. 

Bij de beantwoording van deze vraag geldt als randvoorwaarde, dat de 
voorziening van de markt met teeltmateriaal tegen redelijke voorwaarden 
verzekerd is (vgl. art. 42 Zaaizaad- en Plantgoedwet). 

Aan deze randvoorwaarde kan slechts worden voldaan, indien aan 
twee secundaire voorwaarden wordt voldaan. 

1. De biotechnoloog en de plantenveredelaar moeten voldoende 
terugverdienmogelijkheden hebben. lmmers, indien de vaak hoge ontwik­
kelingskosten van nieuwe varieteiten niet kunnen worden terugverdiend 
stopt de ontwikkeling. Er zal dus moeten worden voorkomen, dat 
anderen van de uitvinding kunnen profiteren zonder dat daar een 
redelijke vergoeding voor de cuitvinder» tegenover staat. 

2. Anderzijds moet worden voorkomen, dat de uitvinder vanuit zijn 
bevoorrechte, beschermde positie door het stellen van onredelijke eisen 
de voorziening van de markt met teeltmateriaal in gevaar brengt. 

In het kader van het bestaande kwekersrecht is ieder vrij bestaande 
plantenrassen als uitgangspunt te nemen voor het ontwikkelen van· 
nieuwe rassen. Hierdoor wordt een concurrent/veredelaar in staat 
gesteld een recht te verkrijg.m op een «nieuw» ras, dat wat erfelijke 
eigenschappen betreft, voor 99% gelijk is aan dat van zijn voorganger. 
Het hoeft slechts op een enkel punt van zijn voorganger te verschillen om 
kwekersrecht te verkrijgen. De 99% overige eigenschappen, waarin vaak 
de voor de land- en tuinbouw wezenlijke eigenschappen liggen besloten, 
kunnen zonder enige vergoeding door de «nieuwe» rassenontwikkelaar 
worden overgenomen. Ook afgezien van de ontwikkelingen op het gebied 
van de biotechnologie, heeft dit in kwekerskringen tot toenemende kritiek 
geleid. Het doet immers geen recht aan al het werk dat door de 
oorspronkelijke kweker is verricht om de bijzondere overige eigen­
schap(pen) in te bouwen. In het navolgende zal daarom worden 
uitgegaan van een, zeals hiervoor onder e. aangegeven, verstrekt 
kwekersrecht. 

In die situatie zal de relatie tussen de octrooihouder op het gen en de 
opvolgende kwekersrechthouder(s) er als volgt uit zien: 

- In de eerste plaats staat het zowel onder het octrooirecht als onder 
het kwekersrecht een ieder vrij met planten, waarin een geoctrooieerd 
gen/werkwijze of die als zodanig zijn gepatenteerd te experimenteren 
teneinde te trachten een nieuw commercialiseerbaar ras te ontwikkelen. 

- Voor dat ras kan kwekersrecht worden gevraagd. Noch het Europees 
Octrooiverdrag, noch de UPOV-conventie (of de Zaaizaad- en Plant­
goedwet) verzetten zich daartegen. 
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- Voor de commercialisatie van dit nieuwe ras is toestemming van de 
octrooihouder nodig indien de geoctrooieerde vinding, of dit nu een gen 
is of zich uitstrekt tot planten, daarin voorkomt. 

- Voor volgende veredelaars die dit ras als uitgangspunt kiezen voor 
verdere veredeling is het voorgaande opnieuw van toepassing: zij mogen 
vrijelijk experimenteren en kwekersrecht vragen, maar voor eventuele 
commercialisatie moeten zij bij de octrooihouder te biecht indien het 
geoctrooieerde gen in de planten van dat ras voorkomt. 

- De niet-geoctrooieerde genen in de plant vallen niet onder het 
octrooi en blijven dus volledig vrij beschikbaar, ook voor commerciali­
satie. 

Globaal bezien lijkt op grond van het voorgaande een werkbare 
afstemming te zijn bereikt: de ontwikkeling van nieuwe rassen is vrij. de 
octrooihouder kan een redelijke vergoeding voor zijn uitvinding bedingen. 
Nadere beschouwing Ievert echter een aantal mogelijke knelpunten op: 

De octrooihouder is niet verplicht mee te werken aan het verlenen van 
licenties. Dit heeft tot gevolg dat: 

- hij de prijs van de licenties zo hoog kan stellen, dat deze prohibitief 
is; 

- hij bij het al dan niet verlenen van licenties zijn eigen «policy» kan 
volgen; 

- hij in het geheel geen licenties kan verlenen om uitsluitend zelf te 
exploiteren, mogelijk tegen en exorbitante prijs; 

- de veredelaar er niet bij voorbaat zeker van kan zijn, dat hij de door 
hem uit de geoctrooieerde plant ontwikkelde rassen ook zal kunnen 
exploiteren. 

De Nederlandse octrooiwetgeving kent daarom een aantal mogelijk­
heden teneinde zeker te stellen dat octrooien ook inderdaad worden 
toegepast en dat geoctrooieerde werkwijze en produkten voor verdere 
ontwikkeling beschikbaar blijven. Daar is in de ee.-ste plaats de indivi­
duele dwanglicentie in het algemeen belang (artikel 34, eerste lid, Rijks­
octrooiwet). Voorts de individuele dwanglicentie wegens «niet gebruik11 
(artikel 34, tweede lid). Tenslotte de licentie ten behoeve van «afhanke­
lijke octrooiem1 van artikel 34, vierde lid, van de Rijksoctrooiwet. Dit 
laatste correctief komt erop neer, dat de houder van een octrooi verplicht 
is licenties te verlenen aan de houder van een volgend octrooi, indien die 
licentie voor de toepassing van dat octrooi nodig is. Houder van laatstge­
noemd octrooi is verplicht wederkerig licentie van zijn octrooi te 
verlenen. 

Synthase 

Naar onze mening dient de verhouding tussen octrooi- en kwekers­
recht tangs de weg van artikel 34, vierde lid, te worden geregeld. Dit zal 
kunnen geschieden door het verlenen van licentie eveneens verplicht te 
stellen indian zulks nodig is voor de toepassin:J van een verleend 
kwekersrecht, zij het dat daarbij niet. of niet aileen aan wederkerige 
verlening van kwekersrecht moet worden gedacht, doch (tevens) aan een 
redelijke vergoeding jegens de octrooihouder. Deze lijn komt overeen 
met de lijn die de ontwerp EEG-richtlijn inzake de bescherming van 
biotechnologische uitvindingen op dat punt volgt. 

Hierbij vallen een aantal kanttekeningen te plaatsen. 

- Een dergelijke constructie kan slechts functioneren bij een als 
hierboven, in onderdeel e, aangegeven, versterkt kwekersrecht, dat 
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• 'n bovendien voor aile cultuurgewassen open staat. lk streef er dan ook 
naar, zowel in EG- als in UPOV-verband de besluitvorming in die richting 
te bespoedigen. Voorts wordt overwogen op korte termijn het Kwekers­
rechtbesluit 1975 zodanig te wijzigen dat kwekersrecht voor aile cultuur­
gewassen open staat. 

- Hoewel de ontwerp EEG-richtlijn inzake de bescherming van 
biotechnologische uitvindingen, zoals gezegd, de verhouding tussen 
octrooi- en kwekersrecht langs dezelfde lijn regelt, komen daarin toch 
enige bepalingen voor die tijdens het overleg nog opheldering behoeven. 
Zo kent de ontwerprichtlijn op dit punt een wachttermijn van drie jaa.r 
Een dergelijke termijn kende ook de vroegere Rijksoctrooiwet en het 
oorspronkelijke ontwerp van de Zaaizaad- en Plantgoedwet, doch deze 
termijnen zijn geschrapt omdat zij geen functie hadden. De ontwerp­
richtlijn dient op dit punt te worden aangepast. 

- Voorts geldt de verplichting tot licentieverlening volgens de 
ontwerprichtlijn aileen, indien het ras c<een wezenlijke technische 
vooruitgang» betekent. Aangenomen moet worden, dat bedoeld is 
hiermee een aspect aan te duiden dat enige overeenkomst vertoont met 
de «minimum distance» in het huidige UPOV-verdrag en de ontwerp 
EEG-verordening inzake communautair kwekersrecht. lk ben dan ook van 
oordeel, dat een dergelijk aspect in de steer van het kwekersrecht tot 
gelding dient te komen. 

- In elk geval brengt het voorgaande met zich mee, dat formeel 
wijziging van Rijksoctrooiwet en van de Zaaizaad- en Plantgoedwet 
noodzakelijk is en dat materieel mogelijk nieuwe kaders moeten worden 
geschapen om deze nieuwe belangenafweging gestalte te geven. 

Samenvatting 

Samenvattend komt de door mij voorgestane lijn op het volgende neer: 
- Het kwekersrech~ moet worden versterkt, met name door het voor 

aile gewassen open te stellen en een afhankelijk kwekersrecht te creeren 
- Rassen of groepen, hoger dan rassen, kunnen als zodanig niet 

geoctrooieerd worden. 
. - Octrooi op biotechnologische werkwijzen is mogelijk (zie artikel 3, 
tweede lid, Rijksoctrooiwet). 

- Een dergelijk octrooi werkt door op de voortbrengselen van die 
werkwijze, dat wil zeggen op het gen en op planten die c 3t gen bevatten. 
Voor het ras dat door deze planten eventueel wordt gevormd kan 
kwekersrecht worden verleend. 

- Een dergelijk octrooi werkt vanzelfsprekend niet door op planten die 
dat geoctrooieerde gen niet bevatten en op het overige erfelijk materiaal 
in planten die het gen wei bevatten: het overige erfelijke materiaal is dus 
volledig vrij. 

- Het geoctrooieerde materiaal is vrij beschikbaar voor onderzoek en 
ontwikkeling en voor het aldus ontwikkelde ras kan eveneens kwekers­
recht worden verleend. 

- Voor de exploitatie van dat kwekersrecht is toestemming van de 
octrooihouder in de vorm van een licentie nodig. 

- De ervaringen in het octrooirecht tot op heden geven aanleiding om 
te veronderstellen dat licentieverlening zonder tussenkomst van de 
overheid of een rechterlijke instantie regel zal zijn. 

- Voor de gevallen waarin dat niet of niet voldoende blijkt te 
geschieden wordt artikel 34, vierde lid, van de Rijksoctrooiwet zodanig 
gewijzigd, dat ook ten behoeve van opvolgende kwekersrechten tot het 
verlenen van licenties kan worden verplicht onder wederkerige verlening 
van kwekersrecht, tegen redelijke vergoeding of een combinatie van 
be ide. 

- Dit laatste vergt voorzieningen in de steer van de uitvoering {beoor­
delende instantie{s). beroepsmogelijkheden), welke nog nader d1enen te 
worden bestudeerd. 

- Dit standpunt zal in internationaal verband worden uitgedragen. 
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ANNEX 2 T 

Non-official translation of the "Samenvatting" (Sunmary) on page 

8 of the letter from the Netherlands "Minister van Landbouw en 

Visserij" (Minister for agriculture and fishery) and "Staats­
secretaris voor Economische Zak.en" (Undersecretary for Economic 
Affairs) to the Parliament of the Netherlands dated June 
23, 1989 (Number 19744, Nr. 4) (Annex 2 0). 

1. The plant 

for all 

bre~ders right must be strengthened by opening it 

plant species and by creating a dependant plant 

right. breeders 

2. Varieties or groups, higher than varieties, can not be 
patented as such. 

3. A patent for a biotechnological process is possible (viz. 

Netherlands Patent Act, art. 3(2)). 

4. By elaboration such a patent protects also the products of 

such a process, i.e. the gene and plants, containing that 
gene. 

5. It is evident that such a patent neither protects plants not 
containing the patented gene, nor the further genetic material 

of plants containing that gene; so that further material is 

fully free. 

6. The patented material is freely available for research and 
development and for a variety developed by using such 
material, a plant breeders right can be granted. 

7. For exploitation of such a plant breeders right a licence from 

the patent owner is necessary. 

8. From experiences in the patent field it is expected that as a 

rule such a licence will be granted without intervention by 

Government or a Court. 
UPOV/PERIZONIUS, Comments on CAJ/XXIV/4, Annex 2 T ••• / 2 
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9. For those cases where such a licence is not granted voluntari­

ly, art. 34(4) of the Netherlands Patent Act shall be amended 
in such away that for the sake of exploiting a plant breeders 
right a compulsary licence can be granted with a reciprocal 
licence under the plant breeders right and eventually 
reasonable compensation. 

10. Details for such a procedure still have to be studied. 

11. This point of view will be disseminated internationally. 

UPOV/PERIZONIUS, Comments on CAJ/XXIV/4, Annex 2 T 
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»lrecti• Jurldlaahe au 
Bedrijfan~ganisatarlacha Z&ken 

J. 898637 
~ 

792206 

October 17th, 1?8? ......... 
1 

on behalt also o£ the Klnister of Economic Affairs I hereby i~ora 
you of the following. 

1 bavc taken nota v~th inter••~ ut the draft ~•morandum prepared 
by tbe O~t1ce of UPOV in cuop•rMtlon with the International Bureau 
of VlPO concerning the interface between patent protection and 
plant breeders• rights (CA1/XX/IV/4). Tla• draft; meaorandua 
provides a elear 1nsighc inl.u uul.l& pro1:ection •y•t:ema. Tha 
examples: menc1oned 1n Annex II c:an u~ regarded. as a valuable basi• 
for fur~er discusaion. 
The d1s~ss1on concerning th1s subject matter has reaultad in the 
Netherl~da in a memorandum of the Kinis~•r u! A&ricultura and 
1''1sher1es and. the Minister of Ec:ouoD&lc Affairs to be presented to 
Parliament. An English translation of the memorandum concerned is 
Pnnln~:nd. 
In shore, the memorandum sets out the follow~ng course. The Dutch 
government feel5 that two conditions play an important role in the 
relationship between the scope of the patent on the gene and the 
proteet1on of plane var~eties under plant breeders' right•. 

- The inventor and the plant breeder mu.t be able to recover tha 
costs incurred for chair new prucluc:L~r. It 1:be often substantial 
devel~pment costs of new v~rieciea cannot be racovcrocl, 
developmont will be stopped. Ic is therefore to ba avoided that 
other parties benefit from the tnven~luu wichout there bein5 
aqu1t.ble remuneratio11 for th• •inventor•. 

- It ts to be avoided that the 1nvenLu.: laaa such a pr!.viles•d and 
prote¢ted posicion as to jeoparcllze the ~arket supply ot 
prop•$•t1ng macer1al by making exceaaiva dcmAndo. 

- To • 
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To this purpose it 1& necessary to strength•n plant breeders' 
ri,ht and modify patent law. 
A• far as pacenc law is concerned iL ~hould be nutod chat in the 
existing legal sy~tem a plant breeder can make fre• use of 
patented material for research and dev~lopment of a ncv variaty. 
For the variety thus developed ho can apply for bracders' righes. 
The plant breeder is !aced with pat•nc law only whon h• decides 
to exploit the new variety. He neads tha con••nt of tha patAnt 
owner in the form of a licen~e for exploitation of the new 
variety. However, it is Lo be avoided that tha plant breedA~ 
cannot be certain of the pussibility to exploit the varicti~A 
which he developed on che basis o! the patanced plant. In tho•• 
cases in which che grant of licence is withheld or effected 
inadequately. it is necessary to incorporate in patent law that 
for the ~ene!ic of subsequent breeders' r1Jht• the grant of 
licenses can be made·compulsory under reciprocal &rant oC plant 
breeders' right, against equitable remuneration or a combln•tion 
of both. Patent law will have to be altered to this effect. 

The strengthening of breeders' right• involve• the following: 
• 8reed-rs' rights is excended to all ~ocanical speciee. 
• The (so-called) • fat1Ders' examption• 11houlcl only exLtmd to the 

rl&ht to recoin for private use part o£ ~ •• crop •• propagatin& 
material. · 

• The scope ot the plant breeders' rlgl1ts should be enlarged, ao 
that 1t extends not only co propagaLln5 11Ulterial, but 11lao to 
for ittstance planc·cells. other parts of plant and plants up Lu 
and 1mclud1n& the end product. 

• A further definition of the "m1n1mum distance•, the d•&ree to 
which a variety differs from its predecessor, l• de•irable. 

• A "dependent breeders' right• is necessary. n,i• implies thaL 
!or the exploitation of a plant variety, which differs only 
sligh~ly from che parent plant variety and which ls protected 
under plant breeders' right, the own~' of plant br~edura' 
rights of the parent plane variety i» •ntl~led to recuivo 
~~uiteble remuncrQtion. 

As has been stated, the examples included in Annex II provide 
room fQr discussion on this subject matter. Ve propose Lo odd 
another example. This example is based on the Dutch point of view 
as ala~orated above. Although example 4 of Annex II provides an 
adequa~e basis for reaching a realistic solution, we propose to 
include a fifth example. This •~ample provides for a •tatutory 
obligaqion to grant a licence, if this is necessary for the 
exploiuation of a granted breeders' right. Subject to the 
content• of the ~laim, the patenL uwner can havo 4 plant 
breede~s' right as described 1n •~ample h. 

• The • 
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The advantages described ln tbv pos•lble consequences in 
example 4 also apply to the pruposecl fiC&;b example lJolcnr. The 
changel tn 'Plant lJt"eedera' rlaht •• aentionAd. in Lh• exe11plea aro 
of an es•ential nature. They are a~ prosenL bein5 prepared in the 
context of UPOV. 

In abort eM4mple 5 for Annex II 1s as ¥ollowa: 

1. Ch3nges in plane breeders' ~lghts 

• Availability of plallt breeders • X"i&ht for all bot.ninal 
species. 

• Ektens1on. o! the scope o£ plant breeder•' right so that 
plant cells, other plant parts and plant• up to and 
~eluding the (end) product eoae under th• scope of plant 
~eeders• t"ight. 

• Creation o! a •dependent breeders' rllbt•. Thia involves 
Chat for the exploitaLlon of a plant ~ariety, which 
~iffers only slightly rro• the parent plant varioty and 
~hich is protected under plant breeders' right, the owner 
Qf breeders' right of the parent pl•nt variety should 
faceive a~uitablc romunara~ion. 

!I. To aaintain tla~ except ton that plant varietie• and .. thods 
of an essentially biological naaare tor Llae proc:l\&ctlon of 
plant varieties ·are not el1glble for pa~ent. 

111. To maintain that plant varietiee as a\&ch can only be 
prftected via plant breeders' right. There is no objection 
•s•inat patent cla1ms reaulclng in pro&.•ction o£ plant• aa 
such. 

IV. Changes in patent lav 

- fo introduce the poss1b111ty of a scat\&tory obll&aCion eo 
• srant a l·icence if such is required for Llus e1tploltation 

of a gran~ed ~reeders' rishc. 

Aa has been stated, this •~ample bAa vi~tually the aa.­
conaeq~ences as example 4, but example 5 baa the added •dvantage 
that in patent lav only the grant of licence needs to be 
modlfi•d • 

. I . 
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I hope to have been able to aakM an effective contribution 
tovardl aoaplementlt~ the aeaorandua (CAJ/XXIV/4) and the 
d1scussSqn concern1n& che coordlnation betwe•n pat-nt law and 
plant br~eder•' r1ght and antie1pate the incluaion of thia 
contr1buc1on in the bate•. 

ICULTURE AND FISHERIES, 

w--• 
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Memor~ndua of the Ministry of Agriculture an~ Fisheries and tho Kiniatry of · 
Economic Affairs of the Mot~e~landa 

On th~ cnnrdln&tion of patenL law and plant breeder•' riahta 

Present state of affairs 

1... 1Unr.~:chnol0 &icgl n••«Sih 

Rtnlechnolo,ical research has evolved rapidly in recent yeara. Until a fav 
years ago this particular field of resear~l1 was aainly concernod with an 
examination o! the prace1ca1 uses uC microorganlsma. Tho results of this 
r.e•earch, new and 1Tl'ftntiv• processes •nd products, are patentable. Howevar, 
the research 1nto practical uses of other 11vins matter·- including planta, 
pArts of plants and particularly tho•-= parts poasessin& df.atlnctlve 
character1St1c8, i.e. ~e senetlc MM~~CCial - is noV increasln&ly expandln&• 
The Netherland• is in the forefront of this develupment. The promotion of 
research and develop .. nt aativitle• in the field ul biotechnolo&Y ia one of 
the focal poinla ot tha technological pol1ey. The principlv ut th1a policy 1• 
that the Netherlands should be able to maintain lts leading pu¥1L1on in thoao 
areas Where she has aanagecl to lead the field . .An lDipurL•u\~ consideration is 
that the results of ~e research are •ble to make a fundamental contribution 
to public healtb (e ·&· aedicine•), ~11111 •nvironment ('t'aduetioa of the vasto 
problem, both by means of introducing b1odegradabllll wMya of waste di•poaal, 
aa well as by means of the reduction of animal waste), aud t.lae •&ricultural 
sector (nev, h1gh•yieldtns plant. vaJ:lt~Lles, higher dinase resistance · which 
may incidentally also belp to force back Llnt \lllill uf pesticides • and more 
generally a ~aster develu..,nuwL u! ucw plant varieties which meet the 
requirements of both arower and consumer). lL 1• of &reat igportance that the 
Net-herland-s do not become cSepenc.tvnr.. un Curci5n compani•• £or the advent•&•• 
provided by blotechDDlocl.cal rtt~wMc~l&. The international co.apetitive 
pos1t1on, not only of dle lndu»l..ty ~•r;ry1u~ out biotachnoloslcal research, 
but also of the ag-ricultural sec&.or wlal~l• ccllea on this research, has to be 
aaintained and anhaaccd wh~rc poooiblo. 

n1e protection of research findln&• by .. cans of intellactual property 
proLect1on is an esuncial componenL oC Lhla policy. 

b. Patent lay 

With re5ard r..o all Inventions susceptible Lu application, patent lev aims to 
srant the lnvant:or t:he exclusive rl&ht: t:o exploit hla~ invention durin& a 
particular period. AD exclusive right mean• c..h .. cl&ht. to prohtblt other 
parties from commercially explol&.lng 1111 luvcut1on without: the consent o£ t:he 
patent holder. Research on and clevttlupaut~ut of the pat•nted process o'" the 
p11LauLed product; are, however, permitted. 

The 1nventor carries out hls research because he expec~• • demand for hia 
invention, and the decision t:o proceed wlLh lal&h-cost reeearch la made only 
when he is reasonably conrtdent he will bv 11ulc to recove't' the costa of hia 
research effort. 

He can recover hl8 lnvaaLm~n~ •1ther by taking eharge of production 
himself or by crant1n& another parLy • licence to manu£acture. By acana o£ • 
royalty payment, which by definition must be equitable because he wo~ld not 
be able to find an lncerested party otherwise. he can expect a recurn on hi• 
ro•oarch actlvlti••· 
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c. rlant brsedero' rigb~l 

In the fj~ld ot plan~ breedtn~, ~uu, ~ere exiatod ~he need for ~ha 
protection of the braedar of a variet.y. Hovev•.r:, in t.hia apocific area it va,. 
trad1C1onally felt that although the br•wder doaervod prot•ccion, it val 
likewise in the interelt of the rood supply and consequently of agriculture 
and horticulture that on the basia of pro~•cted variotiee nev varietlea, 
whicb 1n turn 11e-rited protv&:t1on, could be .levelopecl. Unlike t.n pat.wnc law. 
where a patented invention 1• occasionally uaod aa tho boala for another 
fnvr.ntion, this 1• the rule 1n plant breed1nl· AnuLher factor vaa that there 
are usu~lly stap-by·step 1mprovemenca in plant breeding, •o ~hat requir~~•t.• 
of Inventive step and novelty are far lea» ~elevent than in patent lav. In 
principle each previously non·existing variet.y ia elisible for breedera' 
rights. This ia in principle only, as breeders' ~i&hta are by no aoana open 
to all crops. The Netherlands and a number of other UPOV countries employ 
r .. •tr1~tad lists. 

The protection offered by plant. breeders' rlghca ia therefore not aa 
extensive as the protection offered by patent law: ~he holder or plane 
breeda-ra' ri~hts merely haa the exclusive rlghc to comm•.r:cially produce aDd 
market propagating material of the variety for which he has ubtained plane 
breeders' rights (article 40 of the Plant Varieties and Seeds Act). OLLerwisa 
there exis~ glwaL aLailarltles with patent low. 

d. Rf!lat:ionship between existin& patent law uud plant bruders • rhhu 

An effect of the developments in the field of blut.•chnology ia that part of 
the work carried out !or purposeful br•wtlln& is beginning to •how groat 
similarities with tor example the technical and cbeml~Ml developaent of 
•inventions•. This ft~ •~pression in che Dutch Pat.en~w Act and the European 
Patent Convention, boeb of which, although they provide LlaML pl-nt and ~al 
varieties and processes of an essentially biological nature arw not eligible 
!or patent, nevertheless state ~hac chis does rauL Kpply to •icrobiologS.cal 
processes or their product• (art1el• ' PaLvut.w Ace, ariel• 53 European 
Patent Convention). In view of the requlrerawnL11 utherwis• u•ed to detorai.nc 
patentability, the question remains relevKnt for that ma~t.•r whether t.heae 
processes and their produces will alwKyw be eligible for patent. 

pevelopmrnts at the international level 

I· UPQV and Community proppsol; 

The above aent1oned articles ot the European Palent Convention and the 
Patents Act, however, only address part of t.law vroble11. In the sphere of 
plant breeders' rights itself, too, on the level of plane varietirt, more and 
110re voices arsua that th& position Of the owner uC vlant braodera 1 righta 
with regard to subsequent breeders ts too weak. Both at Community l•vwl and 
ac the level of the Convention for the ¥rotection of New Var1et1w• uf Planea 
(UPOV) plana are made t:o strengthen the position of the owner of plane 
breeders' r1&hts alona t.lae followin& linea: 
• all crops ohoulcl be eligible for pl•mt breeder•' righta; 
- the so-called •farmer•' axeraptlon• should be 1im1~ed to its ollglnal 

purpoae: the right eo reca1n for p'lvate uae part of the crop aa 
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p~opasetlnt aoter1al; 
- the acope of p~oeeccton of plane breadera• rlal,~• ahould ba enlarged. ao 

that it ex~enda not only to propagatln& materla1, but alao lor example to 
plant c:ells, other parL• of plaac.a and planLa up to and S.ncluclinc the aM 
product; 

- the "n-calleci "m1n1IIWI clUtance•, t:he exL•nt eo whl.ch a variety auat be 
d1stinpatshable froA lta fradecesaor 1n orclar eo b• aligihla for plant 
breeders• ri&hLM, ~equl.rat clo••r definicion; 

• a "dependenL plant braade~a' ~labt• neada to be formulated. 

Partly in view of thalr inL~rrelatioa, the latter pointe naad further 
explanation. ~ baa been noted, p1uLectecl varietS.aM aoy at pr•••nt b~ f~••ly 
used to create a n•w variety, wiebouc there axiatinJ ony rl&ht to 
compensation for the bolder of tb. breeder•' ri&ht•. It only taka• a ainfaal 
variation to create a new ~•rlety wblcb may be eliglble for plant hrccdera' 
ri~hts and Which will be tn direct competition wlUa the pre~lou• vorio~. 
possibly developed at considerable financial effort and after p1·utracud 
research. ln order to redrasa the balance, UPOV 11 formul~Ling a •o-callad 
•dependent breeders' right• whereby the aubsequent holder of plant breeder•' 
rights IIIUSt pay equitable remuneratlotl Lu hla pradeces•or. 

ln addition a certain ••tnlmum 61scance• t• required, which .ore or 1••• 
corresponds with the requirement of •novelty• ln patent l~w. To&ether th. 
requireaents of •stnimua distance• and "dependent breed•l¥' ri&ht• ·~ure 
that not every variety Which differs only alniaally troa ita predac•••or ia 
eli&ible for protection an4 that, if plant breeder¥' rl&hca do apply, Uao 
breeder of the earlier variety 1• entitled to equitable reauneraeion. Iu this 
way an accempt is made to atrilte a balance between L\ae lntere•t:• of eha 
breeder of the ln1t1al variety and the interests ur Mubsequent: ~reed•~•. 
srowers, consumers and the COIIIIunJ.ty lu &•ucral. Doth overprotection aNI 
underprocectton stop Ua• developaent: of new varictieD. 

Towards the end of 1988, t:he Ca.alsston of the European CoNaunitl•• 
formulated a dratt regulation to lay down CommunlL1 plant b~aeders' ~t5~ta 
virtually based on the same prlnclplea aa cbos• now relevanL ln UPOV. 

The Commission furthermore formulated a propo•al for a 61ract:1vo on t:he 
protection of blotechnolo&ical luventions towards the end ur 1gaa. It l• ehe 
lntenelon of the Co-.1aaloh: 
a. to reach a unlfora interpretation within the M•~uer State• of tha relevAnt 

provialon of cha Europeo~~n P .. teot Convanelon (EPC). and 
b. to deteralne Community rules, ~ be lald dowu laa tba national r•JUlotion 

with respect to issues Vh1ch have not yet, or SnadequaLely, been laid clown 
1n cbe £PC and the nat~nal le5ialation. 

lt is desirable to reach • Community positlon ln thlM .atter. At present: the 
judicial authorities of the Keaber State• concerned are lr•• Lu int•rpret the 
present re&ulationl at their discretion. A pacent &ranLvd ~1 the !uropean 
Pat•nt Office ln accordance with the EPC can alway• ba re-ex .. lned ln tbe 
aeparata Kember States on ita validity ancl sc:ope of protecLlun. It voulc! he 
contr&'CJ to le&al cercalnuy if th• fundamental quesLlu&& ae Co l\ov r., Lho 
patent on plant material excends were to be var1ou•ly dutermtned ~y •~~ 
country. This ia also contrary to the idea of Che Common Market. Therefore, 
in vtev of 1992, lt i• undesirable that the Ke.be~ Scatea should at thLe 
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momftnr. tn time give unilateral definicion ~u che iaaue o£ intellaetual 
property pro~eccion of (5enet1c aa~erlal o!) plan~• by ••~ of ••parate 
legislation. 

~COpe o! protection ODd SOgtd1D&%10D of Patent lay and brcedera' riJhtl 

r I Future p1Jsnt breeOers I thhP• and patent 

b 

As hal already been 5e&ted, conslderablu reaear~h h•• been carried out in thft 
field o! living m&tt•r lnLu the carriers of hareditary eharacearisticR. Thia 
research aay Tesult 1n the identification, d••~ription and application of 
existing, but previously unknown, genes. In addition work ia being carried 
ouc co develop new g~nes. The pruuucL of thi• reaearch, a gene, ia, if new 
and inventive, eligible for protect.1ota u.nder patent. ln t:hat c••• the u~;a·ot 
the gene by third parties is pu~s1ble onl1 a!ter the ~onaent o£ tho patent 
holder. Kesearch in the field of planLM u~~lly con,erna th• ln~ortion o£ new 
characteristics in ex1stins varieties. The breeder/patent holder will hove to 
recover h18 research cost• by means of the ex~luitation o£ these nav 
varieties. To that end he will mar~et the new variety, fur which h• has been 
granted exclusive ri&h~ un~er plant breeders• rights. An l~aue which vill nov 
become xelevant especially froa an international angle l• lu 1\ow far the 
scope of patent protection on the gene and tha variety pruLeccion under plant 
breeders• rights relate to each ocher. A!ter all, the pruLected variety 
contains a gene protected by patent. The 11a1ting conu1t1on in settling this 
question is that there aust be an ensured supply or the market vich 
propagating material &~•inst reasonable teras (cf. atLl~l• 42 of the r1anc 
Varieties and See~ Act). 

This 11a1t1n& condition can only be fulfillad if two eecondary conditiona aro 
•e~. 

1. lbe biotechnologtst and the pl¥uL breeder IIUat have sufficient 
opportunit.1es \:0 aake a return uu Lla•l.r inveetmant. For if tha often 
SUbstantial dt!V8lOf-Cnt: COSt;S o[ naw variet:iea ~ennot be Tecovarcd, 
development will stop. It is ~here!ore co be avoided that other parties 
can benefit troll me invention wlLlauul there bein5 equitable remun~ration 
for the •tnventor•. 

2. On the other hand 1t is also Lu be avulded that the 1nvencor, from tho 
vantage point of bls privileged, protecleu posicion, jeopardize• the 
~arket supply or propaaat:ing material by aaking exceaaive demand•. 

The present system of planL breeders• right• alluws the fr•• uae of exiatin& 
plant varieties a• the 1n1tial source for Oaw development of other varieties. 
This enables a competitor/breeder to acquire a !l5ht for a •new• variety, 
which, as far as genetic characteristics are concerned, is for 99t luea\tical 
to t ts predecessor. lc needs only to di.f'!e.t rcu•• ita predec:cssor in on• 
single aspect to be elt8ible for breeders' right•. The other 99,, which often 
contain the characteristic• essential tor agriculture and horLicu1cure can be 
u•ed by the •nev• creator without any cumpwa~atory payment. Even apart; fro~ 
the b1otechnoloz1eal 4evelopments, this staL• ut Mffaira ha• come under 
increasing attack froa brteders' circle•. lc du•• noc do ju.Lice co all t~e 
a!t'ort o! the original bre11ucr to ineert the ocher, spoci•l 
cbaracteTiatic(s). The following discussion Cherefore 1M proaenced Ero• ch• 
perspective oC a strength•ned plane breeders• ri,hL, •• incU.eatecl earlier 
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under e. 
In che c:ase of a a~rengthened plant breedara' rlsht, tl\e ra\ad.oMhlp 

between the holder of the patent on tha gena and Lhe aub .. quent holdar(a) of 
plant breeders' ri~t• vould bo aa followa: 
• F1r¥t, both pat.~nt law an4 plant breeders' righLw allow free M~pori .. nta 

with plants containing a pacenL•d &ena/procew», or planL• pate~t.Ad aa such, 
so tha~ a new marketable yorittr .. y bo O.veloped. 

- Ic b possible to apply for plant breeder•' rights for chat new vodtt;y. 

I 

Neither the European latent Conven~ion, 1\0r the UPOV convention .,., oppoaod 
to this. 

- The 11Uthor1zat1on of dle paL11ut bolder i• roquf red for ~he 
commarr.lalization of che new var!e'X if 1t conL•lns the patento4 tnvanLlon, 
whether ft 11 • a1ngle s•ne or whether it exttnda to plants • 

• For "subsequent breed.ers who sebr:L this varieLx a,; tha ·initlal snu1'ca fo'l' 
£urther breading the abova applies once aore: Lhey can experiment freely 
and apply for plant breeders' riJhts. but in the case of coamerciali%at1on 
they must involve the pacent holder if the patented gene occurs in the 
plants of that new varit~. 

- The non-patented genes in the plant are excluded from patent protection and 
therefore reaain freely available, also for purposes of commercialization. 

It would seem that a workable coordin•Llon haa been effccte4 in chi• vay: ~ha 
development of new varieties is unrestricted. the patent holder can stipulate 
an equitable remuneration for his invention. Clo1er inspection however 
reveals a fev area» uC potential conflict: 

The patent holder is not legally bound to grant licences. na. co~equ.ence 
of this is that: 
- he can charge a prohibitively hl&h price Cur the licences; 

he is free to adopt hls own •pollcy• in granting or viehholding licences; 
- he can withhold licences alto&ether so that he ha• the exclusive ri&ht to 

exploitation. puM•lbly at exorbitant pric••i 
• the breeder cannot .. a rule depend on 1t that he will be able to aarket 

the varieties ha developed on tha basi• u£ the patented plant. 

8acause of this D~tch patent legislation provl~ea a few opportunities to 
ensure that patents are actually used and thaL the patented process and 
products rema11\ available for further developm~nt. First there e~lsts the 
individual compulso~ licence in tha public interest (article 34. paragraph 1 
of the Patents Act). Jext there ia the 1ndlv1dual compulsory licence Cur •non 
usage•(article 34. paragraph 2). Finally there is the licence on behalf of 
•dependency patents• of article 34. paragraph 4 of the Patents Act. The 
latter corrective aeans that the holder of the p•Lcnc 1• le&ally Loun6 to 
grant licences to the holder of a subsequent paL41tnt, if that llc•uco is 
required for the exploitation of that patent. The holder of the latter patent 
1a reciprocally bound to gr¥nL licences on hi• pote~t. 

Synthesis 

The relationship becween patent law and plant breeders' ri&hta should be 
defined in terms of article 34, paragraph 4. This can be real1%ed when the 
&rant of a licence is alst made compulsory 1f iL 1» neceaaary Cur tha 
application of a granted plant breeders' right. although this ahould DOt, or 
not exclu1ively. involve reciprocal grant of plant breeders' right• only. but 
(also) equitable reauneration for the patent holder. This line of approach 

L· j 
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correspon4a v1th the approach tollowe4 by ~. eo..uni~y droft directive on 
the protection of blutecbnolo&ical inventio~ . 

lO 

• Such ft r.onstruet1on can only fw•ct1on 1n the c.se o£ a at~•nsth•n•d plant 
breeden• ri&ht as SndlcM;I..~Il •bove uml~tr a., vbicla shauld fucthcmorA bts 
open for ~11 cult1vat.ed plant•. It is therefocc recomaendau to pro.ot• the 
dec1aion-aaak1ng proc••• along lbaae lin•• both at CoJaNility .1.cve1 and at 
UPOV level. A mod1fjcatluu lu the abort.. Lena of che Plant' RrAAdera' DecrAe 
o! 1975 to such an extent t:ha~ plant brueden' risht. will axt:encl to all 
cultivated plants 1» furthermore heine eo~idered. 

• Although, as has been stated, the Comm~ity dealt 4iroctiva conca~inc the 
protect.{ nn of biotechnolo&lcal lnventiona deUnua che relat..1u&whip between 
patent law and plant: breeders' rlshts alung ch• aame 11noa, there are 
nevertheless a few provisiona which will require further explanation during 
the con5ultation. The draft directive for instance provides for a period of 
three year• on this subj•ct. A similar period vaa provided for in the 
Patents Act and the original draft for the Plant Varieties and Seeds Act, 
but these periods were cancelled because they vere obaolete. The draft 
directive needa to be moGified on thi• poin~. 

- Furthermore, the draft dlractive state• that the obligation to grkut a 
licence only appliea When the nev variety concern• a •fundamental technical 
improvement•. It i• to be as.umed that here an attempt 1• made to refer to 
an aspect which has some similarity with the •ainimua distance• lu the 
pre•ent UPOV convention and the Community draft regulaL1on on Co~dty 
plant breeders' rights. It is strongly recoamen~d that auch an aapect 
should enter in force in plant breeders' ri&)lu. 

• The above means that in any case a formal •odificat:ion of the Patents Act 
and the Plant Varieties and Seeds Act is required and ~hat viable nev 
contexts ought to be created to further define the new constellation of 
interests. 

SWIJ!Iary 

Suaa1ng up. ~h· proposed line or M~proach •••aa in effoct: 

• Plant breeders• r1Jht needs to be strengthened, particularly by .. an. of 
extending it to aU crops and by the creation of a depend•nt plant: 
h~a~d•r•' richt. 

• Varieties or catesories. hisher than var1at1ea, are not 1n them••lv•• 
patentable. 

• Biotecbnolo&ieal processes are eligible for patent (see ar~1cle 3, 
parap5raph 2, Paten~• Aet). 

• Such a patent also extends to the products of thal process, i.e. tho gena 
and the plants containing that gene. Plant breeder•• ri&ht can ba granted 
to the variety potentla11y Curaed by thea• plancc. 

- The patent obviously do~s not extend to plants vhich do ~ contain the 
patented gene or to the other genetic material in plant• which do contain 
the &ena: there is therefore no restriction oa the other genetic aaterial. 

• The patented material t. freely available for reeearch and development and 
the variety thus created is also eligible for plant breeder's right. 

- Authorization by the patent holder by means of a licence is required for 
the exploitation o~ ChMt plane br~ed•~•' ri&ht. 
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• lased on the experiences in patent law u~ ~ ch• present the oxpoctac1on is 
that the &rant of ll~nce v111 •• • ~ule cak- place without cho .. diation 
or Lbe &uthori~fftA or the judiciAry. 

- For the cases 1n which this is not effecLad or effected lnadaquatoly, 
article 34, para&r-Pb 4 ot the Patents AcL will be ~d1f1e4 to •uoh on 
extent that the gran~ uf licences ca&& also be aade compul•ory for the 
bene!1t of subsequent brvvders• rishL• w\der reciprocal &T•nt of plant 
breeders' r1&ht 1 •&•1nsc equitable remunurat1on or a coabinaclon of both. 

• The latter requires prov1a1uns in the exucuc1ve ephcre (exaa1n1ns bodies, 
appeal opportunlct .. ) Which need Lu be •tudied in sreaccr detail. 

- Th1& v1cvpo1"~ w111 b. pr~muted on an 1nternat1cnal level. 

17 October 1989 
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1 INTRODUCTION 

1.01 The Plant Variety Rights Office in New Zealand has consulted with interest 
groups on the overlap between patent protection and plant breeders' rights 
protection for plants over a number of years. It established a working party 
in 1988. That working party held two meetings as a result from which the 
Commissioner of Plant Varieties was able to present a New Zealand position 
to the October 1988 meeting of the Council of UPOV. 

1.02 By 1989 the working party included representatives of plant breeder and 
farmer groups, the Commissioner of Plant Variety Rights, the Commissioner 
of Patents, representatives from the Ministry of Commerce (Industrial 
Property Advisors to the New Zealand Government) and a representative of 
the New Zealand Institute of Patent Attorneys. This paper was commissioned 
following the meeting of the working party on 8 August. 

1.03 Because of the diverse interests represented in the working party discussions 
there was no single view on all of the points discussed. This paper indicates 
where a consensus was agreed to and where divergent views remained at 
the end of the discussion. 

PART/ 

- PATENT AND PLANT VARIETY RIGHTS LAW AND PRACTICE IN NEW ZEAU.ND 

2 PATENT PROTECTION FOR PLANTS 

(a) Patentability 

2.01 The New Zealand Patent Office is unlikely to grant patents for inventions 
involving classical breeding techniques such as selections, discoveries or 
crossings by reason of the lack of inventive step. However, where the 
invention involves the transfer of genetic material into plants, patents have 
been granted claiming as a monopoly: the genetic material itself, the 
transferring vehicle, the method of transferring the genetic material and plant 
material into which genetic material has been transferred. 

2.02 Whether an invention is proper subject matter for letters patent depends on 
the definition of the word "invention". This is defined in the Patents Act as 
being a •manner of manufacture". The legislation makes no express 
exclusion of plants or biological processes. What is or is not proper matter 
for a patent depends on the interpretations of the courts. Where there are 
no directly relevant decisions the New Zealand Patent Office must set a 
policy which it believes follows the principles of the decisions of the courts. 
An invention involving transfer of genetic material into plant material is 
considered to be a manner of manufacture, while classical breeding is not. 

2.03 The position of the New Zealand Patent Office is in sharp contrast ~o that of 
the Australian Patent Office which has allowed patents to new plants and 
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for processes for preparing new plants without making any distinction as to 
how the new plant was achieved. While the legislative definitions of 
•invention" in the two countries are very similar, the New Zealand definition 
and the Australian definition in practice include High Court decisions which 
import binding territorial differences. The last time (1960) that a court in New 
Zealand considered an invention involving a biological process· (the injection 
of an enzyme into livestock prior to slaughter to tenderise meat) it indicated 
in general statements that biological processes and products should not be 
rejected as a class, each application should be considered on its merits. The 
patentability of classical breeding techniques and plant resulting from them 
should be regarded as not finally settled in New Zealand.· 

(b) Inventive Step 

2.04 The existence of an inventive step in relation to inventions involving plant 
material is a question of fact in each case. The question to be asked is 
whether the invention would have been obvious to a person skilled in the art. 
The need for an inventive step acts as a limitation on granting any broad 
patents for a minor or cosmetic change to a plant. As more and more 
genetic transfer techniques and vehicles become known and genes identified 
it becomes increasingly more difficult for inventions to be unobvious. In 
classical breeding techniques a mere discovery with nothing more will not 
amount to an inventive step. However, crossings and selections may involve 
inventive skill and could possibly qualify. 

2.05 

(c) Enabling Disclosure 

A patent is a social contract. In return for a limited monopoly the patentee 
must enable the public to put the invention into practice once that monopoly 
has expired. In New Zealand a patentee must, in the patent specification, 
•particularly describe the invention and the method by which it is to be 
performed" and •disclose the best method of performing the invention which 
is known to the applicant". In the case of inventions relating to plants into 
which genetic material has been transferred the practice of the New Zealand 
Patent Office is to require both a written description and an indication that the 
genetical material is available through -a recognised depository or otherwise. 
The validity of this practice has never been tested in the courts. In 1988 an 
ad hoc government appointed committee report recommended that New 
Zealand should accede to the Budapest Treaty on the deposit of 
microorganisms and to amend the legislation to clarify that such a procedure 
would result in valid patents. 

Some would question whether this is a biological process. 



3 PLANT VARIETY RIGHT PROTECTION 

3.01 The New Zealand Plant Variety Rights legislation has, since 1981, provided 
coverage for all species of plants except fungi, algae and bacteria. 

3.02 The New Zealand legislation also provides reasonably strong protection. 
Acts which constitute an infringement of Plant Variety Rights are as follows: 

(a) Selling or producing for sale reproductive material of a protected 
variety 

(b) Propagating any protected variety of an ornamental or fruit 
producing plant for the purpose of commercial production of 
produce . 

(c) Propagating, selling or using imported reproductive material of a 
protected variety 

(d) Importing produce of a protected variety from a country where 
plant variety protection is not available for that variety 

(e) Using the denomination of a protected variety in connection with 
the sale of another variety. 

3.03 The legislation does allow a farmers' privilege. It has been mooted that this 
privilege might be eliminated in any case where seeds collected by a farmer 
were then sown for the purpose of producing a commercial crop of grain. 
This matter is still being debated between breeders' groups and growers' 
groups. 

3.04 The New Zealand legislation also allows a breeders' exemption. 

4 OVERLAP OF PLANT VARIETY RIGHTS AND PATENTS FOR PLANTS 

4.01 As mentioned above in paragraph 2.01 the New Zealand Patent Office does 
permit claims in patents to plant material into which genetic material has been 
transferred by a molecular biological technique. Any plant breeder who 
without permission produces a new variety which incorporates that genetic 
material would infringe the patent right by sale of the plant. However, there 
is a limitation under the Patents Act to the effect that a claim to a new 
substance shall not be construed as extending to that substance when found 
in nature. If such a breeder had found the new variety containing the genetic 
material existing in nature sale of the new variety would not infringe the 
patent because of this exception to the patent right. 

4.02 ~ While New Zealand legislation does not expressly exclude patenting of plant 
varieties, no varieties have been patented and accordingly New Zealand has 
in practice complied with Article 2(1) of the UPOV Convention. This position 
would change should the Patent Office issue such a patent. Under 
constitutional practice in New Zealand international treaty obligations can only 
be enforced when enacted in domestic law. The Patents Act 1953 was 
enacted much earlier than when New Zealand acceded to the UPOV treaty 
in 1978. The Patents Act has not been amended subsequent to that 
accession. It is unlikely that an attack on the validity of a patent which 
includes a claim to a plant variety would succeed on the basis that New 
Zealand had acceded to the UPOV treaty. 

I ) ·~ 
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5 DEPENDENCY 

5.01 There is no provision in the New Zealand Patents Act for the holder of a Plant 
Variety Right to be able to obtain a non-voluntary dependency licence from 
a patent holder whose patent would be infringed by the exploitation of the 
Plant Variety Right. The compulsory licensing provisions under the New 
Zealand Patents Act do provide for the grant of a compulsory licence if the 
patentee has refused a voluntary licence and the working or efficient working 
in New Zealand of any other patented invention which makes a substantial 
contribution to the art is prevented or hindered. 

5.02 The Plant Variety Rights holder is not necessarily in a subservient position 
in the circumstance just outlined. The patent holder is not able (by virtue of 
the patent) to sell the protected variety without infringing the Plant Variety 
Right. The sensible solution is a cross-licensing arrangement under the two 
rights. The balance struck between the parties will very much depend on the 
value of the transferred genetic material as compared to that of the variety 
into which it has been transferred. 

6 NO PATENT PROTECTION FOR A PLANT VARIETY AS SUCH 

6.01 Some working party members were in favour of the principle that there ought 
not to be patent protection for •a plant variety as such•; but at the same time 
were in favour of the current practice of allowing patent protection for plant 
material containing transferred genetical material. Others found it difficult to 
reconcile the two views. An underlying problem appeared to be different 
understandings of the words •plant variety as such•. 

7 SUMMARY 

7.01 The New Zealand Patent Office refuses patent applications for classical plant 
breeding processes and products of those processes. This practice is 
opposite to that of the Australian Patent Office even though the definition of 
invention is very similar in each country. A relevant New Zealand court 
decision casts some doubt on the Patent Office practice and it may be that 
such inventions can be protected by patents in New Zealand. 

7.02 Patents have been granted in New Zealand for plants into which genetic 
material has been transferred by molecular biological techniques. If there 
were a plant variety right for a new variety incorporating the genetical material 

~ (the subject of the patent) then commercialisation of reproductive material 
of the variety would infringe the patent. On the other hand the patent holder 
would not be able to sell the new variety without infringing the plant variety 
right. This mutual dependency would lend itself to a voluntary cross-licensing 
resolution. 

7.03 The New Zealand Patents Act provides for compulsory dependency licences 
between two patent holders but not between one patent holder and a plant 
variety right holder. 
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PART II 

-COMMENTARY ON ASSUMED SITUATIONS (ANNEX II: CAlfXXN/4) 

8 FIRST ASSUMED SITUATION 

8.01 Referring to change 1 New Zealand already does provide plant variety 
protection for all botanical species. 

8.02 There was support for suggested change 2 with a proviso from farmers who 
wished to retain the farmers'privilege. It goes beyond what the New Zealand 
law presently covers assuming that "material" has the broadest definition in 
the proposed Article 2 for the UPOV Treaty (10M/IV /2 of 22 June 1989). 

8.03 Change 3 was a change supported by all of the interest groups represented. 
The only reservations were in respect of a satisfactory definition of the words 
•essentially derived". 

8.04 Change 4. As indicated earlier there is as yet no consensus in New Zealand 
as to whether Article 2(1) should be retained or removed. The suggested 
collision norm would be an introduction of what amounts to a breeders 
exemption under the Patents Act. This should be contrasted with change 3 
of this assumed situation by which the breeders exemption has been 
eliminated from Plant Variety Rights. Such a collision norm would represent 
a significant weakening of patent protection and an active discouragement 
to plant breeding using molecular biological techniques. 

8.05 Another possible effect of such a provision would be that patent holders 
would be less likely to make their genetic material available to other breeders. 
Patentees would be precluded from being able to exploit their patents 
through reproduction of plant material while breeders who develop new plant 
varieties and acquire plant breeders' rights would be entitled to preclude the 
patent holders. This would be a strong disincentive to making the genetic 
material available to other breeders. 

9 SECOND ASSUMED SITUATION 

9.01 

.;, 
' 

Some members of the working party understood the proposal to remove 
•Any exclusion of plant varieties .... .from patent protection" as allowing the 
patenting only of varieties that clearly and without doubt meet the patenting 
requirement such as reproducibility and inventive step. On the other hand 
at least one member interpreted the proposal as opening the door to 
patenting of many or all varieties, including the products of classical breeding 
techniques which under a conservative as opposed to a liberal interpretation 
of patent law, would not be patentable. Because of this difference in 
understanding it is difficult at this time to comment on some aspects of the 
proposed changes with a single consensus voice. Bearing the above in mind 
it may be noted that changes 1, 2, 3 and 4 are already the case, wholly or 
largely, under New Zealand patent law. 

9.02 The concern expressed in consequence 2 concerning the wide scope of 
protection in relation to a species or to complete taxa of a higher order is 
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perhaps overstated. The policy of the New Zealand Patent Office is to 
examine very carefully the scope of protection for which ''fair basis· can be 
found in the specification. Where an invention is not of a pioneering nature 
the scope of protection is limited to processes and products which are 
specifically exemplified. · 

9.03 There was no final consensus as to whether dependency licences (change 
6) should be voluntary or non-voluntary. There was a general consensus 
that any non-voluntary dependency licence should provide an adequate 
return for the licensor. 

9.04 The validity of the comment that there is a legal certainty in protecting plant 
varieties within one system is open to question. In any infringement suit it 
is open to the defendant to seek revocation of the Plant Variety Rights grant. 
A Plant Variety Right has a presumption of validity when granted, but it is by 
no means certain the court will uphold it. 

9.05 The establishing of a patent documentation concerning plant varieties does 
not appear to be an insurmountable obstacle. The international patent 
documentation is constantly expanding with the issuing of new patents every 
week. The incorporation into that documentation of a plant variety database 
would not significantly increase the practical difficulties of that ever expanding 
database. Some however would stress that any decision on protection of 
plant varieties must be based on side-by-side comparative growing trials as 
distinct from a decision based on comparison of written descriptions 
prepared from different locations and/or seasons. 

10 THIRD ASSUMED SITUATION 

10.01 The suggestion to make all changes mentioned in the first and second 
assumed situations does not seem to be possible. Change 4 .of the first 
assumed situation is incompatible with the changes to the patent system of 
the second assumed situation. It is presumed that the third assumed 
situation includes only the first three changes of the first and all of the 
changes of the second assumed situations. 

11 FOURTH ASSUMED SITUATION 

11.01 Most members of the working party when considering the changes in 
paragraph 3 and 4 interpreted the word •product• to include plant material 
to which genetic material has been transferred. One member however 
interpreted •product~~ to mean genetic material or transfer vehicle but DQ! 
plant material. Depending upon which interpretation is taken the implications 
are very different. 



11.02 The suggestion in consequence 6 that the patent system has some sort of 
legal certainty which can be increased is very doubtful. A patent is granted 
with a greater or lesser presumption of validity depending on a large number 
of factors. No patent is granted with a legal certainty that it is valid. 

12 CONCLUSIONS 

12.01 It is difficult to state that any single presumed situation was favoured by all 
the interested parties. The difficulty was enhanced by different 
understandings of the terminology by members of the working party. 

12.02 There was some expression of approval for the fourth assumed situation -
but that was based on the understanding that •products" included plants into 
which genetic material had been transferred. 

12.03 If on the other hand one understands that "products• excludes plants into 
which genetic material has been transferred, the third assumed situation 
comes closest to the current New Zealand law given that New Zealand 
patents are routinely granted for plant material into which genetic material has 
been incorporated and that New Zealand offers strong plant variety rights to 
all botanical species. The third assumed solution also comes closest to 
compatibility with the agreed observation that a patent in the field of transfer 
of genetic material can be most fully exploited through reproduction and sale 
of plants into which the genetic material has been transferred. 

12.04 It was generally agreed that there . should be appropriate cross-linking 
dependency licences systems either of a voluntary or non-voluntary nature. 
It was also agreed that voluntary licences are to be encouraged because 
they promote the transfer of know-how. 

12.05 The value of non-voluntary licensing provisions was seen not so much in that 
they were an end in themselves but more that they encouraged voluntary 
licences. 
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The Royal Ministry of Foreign Affairs presents its 

compliments to the World Intellectual Property Organization 

and has, with reference to the latter's note No. C. 5033/U. 

1456 of June 16.1989 the honor to transmit the Norwegian 

Government's observations to the memorandum entitled 

"The Interface Between Patent Protection and Plant 

Breeders' Rights". 

Enclosed to these observations is a summary of the report 

of 31. January 1989 from the Committee on Biotechnology 

which was appointed by a Royal Decree of 12. June 1989. 

The Royal Ministry of Foreign Affairs avails itself of this 

opportunity to renew to the Secretary General of the United 

Nations the assurance of its highest concideration. 

Oslo, 

WIPO, 

34, chemin des Colombettes, 

CH 1211 GENEVE 20 Sveits. 
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THE INTERACTION BETWEEN PATENT PROTECTION AND PLANT BREEDERS' 
RIGHTS, MEMORANDUM CAJ/XXIV /4 

The Norwegian Government welcomes the memorandum mentioned above, 
especially in a situation where Norwegian adherence to the UPOV 
Convention is under consideration.In our view, the memorandum 
will serve as a very useful foundation for a revised document to 
be presented for further discussions on the relationship between 
patent and plant variety protection at the joint meeting or 
patent and PVR experts in January/February 1990.We find, however, 
that the memorandum is somewhat weighted in favour of the UPOV 
system of protection.The general discussion parts of the present 
annex I (para 7-28) could be transferred to the main part of the 
memorandum in order to achie,·e a somewhat better balance between 
the descriptions of the patent and the UPOV systems.A final 
document ought to strike a better balance between the patent and 
the UPOV system.We suggest that the description of the UPOV 
system should be followed by a similar description or the patent 
system in the nexi \"ersion of the memorandum. 

Specific comments: 

As far as the prohibition against double protection (in art 2 
(1) or the UPOV Convention) is concerned it would be appropriate 
to mention that prohibition as one of the reasons for the doubts 
concerning the patenting or plant \"arieties as listed in para 
31.Further, this prohibition is not dealt with in the description 
of the currently proposed re,•isions of the UPOV Convention.Tbis 
seems to need a clarification. 

In. Norway, plant varieties are not concidered patentable subject 
matter according to legislation corresponding to art 53 (b) of 
the EPC.In accordance with the \"iew presented by The Committee on 
Biotechnology, cf. The Special Report on Biotechnology and 
Patenting, NOU, 1989:8, summary, p.15. pt. 0.4, naturally 
occurring or genetically modified plants may not be granted 
product protection.The present administrative practice corre-
sponds to this view and consequently to a broad interpretation of 
the law provisions corresponding to art 53 (b) or the EPC. 



From a Norwegian point of view, it seems desirable to maintain 
the prohibition against double protection in the UPOV Convention, 
provided, however, that the new variety concept will not include 
material which is considered patentable subject matter according 
to most patent laws (such as chemically treated seeds, undiffe­
rentiated tissue and/or plant cell cultures).ln our opinion, a 
new plant variety definition needs further specificity so that 
the new definition would not unduly restrict the applicability of 
patent protection. 

We believe that there will be a need for both the patent and the 
UPOV system in the years to come and that it should be possible 
to achieve a balanced coexistence of the two systems.Such a 
coexistence will, as indicated in the two examples presented in 
annex I, have to be based on mutual licence provisions between 
patent and plant variety right (PVR) holders.It is of essential 
importance to keep the primary producers, e.g. farmers, outside 
the effects of the industrial property rights when applied in 
practice.Furthermore, the need for a pro,·ision based on the 
principle of "farmers privilege·, as it appears in the UPOV 
Convention, irrespective of the system applied, is recognized. 

f t I.• :),.·.~·· 
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Summary 

0.1 COMPOSITION AND MANDATE 
OF THE COMMITTEE 

The Committee on Biotechnology was ap­
pointed by a Royal Decree of 12 June 1987. It 
consisted of ten members representing vari­
ous ministries and interest organizations and 
its mandate was to examine certain issues 
arising from the development and use of 
biotechnology, with special emphasis on en­
vironmental and security aspects. 

The question of patents or other legal pro­
tection of biotechnological inventions was 
not specifically mentioned in the mandate. 
However, this question became very promi­
nent during the life of the Committee, and a 
number of international organizations are 
presently preparing reports or proposals re­
lating to patents for biotechnological inven­
tions. Among these are the United Nations 
specialized organization the World Intellec­
tual Property Organization (WIPQ), and the 
European Community (EC). 

In a letter to the Committee dated 18 No­
vember 1988 the Ministry of the Environ­
ment requested it to submit a special report 
on biotechnology and patenting. 

0.2 SUBJECT OF THE SEPARATE 
REPORT 

The separate report deals with patents for 
biotechnological inventions. The Committee 
has concentrated on inventions concerned 
with genetic material or the genetic modifica­
tion of living organisms. 

A patent signifies that the holder has the 
sole right to make use of the invention for a 
limited time period (20 years from the time of 
the application). However, the patent-holder 
may not make use of the invention if this in­
volves contravening other laws. No one other 
than the patent-holder may make use of the 
invention without the consent of the holder 
or unless there is a compulsory license. 

In order to be granted a patent, certain con­
ditions have to be fulfilled (novelty, inventive 
step reproducibility, industrial applicability). 
Members of the public have the right to be­
come familiar with inventions that have been 

patented or for which a patent has been ap­
plied. 

An important question when considering 
patents for living organisms or genetic mate­
rial is the scope of such a patent. This again 
raises specific questions, such as whether a 
patent for a living organism capable of repro­
duction should apply to the progeny, and 
whether a patent for genetically modified or­
ganisms should apply to naturally occurring 
organisms of the same kind. 

... --

0.3 SUMMARY OF THE CONTENTS OF 
THE SUPPLEMENTARY REPORT 

ChapteT 1 outlines the Committee's ap­
pointment. composition. and work on patent 
issues. 

Chapter 2 gives a short survey of biotech· 
nological methods and the main concepts in­
volved. 

A common definition of biotechnology is: 

All technology that utilizes micro-orga. 
nisms. plant or animal cells. or parts of these 
to produce or modify products. to improve 01 

change plants or animals. or to develop mi 
era-organisms for specific purposes. 

The definition covers traditional biotech 
nological methods in industrial production 
enzyme technology, cell and tissue techno 
logy, and gene technology. 

Biotechnology is not a new discipline. I 
has given us well-known products like beer 
~:ine. cheese. yoghurt. yeast, and vinegar 
About 75 years ago biochemical processes fo 
the production of chemicals like butanol 
acetone, and glycerol, were developed witl 
the aid of microbiology. 

During and after the second world war bio 
technological processes were developed fo 
the manufacture of penicillin and other ant 
biotics on an industrial scale. The first breall 
through in modem biotechnology was a rE 
sult of the development of gene technolog 
(recombinant DNA techniques). A further ac 
vance was made with the discovery of metl" 
ods for the production of unlimited number 
of identical antibody molecules (monocloru 
anticodies). 
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Micro-organisms are important •tool com­
ponents• of biotechnology. Broadly speak­
ing, they can be used instead of the syntethic 
production of a complex molecule. In other 
words, micro-organisms are tiny factories for 
the synthesis of chemical products. 

Gene technology is a general term for a 
number of techniques for altering the genetic 
properties of an organism. 

By means of gene technology micro-orga­
nisms can be made to produce specific pro­
teins in relatively large amounts. The appro­
priate gene is introduced into a micro-orga­
nism and the latter is then cultured in a fer­
mentation tank. An example of this is the 
production of human insulin. The human 
gene for insulin production is spliced into a 
plasmid (a ring-shaped DNA molecule) 
which is transferred to a bacterium. This bac­
terium is then cultured in large numbers in a 
fermentation system, where the insulin is 
produced. . 

Biotechnology occupies an increasingly 
important position in various branches of in­
dustry, like the chemical industry, pharma­
ceutics, food production, agriculture, and 
aquaculture. It is an important area of re­
search and development in medicine and 
biology. It also makes an important contricu­
tion to conservation. e.g. in the cleaning and 
recirculation of waste water. 

The development of biotechnology is to a 
large extent linked "A"ith that of gene techno­
logy, for example biotechnological inven­
tions may consist of new techniques for the 
production of drugs or chemicals. In agricul­
ture and aquaculture biotechnology contrib­
utes in the form of lh:ing organisms like cere­
al strains, fish, or domestic animals with new 
artificially added properties. Protein synthe­
sis provides the possibility of manufacturing 
synthetic genes and completely new pro­
teins. 

Chapter 3 summarizes the regulations and 
procedures that apply to patents. 

The Norwegian patent system is governed 
by the Patents Act of 15 December 1967 No. 
9, and the pertinent provisions and regula­
tions. 

A distinction is made between a product 
patent, a processes patent, and a patent for 
use. 

A product patent grants the sole right 
among other things to manufacture, market, 
and sell the product. The product may only 
be exploited with the consent of the patent­
holder. 

A processes patent grants the sole right to 
manufacture a product by means of a parti­
cular process, and also covers the marketing 

and use of a product manufactured by this 
process. It does not prevent others from hav­
ing the right to produce the same product by 
other means. 

A patent for use grants the sole right to a 
particular use of a product. 

Four main criteria have to be fulfilled for a 
patent to be granted: 

1. The invention must be new - it must not 
have been disclosed or made available to 
the public previously. 

2. There must be an inventive step, i.e. the 
invention must differ in important re­
spects from anything already known. 

3. The invention must be reproducible. The 
description in the patent application must 
be so clear that after reading it an expert 
would be able to reproduce the same re­
sult. 

4. The invention must have an industrial ap-
plication. .... .. 

The patent does not give the holder an au­
tomatic right to make use of the invention for 
commercial or industrial purposes. The au­
thorities can forbid or regulate the use of the 
product or process irrespective of whether or 
not it has been patented. Acts like the Pro­
duct Control Act, the Pollution Act. the Wor.k 
Environment Act, and the Drugs Act must 
not be contravened. 

Chapter 4 discusses the main advantages 
and disadvantages of the patent system and 
considers other methods of protection. For 
example. an inventor can try to protect his or 
her invention through secrecy instead of pat­
enting it. 

The improvement and development of new 
plant strains is .covered by a different form of 
legal protection, the UPOV convention. The 
convention offers the inventor protection but 
the rights granted are not as exclusive as 
those of a patent. 

The conditions of application under the 
UPOV convention differ in several respects 
from those governing patents. For example, 
there is no requirement that the new strain 
must be a new invention. Previous public 
lmowledge of the strain is not a hindrance as 
long as it has not been marketed, and there is 
no requirement of reproducibility. 

A system on the lines of the UPOV conven­
tion would be simpler to administer and con­
trol, especially as regards the progeny of 
plants and animals. In the primary sector, 
agriculture and aquaculture, this would· be a 
good alternative to the patent system. In in­
dustrial biotechnology, however, it would 
not afford enough protection. 
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ChapteT 5 deals with patenting and biotec­
nology under Norwegian law. 

The Patents Act does not primarily differ­
entiate between different kinds of techno­
logy, but is stipulates several important ex­
ceptions for which a patent may not be grant­
ed, which are important in a biotechnological 
context. 

The Norwegian interpretation of the Pat­
ents Act does not allow the granting of a pro­
duct patent for plants or animals. The ques­
tion of a product patent for (genetically mod­
ified) microorganisms has so far remained 
open. The Patent Office has established a ba­
sic rule that product patents can be granted 
for synthetically produced genes. 

Patents cannot be granted for essentially 
biological processes for the production of 
plants or animals or for traditional methods 
of breeding of animals or plants. Microbio­
logical processes, including those of gene 
technology, may, however, be patented. 

There are also certain restrictions on the 
patenting of inventions for use in medicine 
or food production, or for inventions whose 
exploitation would be •contrary to morality 
or public order•. 

The Committee briefly discusses the ques­
tions that the ordinary conditions for grant­
ing a patent raise in connection with bio­
technological inventions. 

The Committee further indicates a number 
of questions concerning the content of the 
patent-holder·s rights that will arise in the 
event of patents being granted for living or­
ganisms or genetic material. It is emphasized 
that these are hypotetical questions. since 
any answers based on present patent law 
would be uncertain. The Committee takes 
up, for example, the question of whether a 
patent would cover later progeny, whether a 
patent for genetically modified organisms or 
isolated naturally occurring organisms will 
also apply to naturally occurring organisms, 
and what rights the patent-holder would 
have in the event of a product patent for ge­
netic material. 

ChapteT 6 describes international develop­
ments in patent law. The present trend is to­
wards a more comprehensive protection and 
increasing harmonization of the regulations 
between the various countries. The trend in 
the 1980s has been towards an increase in the 
granting of patents in connection with living 
organisms. 

A number of reports and proposals con­
cerning biotechnological patents are being 
drafted internationally. The Committee brief­
ly presents the work being done by the 
OECD, WIPO, and the Nordic Council of 

Ministers, and mentions F AO's efforts to pre­
serve the world's genetic resources. 

In October 1988 the European Commission· 
presented a proposal for a directive on the 
legal protection of biotechnological inven­
tions, much of which is based on the work of 
the OECD and WIPO. The Committee de­
scribes the background and content of the 
proposal and the future handling process. 

The Committee's general comment on the 
Commission's proposal is that it opens up a 
wider field for the granting of patents. It is 
too early to say what final form it will take. 
The Committee considers that it is realistic to 
predict that the practice of the European Pat­
ent Convention will gradually conform to the 
final EC directive. 

ChapteT 7 briefly describes the work being 
done on possible changes in Norwegian pat­
ent law. 

ChapteT 8 presents and discusses the argu­
ments for and against the patenting of bio­
technological inventions, which vary accord­
ing to the nature of the invention. In some 
cases a differantiation between the industrial 
and primary sectors is useful as regards the 
appropriate form of legal protection, ie. pat­
enting or some other method. Here it may al­
so be appropriate to distinguish between dif­
ferent forms of living organisms. 

The Committee points out that the patent 
system will constitute a general indirect 
means of stimulating the development of bio­
technology, and especially of encouraging in­
dustry to invest in biotechnological research, 
production, and product development. An 
important point here is that biotechnology 
has been selected as a primary national in­
vestment area in Norway. However, more 
specific measures may be preferable to stim­
ulate particular trends in biotechnology re­
search. 

The Committee discusses whether the pat­
ent system can hamper biotechnological de­
velopments in certain cases. and points out 
possible consequences of monopolies result­
ing from patents. 

The Committee weighs up patenting 
against other methods of stimulation for pro­
tecting the patent-holder's economic inter· 
ests. A system based on the UPOV conven· 
tion would be simpler to carry out, especial!~ 
as regards the progeny of plants and animals 
and would be a good alternative to the paten· 
system in agriculture, fishing, and aquacul 
ture. However, patenting is probably the onl~ 
form of legal protection suitable for industri 
al biotechnology, among other reasons be 
cause industry is in a different position fron 
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the primary sector. owing to its structure and 
international links. 

The Committee discusses how the patent 
system can influence the publication of re­
search results and how it can contribute to 
the fmancing of research. 

This is followed by a summary of the pos­
sible effects of the patent system on deve­
lopments in industry and the primary sector 
(agriculture, fishing, and aquaculture). 

The Committee also raises the question of 
how the patent system can affect access to 
genetic resources, including the consequenc­
es it could have for gene banks. 

A further point is made that patenting may 
affect questions of distribution between in­
dustrial and developing countries. The Com­
mittee recommends a more detailed consid­
eration of these issues. 

The Commettee indicates the ethical prob­
lems particularly connected with patenting. 
The ethical problems raised by biotechnolo­
gy in general are dealt with in the main re­
port. 

The patenting of genetic material, plants, 
and animals may raise strong ethical objec­
tions, especially in relation to product pat­
ents. The question arises of whether anyone 
has the right to the exclusive use and sale of 
plants or animals. With regard to micro-orga­
nisms. there would for many people be a de­
viding line depending on whether the micro­
organism occurs naturally or is a product of 
genetic modification. 

0.4 THE COMMITTEE'S 
RECOMMENDATIONS (Chapter 9) 

The Committee emphasizes strongly that 
legal protection for biotechnological inven­
tions should not take forms that create un­
necessary new impediments to the exploita­
tion of natural resources, or that contribute 
to a widening of the gap between industrial 
and developing countries. The present indus­
trial use of biotechnology indicates that most 
new inventions in this field will not cause 
problems. 

The Committee wishes to emphasize that 
the granting of product patents for humans, 
human organs, or human genes has no eth­
ical justification. 

Product patents. processes patents, and 
patents for use are considered separately. 

Product patents 
The Committee recommends that procuct 

patents may not be granted for: 
- naturally occurring or genetically modi­

fied animals or plants, 

- naturally occurring micro-organisms, 
- naturally occurring genes (isolated or com-

pound genetic material), 
single cells or tissue from plants or ani­
mals that can develop into new organisms. 

The Committee recommends that product 
patents may be granted for: 

- biochemical products of biotechnological 
processes, 

- genetically modified micro-organisms and 
non-differentiating cells and cell lines (a 
majority of the Committee). 

- A minority of two are not in favour of pro­
duct patents for genetically modified mi­
cro-organisms or non-differentiated cells 
or cell lines. 

- A majority of the Committee recommends 
that product patents may be granted for 
synthetic genes for introaitction into mi­
cro-organisms. 
A minority of two are not in favour of any 
form of product patent for synthetic 
genes. 

Processes patents 
The Committee recommends that process­

es patents may be granted for: 

- the production of living organisms with 
new properties. 
non-differentiating cells and cell lines 
grown in culture for the production of bio­
chemicals. 

- technical procedures for the isolation and 
splicing of genes. 

- the production of synthetic genes. 

The Committee recommends that process­
es patents may not be granted for: 

- the use of cells or tissue for the production 
of plants and animals or their organs. 

- essentially biological processes for the 
production of plants or animals. 

- The Committee considers that the progeny 
of plants or animals based on patented 
processes should be freely available for 
marketing and utilization. 

- As regards micro-organisms produced by 
a patented process, the progeny should be 
available for own use but not for commer­
cial exploration. 

The Committee recommends that ques­
tions concerning the infringement of patent 
rights should be settled by a court of law in 
each case, and advises against the introduc-
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tion of a statutory rule reversing the burden comply with its recommenCiations, but doe! 
of proof. This issue can be reconsidered in not propose any wording of the alterations. 
the future if necessary. The Committee recommends that its te 

Patents for use 
The Committee recommends that patents 

for use can be granted for: 

- the use of living organisms for a specific 
purpose. This right should be linked with 
effective measures for compulsory licens-
es, 

- cells and tissues in culture for the produc­
tion of specific biochemicals, 

- synthetic genes in so far as they are used 
for the production of biochemicals. 

The Committee recommends that patents 
should not be granted for: 

- the use of naturally occurring genetic ma­
terial. or synthetic gene sequences based 
on naturally occurring genes. 

- the use of cells or tissue for the develop­
ment of new organisms. 

The Committee indicates the points in the 
present Patents Act that need to be altered to 

commendations form the basis of N orwegim 
policy in international fora. It has not, how 
ever. taken any stand on Norway's attitude~~ 
the European Commission's proposed direc 
tive and the present negotiations in GATI' o 
on the question of membership of the E1: 
ropean Patent Convention. 

If international practice should becom 
more liberal as regards the granting of pa 
ents than the practice suggested by the Con 
mittee, Norway's position will have to t 
clarified. Among the many issues at stake a:1 

whether the changes will involve desirab 
trends in ethical developments or the use • 
resources. and what the consequences w 
be for the economic sector and the enviro 
ment. 

The Committee recommends that Norw; 
become a member of the UPOV conventio: 

The Committee considers that legal prate 
tion for animals. including aquacultUJ 
along the lines of the UPOV system shou 
be taken up internationally. 
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Madrid, 4 de octubre de 1989. 

Estimado Sr. Director General: 

Adjunto se remi ten los comentarios del Registro de la Propiedad 

Industrial al documento preparado por la Oficina Internacional para la 

protecci6n de obtenciones vegetales (UPOV) en cooperaci6n con la OMPI titulado 

"Relaci6n entre la protecci6n por patente y la protecci6n por certificado 

obtenci6n 

lio Delicado Montero-Rios. 
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COMENTARIOS DEL REGISTRO DE LA PROPIEDAD INDUSTRIAL EN 
RELACION CON EL DOCUMENTO CAJ/XXIV/4 PREPARADO POR OMPI Y UPOV 

En primer lugar, conviene menc1onar que un proceso de 
reforma de las actuales leyes nacionales en materia de 
invenciones b1otecnol6gicas, esta actualmente en curso en el 
seno de la CEE en forma de d1scusi6n de una nueva directiva. De 
manera paralela tambien se esta debatiento en la CEE otro 
proyecto de directiva acerca de los derechos del obtentor 
comunitario. En consecuencia, ser1a deseable que las soluciones 
que se adoptaran en el comite conjunto UPOV-OMPI tuvieran en 
cuenta los trabajos en curso sobre estos temas y, en la medida 
de lo posible, armonizaran las diferentes soluciones que para 
los mismos problemas se estan suscitando en estos diferentes 
foros. Conviene asimismo mencionar que en el seno de la propia 
OMPI se ha reunido un comit~ de expertos para la protecc16n de 
las invenciones biotecnol6gicas, cuyas soluciones para los temas 
que afectan al reino vegetal y a las propias variedades y sus 
tltulos de protecci6n, no coinciden en algunos puntos con las 
aqu1 propuestas. 

Tras la lectura y estudio del documento CAJ/XXIV/4 de 
la UPOV, el Registro de la Propiedad Industrial, entiende que la 
soluci6n propuesta en el caso 4 (Anexo II) -que introduce 
reformas en el derecho de obtenc16n vegetal y en paralelo, 
tambi~n en el derecho de patentes- ser1a, en principio y con 
algunas matizaciones, la mas adecuada de las diversas soluciones 
qu~ se otorgan. 

Ademas, se considera que la protecc16n que debe 
otorgarse a las invenciones b1otecnol6gicas no debe sobrepasar 
los 11mites que, en este punto, se imponen en los diversos 
tratados internacionales de los que Espana forma parte y que 
tienen relaci6n con el tema que nos ocupa. 

Sobre la base de estes principios a continuaci6n se 
realizan diversos comentarios a los puntos concretes contenidos 
en el caso 4 del documento CAJ/XXIV/4 (Anexo II). 

PUNTO 1 

No entra este Registro de la Propiedad Industrial a 
realizar comentarios sobre las modificaciones propuestas al 
Derecho de Obtenci6n vegetal contenidas en el caso 1 del 

~cumento CAJ/XXIV/4 (Anexo II), al ser competencia esta materia 

I • I • I ... 
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del Ministerio de Agr1cultura. No obstante, debemos menc1onar 
que este Registro estar1a de acuerdo en evitar la doble 
protecci6n por patentes, cuando 6stas pudieran concederse, y 
certificados de obtencion vegetal para las mismas variedades 
vegetales. 

No obstante, en cuanto a la norma de colision 
contemplada en el punto 4 del caso l, para ev1tar la posible 
anticipaci6n por parte de patentes previas a la variedad vegetal 
que, ahora con motive de la extension de los certificados de 
obtenc16n vegetal a todas las especies botanicas, se pretender1a 
depositar como titulo de obtenci6n vegetal, no se comparte en el 
contexte general del caso 4, la soluc16n aportada por el 
Documento. 

La Oficina espanola suger1r1a la adopcion de un 
sistema de 11cenc1as por dependencia entre patentes y 
certificados de obtenci6n vegetal que salvaguardase una total 
reciprocidad. No parece 16gico ignorar unos derechos anteriores 
que pueden afectar incluso a uno de los requisites fundamentales 
consignados en la convenci6n UPOV a la hora de proteger una 
variedad vegetal y que ser1a su novedad desde el punto de vista 
de que sea distinta a otras variedades existentes, aunque 6stas 
esten protegidas a traves de patentes o incluso de modelos de 
utilidad. En este punto quiza ser1a deseable que las autoridades 
de examen de variedades, tuvieran acceso a la documentac16n 
patente sobre la variedad objeto de examen e incluso a muestras 
de la misma si estas hubieran sido depositadas en alguna 
autoridad de deposito de acuerdo con el Tratado de Budapest. 

PUNTO 2 

El RPI se muestra de acuerdo con esta declaracion 
general de exclusion de proteccion a traves de patentes de las 
variedades vegetales, tanto en el caso de patentes de producto 
como en el supuesto de que se intente proteger por la via de 
extension de protecci6n en las patentes de procedimiento al 
producto (variedad vegetal} directamente obtenido por el 
procedimiento patentado. 

PUNTO 3 

Tambien en este punto la Oficina espanola se muestra 
de acuerdo con la propuesta. La extension de la patente de 
procedimiento al producto directamente obtenido cuando este es 
autorreplicable, a las sucesivas generaciones, no debe tener 
como objeto encubierto la protecc16n de variedades vegetales a 
partir de reivindicaciones para celulas, tejidos, o material que 

~ueda regenerar la planta completa. Hay que resefiar en este 

./' 
/ 
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punto que al menc1onarse la replicac1on o la diferenc1acion, se 
esta hablando de reproduccion vegetat1va, asexual por tanto. 
Pero podr1an darse re1vindicac1ones dentro de una m1sma patente 
para material reproductor de tipo sexual, por lo que qu1za 
deber1a ampliarse el concepto mas restr1ct1vo de replicac1on o 
diferenciaciOn, a multiplicac1on en general, para cubrir estes 
otros supuestos que afecten a variedades de reproducc1on sexual. 

PUNTO 4 

La Oficina espanola aceptar1a la soluc10n propuesta en 
cuanto que excluye a las var1edades vegetales, si bien sabe que 
tal exclusiOn va a ser fuente de amplia polemica entre los 
c1rculos interesados. Las mayores presiones de modificaci6n del 
actual sistema de la UPOV vigente desde 1961 vienen por parte de 
la industria, mas partidaria siempre del sistema de patentes. 
Las nuevas tecnicas de ingen1er1a genetica han permltido a 
companlas que nunca han estado interesadas en obtener nuevas 
variedades, conseguirlas casi de forma rutinar1a dentro de sus 
propios procedimientos biotecnol6gicos. un nuevo gen aislado 
sOlo tiene valor economico si se encuentra integrado dentro de 
un todo, un genoma que pueda expresarse. Es decir debe estar 
introducido de forma estable y transmisible dentro de una 
celula. Si esta es vegetal, por las caracter1st1cas inherentes a 
la materia vegetal, va a poder regenerar la planta entera. Si 
esta puede reproducirse de forma estable y homogenea ya tenemos 
una nueva variedad vegetal. Proteger por patentes el gen tan 
sOlo, e ir protegiendo por certificados de obtenci6n vegetal las 
diferentes variedades donde aquel se vaya introduciendo puede 
ser una solucion, pero plantea problemas cuando dichas varieda­
des sean obten1das por terceros si no contemplamos en paralelo 
algun tipo de compensaci6n para el titular de la patente. 

Ademas, por lo que se refiere a la protecci6n de la 
informacion genetica a cualquier producto que la contenga y;o 
exprese, el RPI entiende que para que tal protecci6n se produzca 
deber1a ser expresamente reivindicada en la solicitud de la 
patente correspondiente. 

PUNTO 5 

El concepto de agotamiento del derecho con la simple 
puesta en el mercado del producto carece de sentido si dicho 
producto puede multiplicarse, por lo que la tendencia actual es 
hacer una excepci6n en este sentido para la materia viva 
replicable ampliandose el derecho de patente a las sucesivas 
generaciones. 

Oesde este 
siempre y cuando no 
vegetales. 

prisma Espana defiende esta postura, 
se incluya en la misma a las variedades 
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Est~ claro que la excepc16n del agotamlento del 
derecho no puede aplicarse por igual, a microorganismos que a 
plantas. Por ello se est& a favor de preservar el privilegio 
del agricultor y a no distorsionar el mercado alimentario de 
origen vegetal, basado mayoritariamente en un sistema de 
variedades, con excepciones a la norma de agotamiento del 
derecho, que por otra parte defendemos para otros productos 
biol6gicos (genes, celulas, hibridomas, microorganismos, etc.). 
Creemos suficiente remunerac1on para el obtentor el pago por 
parte del agricultor del importe de las semillas, sobre todo 
teniendo en cuenta que este a la larga va a seguir comprando 
tales semillas periodicamente, ya que es muy dif1cil mantener 
por endogamla una poblacion de una variedad por muchos afios. 

PUNTO 6 

Este punto puede ser de gran utilidad a la Oficina 
espanola para solucionar los problemas que plantea la reforma 
propuesta en el punto 4. Sin embargo serla necesario un estudio 
jurldlco previo en profundidad que analizara la problematica que 
plantear1an cruces de licencias entre 2 derechos diferentes, el 
de obtenqi es .vegetales por una parte y el de patentes por 
otra. 

----, 
/ 
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Monsieur Arpad Bogsch 
Directeur general 
OMPI 
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34, ch. des Colombettes 

1211 G e n e v e 20 

Note C. 5034/-457 - Projet de memorandum "Interface entre 
la protection par brevet et la protection par certificat 
d'obtention vegetale" 

Monsieur le Directeur general, 

Suite a notre lettre du 6 septembre 1989, nous avons l'hon­
neur de vous transmettre quelques remarques concernant le 
document susmentionne, nonobstant les developpements 

, d ' recents concernant ce ocument. Nos remarques seront breves 
et ne devront pas etre considerees comme exhaustives. 

Tout d'abord, nous notons que si le projet traite de manie­
re detaillee la protection de la matiere vivante sous le 
regime de la convention UPOV (dans le texte actuel et dans 
celui qui est envisage), il ne le fait pas en ce qui con­
cerne la situation sous le regime du droit des brevets. En 
particulier, nous sommes de !'avis que les enjeux d'un 
systeme tel qu'il est propose par les solutions contenues 
dans le document BioT/CE/IV/3 meriteraient des reflexions 
ulterieures. Par exemple, si le projet de memorandum fait 
etat de doutes en ce qui concerne la protection derivee 
d'un brevet de procede (par. 76 du projet) ou l'epuisement 
des droits (par. 41 ss., 53 du projet), il nous semblerait 

In eonem Schrlllben 1011 nur etn Gegenalllncl behandeft weraen 1 Ne trailer Qu'un MUI obtet per lettre I P~ trattare un solo oggetto per ietlenl 
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judicieux d'accorder plus d'attention aux solutions preci­
tees (en l'espece solutions suggerees 8 et 10) ainsi qu'a 
leurs consequences. 

Nous regrettons aussi que le projet n'examine pas plus a 
fond la question de la defense de double protection (arti­
cle 2 alinea 1 de la convention UPOV), voire de son aboli­
tion. A ce sujet, un examen de la situation aux Etats-Unis, 
ou cette defense n'existe pas, serait sans doute interes­
sant. 

Parmi les sujets qui devraient etre approfondis en ce qui 
concerne le domaine des brevets, nous aimerions encore men­
tionner la notion de "variete vegetale" et la dependance 
entre les brevets et les certificats d'obtention vegetale. 
En ce qui concerne le premier point, nous remarquons que le 
projet de memorandum se base sur une notion tres large de 
"variete vegetale", qui n'est pas limitee a ce qui est pro­
tegeable sous la convention UPOV (par. 5 ss., en particu­
lier par. 18 du projet). Cornrne dans les lois de plusieurs 
pays (dont la Suisse), la notion de "variete vegetale" 
apparait aussi dans les dispositions d'exclusion de la 
brevetabilite, nous craignons qu'une telle definition 
puisse creer un champ intermediaire entre le domaine UPOV 
et celui des brevets, ou aucune protection ne serait possi­
ble pour les resultats en la matiere. A notre avis, un tel 
champ intermediaire serait inadmissible. En ce qui concerne 
le deuxieme point, c'est surtout l'article 5 alinea 5 des 
propositions de revision de la convention UPOV qui risque 
de porter un grave prejudice au domaine des brevets. Les 
explications donnees a ce sujet au paragraphe 98 du projet 
nous paraissent etre insuffisantes: les consequences d'une 
telle disposition pour les titulaires de brevets devraient 
etre clairement indiquees. 

Cornrne nous l'avons deja mentionne au debut, au vu du pro­
gramme des travaux, ces rernarques ne constituent pas une 
prise de position complete. Neanrnoins, nous esperons 
qu'elles pourront vous etre utiles. 
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Veuillez agreer, Monsieur le Directeur general, l'assurance 
de notre consideration distinguee. 

Office federal 
de la propriete intellectuelle 

Le Directeur: 

~----~~~~ 
R. Grossenbacher 



• 

• 

MINISTRY OF JUSTICE 
DlYlsloa for l•teraatloaal Atraln 
S-103 33 STOCKHOLM, Swedea 
Telepboae: 763 1000 

7 September, 1919 

UPOV 
34, chemin des Colombettes 
CH- 121l GE~'EVE 20 
Schweiz 

r, t. -. S 
19-1139 

Re: The memorandum •ne Iaterface Betweea Pateat Protection aad Plant 
Breeden' Rlabts• (CAJ/XXIV /4, April 3, 1989) 

Sweden welcomes the initiative to elaborate this memorandum. The paper 
will serve as an useful basis for funher discussions on the relationship 
between patent protection and plant variety protection. However, the 
facts and views in the document bear a distinct UPOV flavour. Patent 
protection is aiven comparably little anemtion in the document. And to 
the extent it is dealt with, the text contains some misconceptions and 
ambiauities. Examples of this can be fo.md in para. 35, 38-40, 42, 45, 56 
and 86. Furthermore, the discussion on the possibility of the deletion of 
the prohibition against double protection in the UPOV convention is not 
referred to. A final common memrandum ought to strike a better balance 
betw~en the two systems of protection. 

Having said this, we would offer some specific comments on the following 
paragraphs. 

Para 36 (note - there are two such paragraphs), no 1 

The words •of plant material• should be deleted, to make it more clear 
that the object of this sui aeneris protection is the variety itself . 

Para 37 

The different concepts of •variecy- ouaht to be described in the same 
paraaraph somewhere in the memora.odum to aive a better understanding 
of the various available possibilities. Thus. a description of the 
•bioloaicaJ• concept, the ·uPOv- concept. the •£PO• concept etc:., could 
be included in part D A. Also, a description of the EPO decision T 320/87 
should be made in this context. These remarks have a bearins also on 
paras 13 and 14. 
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Para 46 

One of the important reasons for the prohibition against patent 
protection for plant varieties in the Strasbourg convention was that, at 
that time, it was not possible to obtain reproducibiliry in this field. 

Para 41 

It would be of great value to have a reference to the source of this in­
formation. 

Para SJ 

The problems under a) and b) are confusing to the non-expert, mostly due 
to the ,·ery condensed presentation. Thus they require elaboration. Speci­
fically, the problem under b) needs to be clarified . 

Regarding c) the problem seems to center on whether the entire genome 
is involved (as in traditional plant breeding) or the in,·ention is directed 
only to a single gene capable of expressing a specific characteristic. The 
important difference here between PVRs and patents is that the latter 
covers the physical result as well as other aspects of the idea behind it, 
whereas a PVR would only cover the physical end resulL 

Parts of plants are often but not always propagating material -which the 
first line of c) seems to suggest. 

Protection will not invariably be sought for the callus or cell-line of a 
particular plant. Biotechnological inventions are often characterized by 
the in,·ention working in a living matter, e.g. a plant. in which case the 
plant only serves as a host organism. Other species may serve as well as 
hosts. The importance lies often only in the protection of the gene or 
other plant material which cannot differentiate. In this situation, it does 
not seem satisfactory that the only protection available would be the 
PVR, which can only serve to protect the variety as such. 

Para 60 

We fail to understand what the •original difficulty- could be. Under Swe­
dish law, as under the EPC, the deposit can only partly replace the des­
cription and was never meant to do more than that. 

Para 69 

The description of the impact of the •farmer's privilege• on the profita­
bility of plant breeding ought to be more neutral and not reflect only the 
interests of the breeden. 

2 
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Para 73 

The question how far the patent of a gene incorponted in a plant wiU 
affect the possibility to get a PVR for the variety needs elabontion. The 
subject matter of dependancy is here brought to the fore. 

Para 74 

This paragraph does DOt seem to refer to arguments in the debate but 
rather to a conclwion already drawn ("The view is taken ... •). A 
rephrasing seems appropriate. 

· Further, the beginning of the last sentence ought to "be amended to read: 
•Interpretations of the exclusion ... • to reflect that these definitions are 
being applied in a legally binding context, e.g. in Switzerland and by the 
EPO. 

Annex I 

It would be valuable to have a more •patent orientated• example ~tad 
of that of dwarf v.·beat in order to show where a patent could be a m.ore 
adequate form of protection . 

3 
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ad. a. 
UNITED STATES DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
ASSIST ANT SECRETARY AND COMMISSIONER 
OF PATENTS AND TRADEMARKS 
Washington, D.C. 20231 : 

13 SEP 1989 

World Intellectual Property Organization 
34, chemin des Colombettes 
1211 Geneva 20 
Switzerland 

Dear Dr. Bogsch: 

In response to your request, we are pleased to provide comments on 
the draft memorandum entitled "The Interface Between Patent 
Protection and Plant Breeders' Rights", document CAJ/XXIV/4. 

In general, the draft provides a wealth of useful information in 
analyzing the relationship between patent protection for plants and 
plant breeders' rights. To a large degree, however, the draft 
appears to be an attempt to defend plant breeders' rights by subtly 
calling into question the concept of protecting plants through 
patents. The draft does this through the repeated raising of 
perceived problems and hypothetical concerns. Interspersed with 
expressed misconceptions of how and to what extent patents protect 
plants and their components, the draft memorandum attempts to cast 
doubt on the ability of the patent system to protect plants and 
plant varieties, thus leaving the concept of plant breeders' rights 
as the only practical means of protection. Although utility 
patents for plants and plant varieties are not as yet an inter­
nationally wide-spread means of protection, that is no basis to 
dismiss this concept as unworkable and therefore undesirable. 

This is especially important in the revision efforts of the UPOV 
Convention. While there admittedly has to be a relationship 
between two separate systems of protection that cover the same or 
similar subject matter, care must be taken that one system of 
protection is not elevated in favor .of another. For example, the 
proposal that patent rights should not be assertable against the 
owner of a plant breeder's certificate would relegate patents to a 
second-class system. Also, the two titles of protection should not 
be dovetailed in a manner that would adversely modify either one. 
For example, the concept of forced dependency through the intro­
duction in the patent system of compulsory licensing provisions 
would be fundamentally unacceptable. 
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At the same time, care must be taken that the exclusive rights 
granted to a patentee are limited to the specific technological 
contribution that the inventor has made to a given field of 
technology. In other words, although an inventor must be entitled 
to limited exclusivity of his patented invention, protection must 
not be so broad as to stifle innovation of similar technology, or 
improvement of the invention. To the extent, however, that use of 
an improvement involves use of the initially protected invention, 
it is not unreasonable to require authorization from the owner of 
that original invent-ion. 

Improvement of the current system of plant breeders' rights, 
especially within the context of the revision of the UPOV 
Convention, is a welcome and long-needed effort. It may well be, 
that an improved system of plant breeders' rights will incorporate 
some concepts from patent law and diminish the need for many to 
seek patent protection. Also, strict application of the criteria 
for patentability may make many improvements in the field of plant 
breeding ineligible for patent protection, although they may well 
be qualified for obtaining a plant breeder's right. As a conse­
quence, developments under both titles of protection should be 
allowed to evolve and to seek their own level of relationship, 
without being curtailed prematurely by international conventions. 
Regrettably, this was done by the European Patent Convention years 
ago, largely on historical grounds rather than as a result of an 
empirical analysis. To some degree, a similar approach appears to 
be followed in the current revision of the UPOV Convention. The 
protection of intellectual property is a continuing process, 
especially when involving technologies that were either previously 
unknown or thought to be unattainable. In our opinion, this 
process should not be hampered if we want to keep providing the 
incentive for innovation. 

These, then, are our general comments regarding the draft 
memorandum. In addition, we have enclosed specific comments 
regarding individual paragraphs of the draft memorandum. 

Enclosure 



COMMENTS ON UPOV DOCUMENT CAJ/XXIV/4 

Paragraph 32. The last sentence of this paragraph represents an 
example of the general direction taken by the draft memorandum. 
The sentence first unequivocally notes that "the fact that patent 
rights are exhausted when goods subject to a patent are placed 
into the market", and then draws the conclusion that this has the 
effect of nullifying the benefits of the patent, at least 
"according to one opinion". If this conclusion were correct, 
patent rights in a particular invention could not be asserted 
after the first sale of the patented product. In fact~ patent 
rights are not necessarily exhausted when patented goods are 
placed into the market place. There is no reason why principles 
applicable to patented inanimate subject matter cannot also apply 
to self-replicating products. Accordingly, the doctrine of 
"repair" or "reconstruction" could well be applied. Under this 
doctrine, an authorized buyer of a patented product obtains, as 
part of the implied license to use the patented product, also the 
right to make "repairs" necessary for its continued use as long 
as they do not amount to a "reconstruction" of the patented 
product. Also important is what use the patentee had intended to 
be made of the patented product when he placed it on the market, 
including possible field-of-use restrictions. Suffice it to say, 
the question of whether a patent right is simply exhausted when 
goods are placed on the market and is therefore ineffective as 
far as plants are concerned is not as simple as the statement in 
paragraph 32 appears to imply. 

Paragrayh 35. This paragraph reaches the conclusion that the 
difficu ty of applying the non-obviousness criterion of 
patentability in the case of plant inventions "means that in 
practice it is largely ignored." Despite the difficulty of 
applying this standard to any complex technology, it does not 
follow that it can be, or is largely, ignored. The Yoder Brothers 
case (537 F.2d 1347, 5th Cir. 1976) referred to in this paragraph, 
did indicate that the court had some difficulty in following the 
approach to analyzing non-obviousness as laid down by the u.s. 
Supreme Court in Graham v. John Deere co., 383 US 1 (1966), and 
particularly in determining the level of skill in the art. This, 
however, is not unusual in complex technologies. The u.s. Patent 
and Trademark Office does not take the approach resorted to by 
the court in Yoder Brothers (reference to the underlying 
constitutional standard of "invention"), but determines the level 
of ordinary skill in the art to include: (1) the educational level 
of the inventor; (2) the type of problems encountered in the art; 
(3) the prior art solutions to those problems; (4) the rapidity 
with which innovations are made; (5) the sophistication of the 
technology; and (6) the educational level of active workers in the 
field. See Environmental Designs, Ltd. v. Union Oil Co. of Calif., 
713 F.2d 693 (Fed. Cir. 1983). 

Paragraphs 38-40. In these paragraphs, it is implied that the 
objective examination under the UPOV Convention, which includes a 
physical testing of varieties (i.e., a growing test) is essential 



I ' ~ 4 

-2-

for a reliable determination of the distinctness of the variety to 
be protected. Thus, it is implied that a sense of legal certainty 
does not appear to be attainable to the same extent under a patent 
examination system, in view of the difficulty in describing living 
material. In fact, examination under the u.s. patent system is 
clearly objective and relies on the industriousness and veracity of 
the applicant to provide a written disclosure, including a 
description of the claimed variety in applications for plant and 
utility patents, in order to obtain a record with the same legal 
certainty. Indeed, the written disclosure necessary to satisfy the 
requirements of the applicable statute assists in distinguishing 
the claimed variety over prior art varieties as well as in 
identifying any infringing material after the patent has issued. 
Also, the narrowness of varietal protection offered by the plant 
breeders' rights system may result in inadequate protection for the 
full scope of the inventive contribution to the technology. 

Paragraph 41. This paragraph again raises supposed difficulties 
arising from the exhaustion of rights doctrine in the patent 
system. As already stated in the comments pertaining to paragraph 
32, this concept is not as inflexible as portrayed here. Further, 
if for the sake of argument it were, and if thereby the patentee 
were limited to profits from only a single sale of biologically 
propagatable material after having incurred huge research and 
development costs, the patent laws could well be amended to avoid 
this obviously inequitable result. Yet here, and again in 
paragraph 53, the problem of the doctrine of exhaustion is 
portrayed as an incurable defect of the patent system. 

Paragra¥h 42. The last sentence of this paragraph contrasts the 
scope o protection under the UPOV Convention with the patent 
system, stating that the latter "allows inventors to specify the 
scope of protection by the free formulation of claims". This 
characterization is ambiguous. While inventors are certainly 
free to formulate claims, a patent will only be granted on claims 
that are properly supported by the disclosure. 

Paragraph 48. Although the reasons cited in this paragraph for 
excluding plant varieties under the European Patent Convention 
(EPC) may be valid, it should also be recognized that the EPC was 
drafted and negotiated long before the advent of the important 
field of biotechnology. The exclusion from patentability of plant 
and animal varieties was based largely on historical grounds rather 
than as a result of an empirical analysis. Also, the then 
perceived legal and administrative difficulties have in practice 
either not arisen, or have effectively diminished. 

Paragraph 51. It is startling to note that the draft memorandum 
uses the argument that "patents should be considered in themselves 
as an exception from the general principle that technology may be 
freely used, and therefore exceptions from patenting should be 
construed broadly". That argument is based on the faulty assump­
tion that, unlike real estate or personal property, technology 
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cannot be owned. The statement also alludes to the erroneous view 
that patents are monopolies that take away from the public that 
which it should be freely entitled to use. An inventor's creation, 
if patented, is an indication that it was not previously in the 
public domain and that the public would not have had access to it 
in any form, but for the inventor's creativity. Be that as it may, 
a broad interpretation of Article 53(b) of the EPC cannot be 
supported on the grounds stated in paragraph 51. As a matter of 
fact, the exception to patenting plant and animal varieties 
contained in Article 53(b) of the EPC will have to be reconsidered 
in light of the technological developments in the field of bio­
technology. Also, the perceived problems cited in paragraph 51 are 
not persuasive reasons to broaden the interpretation of EPC Article 
53(b). To the extent that a plant is totally represented by a 
single variety, the narrow interpretation of Article 53(b) is 
fairly clear. Whether the exception of Article 53(b) becomes 
meaningless, should a patent claim to a characteristic common to a 
group of varieties or to a whole species be allowed, can hardly be 
the problem claimed in this paragraph. 

Paragraph 56. This paragraph attempts to discourage the 
patenting of plant varieties by revisiting the question raised in 
paragraph 35 with respect to whether and how the patentability 
criterion of non-obviousness is applied. This time it is noted 
that little experience exists in the application of the 
requirement of non-obviousness, and that problems may arise with 
the breadth of claims. It also asserts that no bodies of art 
exist within the patent system, resulting in a tendency to grant 
patents with wide claims. Although the statement goes on to note 
that these problems are likely to diminish as applicants and 
examiners gain experience, and as patent documentation is built 
up, a lingering, and largely unnecessary, doubt has been planted 
regarding the effectiveness of patents for plant varieties. 
Although these problems are later dismissed as being only 
"perceived", they are used nevertheless to "highlight the 
desirability of protecting plant varieties on the basis of 
uniform criteria". The implication seems to be that only a plant 
breeders' rights system has the ability to apply uniform criteria. 

Contrary to these and other statements in this paragraph, the u.s. 
Patent and Trademark Office granted plant utility patents under 
section 101 of title 35, United States Code, several years prior to 
Ex parte Hibberd, to plants that were not protected under either 
tEe Plant Patent Act (PPA) or the Plant variety Protection Act 
(PVPA). The apparent overlap of subject matter which can be 
protected by either of the latter Acts and by the general (utility) 
Patent Act was recognized in Hibberd, which held that the PVPA and 
the PPA were not exclusive forms of protection for plant life, as 
this would conflict with the granting of patents under section 101. 
Consequently, in view of the activity in the patenting of plants 
under both the PPA and the general Patent Law, experience has been 
gained in the application of the requirement of non-obviousness to 
plant varieties in the 23 years since the report of the Johnson 



-4-

Commission and the 13 years since the decision in Yoder Brothers 
(see also the comments pertaining to paragraph 35). The standard 
of non-obviousness applied to plant varieties in both plant utility 
applications and plant patent applications is the same standard as 
that applied to any utility application in any other technology. 
In the determination of this issue in applications directed to 
plants, including varieties, all of the pertinent prior art 
pertaining to plants, including varieties, is considered. The 
scope of that prior art includes u.s. and foreign patent litera­
ture, Plant variety Protection Certificates, scientific literature 
and trade literature. Thus, contrary to the assertion in paragraph 
56, documentation concerning the state of the art with regard to 
plant varieties is not limited, nor does it exist primarily within 
the UPOV plant variety protection system (actually a very small 
number of all known varieties). Furthermore, it must be noted that 
the scope of a patent claim is not solely dependent on prior art 
applicable thereto, but in large measure depends upon the written 
description of the plant invention in the patent application and 
whether such description is in fact an enabling disclosure. 

Paragraph 69. Contrary to the assertion in this paragraph that 
UPOV member States have not availed themselves of the possibility 
of granting more extensive rights than the minima prescribed by the 
Convention, the United States has availed itself of that possi­
bility through the granting of patent rights. In this respect, the 
presumption stated in the first sentence is not correct. 

Paragraph 73. This paragraph raises doubts concerning the 
appropriateness of enforcing patents for genes incorporated into 
plant varieties, in view of the present provisions of the UPOV 
Convention. First, it should be remembered that the UPOV 
Convention is presently being considered for revision and that, 
therefore, the articles cited in support of the expressed doubt 
may well be amended. Nevertheless, the subject of enforceability 
of patents for genes is important, especially within the context 
of breeders' access to germ plasm. 

The presence of a patented gene in a plant variety that is not 
otherwise protected, will normally not restrict a breeder's access 
to the germ plasm contained in that variety. There are few serious 
objections to allowing that variety to be used as an initial source 
of variation. As a consequence, a breeder could derive a new 
variety and commercialize it, as long as it did not contain the 
patented gene. Should the new variety contain the patented gene, 
the breeder would have to obtain a license from the patent holder 
to commercialize the new variety. Should a breeder be unwilling to 
follow that path, he could simply conduct the breeding program with 
an earlier variety that did not contain the patented gene. As a 
consequence, plant breeders' access to existing genetic material 
should not be adversely affected by the presence of patented genes 
in such material. To maintain, however, that a breeder should have 
the right to unfettered use of a patented gene in his variety, 
especially when that gene enhances the variety, would be tantamount 
to condoning misappropriation of another's property. 
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Paragraph 81. In comparing the plant breeders' right system with 
the patent system, the draft memorandum notes that rights granted 
under the former system attach to something which exists physi­
cally, while the patent system grants "property rights in relation 
to inventive ideas which are abstract in nature". This statement 
is simply incorrect. Abstract ideas are not patentable. To obtain 
patent protection, an applicant must describe the invention and the 
manner and process of making and using it in such full, clear, 
concise, and exact terms as to enable any person skilled in the art 
to which it pertains to make and use that invention. Also, the 
invention protected by a patent grant must be manifested in the 
features of some product or process that is clearly and distinctly 
claimed in the patent, in order to establish the metes and bounds 
of protection. An exception to these strict requirements lies with 
asexually reproduced plants protected under the Plant Patent Act. 
However, a plant patent granted under that Act appears to have 
characteristics similar to a property right under a plant breeders' 
system insofar as it attaches only to a plant that exists physically. 

The remainder of paragraph 81 again criticizes the patent system as 
"giving rise to uncertainty", because of the "great difficulty of 
appling the non-obviousness requirement to plant varieties". It 
attempts to support this allegation by pointing to the history of 
the special plant patent. At least as far as the Plant Patent Act 
in the United states is concerned, this statement is not supported 
by the facts. That Act has now been in effect for almost 60 years, 
yet has spawned very little litigation. Further, there is no 
evidence that any difficulty exists for industry, the public, or 
the granting agency to administer this law. In passing, however, 
it is noted that the value of protection provided by the plant 
breeders' rights system appears not to be questioned, despite the 
growing uncertainty over the value and limits of the farmer's 
exemption and the lack of any meaningful definition for minimum 
distance requirements. This lack, apparently, has resulted in the 
granting of numerous certificates for plant varieties that insignif­
icantly differ from each other, thereby diluting the value of the 
rights granted under that system. 

Paragraph 84. The "general concern" expressed here regarding the 
possible inability of breeders to use known genes present in 
existing varieties appears to be unfounded and was already raised 
in paragraph 73. This time, the point is raised as a straw man and 
then partially knocked down as "perhaps nonexistent in practice". 
Any of the continuing doubts of concern to plant breeders raised 
here appear to be more in the order of lack of information 
regarding the patent system, rather than problems inherent in the 
system itself. 

Paragraph 86. As previously noted in relation to paragraph 81, it 
is not sufficient for purposes of obtaining patent protection to 
conceive an original and non-obvious idea concerning a variety 
without either having reduced the invention to practice or 
described it in a manner enabling a person skilled in the art to 
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make and use such invention. Moreover, if one assumes that 
conventional breeding methods are completely unpredictable so that 
there is no certainty until the plant material physically exists, 
such does not appear to be the case with breeding techniques using 
genetic engineering technology. Yet, new varieties established by 
genetic engineering techniques are also varieties in the truest 
sense of the word, although it is generally possible to predict 
their important characteristics without necessarily creating the 
physical plant. 

It is also incorrect to assume that breeders would be deterred or 
perhaps be prevented by injunction from developing a distinct 
variety which possesses the characteristics of the patented 
variety. This assumption is as questionable in the field of plant 
breeding as it is in any other technology. It is generally not in 
the interest of patentees to refuse licenses to their inventions. 
Moreover, in the event that the licensee-breeder discovered that 
the patented variety in fact did not emerge in accordance with the 
claims of the patent, the patent would be unenforceable and the 
license could be terminated. There does not appear to be anything 
unique in the area of plant breeding that is not shared in other 
areas of technology with respect to the granting of a dominant 
patent, or the fact that development of new technology often takes 
place in both small and large steps. A dependency license is 
compulsory in nature and unnecessarily detracts from the incentives 
offered by the patent system. Proposing compulsory dependency 
licenses, therefore, in accordance with "Suggested Solution No. 11 
in WIPO document BioT/CE/IV/3", does not appear to be appropriate, 
especially in view of the large amount of opposition to such an 
approach as reflected in WIPO document BioT/CE/IV/4, paragraph 92, 
dated October 28, 1988, well in advance of the present draft 
memorandum. 

Paragraph 87. This paragraph attempts to make a positive feature of 
patent protection appear as a complication. It is indeed correct 
that a patent may be granted for an invention that is described and 
claimed in terms of the characteristics of the subject plants. This 
claim may encompass varieties not yet physically established, but 
only so long as the scope of the claims is commensurate with the 
scope of the enablement provided by the disclosure in the patent 
specification, and is novel and non-obvious over the prior art. A 
plant breeder may well, in the course of developing varieties, 
conceive and reduce to practice an invention that pertains to a large 
taxonomic grouping of plants and encompasses one or more varieties. 
Without the availability of the patent system that offers compre­
hensive protection for such an invention, the breeder would be 
forced to obtain individual plant breeders' rights certificates for 
each variety in physical existence then and there, and would be 
unable to protect his invention from others who quickly used that 
invention to incorporate into other varieties. Presently, only the 
patent system can provide a practical safeguard to protect an 
invention that transcends a single variety. 
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Nevertheless, even if a patent were granted on a broad invention, a 
breeder who developed a new variety that falls within the scope of 
the claims of that patent, could also obtain patent protection on 
that variety per ~, if it can be shown to be novel and non-obvious 
over the teachings of the basic patent and other relevant prior 
art. Although the second breeder would have to obtain a license 
from the first breeder to commercialize the second variety, the 
first breeder could not use the second variety without permission 
from the owner of the subservient patent. Again, this type of 
interrelationship is not unusual in other technologies and there is 
no reason why it should pose untoward complications in the field of 
plant breeding. Still, this paragraph again raises the specter 
that "some plant breeders might claim that the existence of ... 
patents could have the effect of inhibiting ... their activities." 
Aside from the subjunctive nature of the argument citing 
hypothetical concerns, its basis is questionable. 

Paragraph 104. Issue again must be taken with the draft 
memorandum's characterization of the patent system. As previously 
stated, the characteristics of a plant cannot be claimed in the 
abstract. An inventor can only claim the plant in terms of its 
particular novel and non-obvious characteristics as supported by an 
enabling disclosure. 
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Objet : M6moire intitul4 11L'interface entre la protection par 
brevet et la protection par le certificat d'obtention 
v4g4tale" (do~ent CAJ/XXIV/4) 

Monsieur le Directeur G4n4ral, 

Je me r6fere a votre lettre du 21 juin dernier et vous prie de 
nous· excuser du retard avec lequel nous y r~pondons • 

. ( J'ai l'honneur de vous adresser, en annexa, lea observations de 
l'OEB relatives au document CAJ/XXIV/4. 

Je vous prie d'aqr4er, Monsieur le Direct•ur G4neral, 
l 'expression de mas sentiments distingu••·· 

Renate·Remandas 
Vica-Praaidante 
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1. L'O!B apprecie le travail conaid,rable qui a et4 ~ourni par 
la Bureau de l'OPOV en collaboration avec le Bureau 
international de l'OMPI. 

2. L'Office craint, toutafoia, qua l''tude ne r4poDda pas 
antilrement aux attentts du Comit6 d'experts de l'OMPI sur 
las_ invention• biotechnologiquas at la propri't6 
industrielle lorsque ce Comit6 a demand' de lui fournir des 
•l4menta d'information suppl4mentaire de natura 6 lui 
parmattra de proqrasser dans sas r4flexions relatives aux 
Solution• Suqq4r6es Nos 6 et 9 6 11 (cf. DocumeDt 
BiOT/CE/IV/4 1 points 60, 77 1 88 et 97), 

Il a'aqit, dana ces solutions augg6r•ea, domaines o~ 11 est 
n4ceaaaire de tro~~•r un 'quilibre antra, d'une part, la 
protection de• r6aultats de la reoherche-d4veloppement en 
q'nia q~'tique v6q4tal et, d'autra part, !'utilisation de 
cea r6sultats aux ~ins pratique& de d•veloppemeDt de 
nouvelles vari4t4s v4g6talea. 

Lea experts de l'OEB reqrettant de na pas trouver dana 
l'6tuda CAJ/XXV/4 d'analysa economiqua daa affata aur lea 
obtenteura que pourraient avair·lea modalit4s de 
l'interfaca entre la brevet at la certificat d'Cbtention 
v6g6tale enviaaqfes dana lea Solutions Sugqfr4es ci­
deasus. 

3. L'OEB indique ci-aprla quelques observations relatives au 
document CAJ/XXIV/4. 

Concernant le chapitre IV, paragraphea c, D du document 
CAJ/XXIV/41 relatif aux propositions actuelles de r•vi•ion 
de la Convention UPOV fiqurant dana le document CPOV, l'OEB 
pr'••nta aea obaervations.dana l'annexe au pr6sent 
document, en sa r~t,rant au document.da r'visiaa ZOM/IV/2. 

···I··· 
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II. U.S QOZSTIORS BH CAUSB 

A. Ll nature de la ya.ri6t• yKfqle. point 13 , darnitre 
phnat 

Dire qu'unt vari,t6 v4q4tala peut •tre ~epr4sentee par una 

cellule ou un protoplast• .. t exact. 

Il taut capendant diatinquer entre una cellula repr,sentant 
une variet6 l laquelle 11 est judicieux d'•tandre la 
protection d'un cartiticat d'obtention v'g4tale et une 
cel1ule ravendiqu6t dana un brevet, eu 'gard l la pr,aence, 
dans la cellule, d'un composant g•n6tiqut X, sana que la 
totalit6 des genes de la cellule ne soit revendiqu4e. 

C'est pourquoi, comma l'OEB l'expose dans l'annexe l propos 
du projet d'article 211) figurant dana le document 
IOX/I.V/2, lt terme "parties de plante" qui couvre la 
•cellule" na davrait pas atre inclu de la d6tinition de la 
vari't' v,q,tal~. 

XX% • BIS'TOR.IQtm 

rointa 30a. 42. 81 6 82. 84 A 87. 103 6 106 

A de nombreux endro1ts, la document rafleta une approche 
arronn6a des concepts de base du droit dea ~reveta. 

Air.si, contra1rement l ce qu'4nonce le point 42, la 
protection par brevet n'ast pas accord•• l una id6e 
iwventive, maia ~ian l una solution de caract•re technique 
l 1m problba. 

Lea ravendicationa ne aont pas librement for.aul4es~ du 
•otna paa dana lea pays l procedure d'examen pr,alable • 

• • • j ••• 
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En outre, 1•• brevet• ne prot•qent pas de• caractlrea de 
plantea (cf. points 85, 103), par example una facult' 
insecticide, aais bien un composant q,n,tique dans una 
cellUla vegatala, ayan~ pour effet de randra la cellula ou 
la planta r'sistante a des insecta• d4termin,s. 

Point 51 

Jusqu'l pr4sent, la distinction entre vari4t4s v4g4tales at 
categories plus larqes de plantas auxquallas pourraiant sa 
r't4rar des revendication• d'un brevet, semblait Atre 
claire. Una variet' v4q4taie •'applique l un phenotype 
complet d'une plante, telle qu'ella est cultiv4a (ou, 
6qalement, aultipli4e directement a partir d'une cellule). 

Par contra, les d4veloppe~ents pour lesquela una protection 
par brevet relatit l des produits vegetaux est recherch,, 
concerne, de f&Qon gan,rala, una information q'netiqua 
deterain8e (partie du g'noma) conf6rant certaines 
particularit'• l la plante, l'information qanetiqua pouvant 
ltre utilis4e pour un nombre indatermin4 de variet'• 
v'q4tales. De tels d'veloppements ne sont pas le reaultat 
d'une activite de culture et ils ne sont pas accessible& 
par la protection relative aux obtentions v,g,tales, de 
sorte qu'en l'absenca d'une protection par la brevet, on 
aarait contront4 l una lacuna da protection. 

ceci damontre que l'on ne recherche pas une protection par 
brevet pour dea plantea individuelles, mais bien pour des 
ensembles abstraits de plantes qui sont d'finies par 
l'information g,n,tique qu'elles contiennant. Des 
revendication• se ret,rant A de tela ensembles recouvrant 
bien antendu toutes lea plantas concretes dana lesquallas 
l'infor.mation an question est contenue •. 

. • ·I· .. 
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IV. LZ DE'BAT AC11JKL 

Point §3 

A. Lell probl@es perc;us par las auteur• d' inyentiQM 
biotecbnoloaiauu et les obtenteurs en ce qui concerne la 
prgtegt!on des innovation• dans le domaine v,g,tal 

ca point concern• la notion du libra accls dea obtenteurs 
au g4noplasme et exprime una crainta de contrainte n4gativa 
qui d'coulerait de la protection par brevet, si ella 
a'etendait aux plantas. 

Il y a liau d'abord 4'indiquar que le principe du libra 
ace•• eat remis en question par le projet de nouvel 
article 5(3) de la Convention UPOV. 

D'autre part, ca concept est •tranger au domaine des 
brevets, notammant dans le domaine chimique et 
pharmaceutique. Pour lea raisons qui aont callas du domain• 
daa brevets, on doit se demander si l'excluaion tempora1ra 
de libra acc•c au q4noplasma dea plantea auxqualles 
s'4tendraient lea droits d•coulant des brevets portant sur 
dea composanta qenetiquea nouveaux auraient un etfet 
n'gatif ou plut6t un effet positif, du fait que lea 
concurrents du brevet' sont tore'• de d'valoppar des 
solutions ind,pendantea. L'interdiction d'une protection 
par brevet ne rend pas automatiquement l'invantion connue 
du public : au contraira, ella contribua 6 reduire 
l'incitation 6 la recherche•d6veloppement et 6 la 
divulqation des r'aultata de la recherche •. 

• • ·I· .. 
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nu..nts particul.iers de la protection applicable aux 
inventions relatives l dea v6q4taux ayant donn6 lieu l 
cri tiquea (page 21) 

r ' 

c) Poutas jmis an ce qui conceroe l'qpposobilit6 des brayeta 
relatifs l des s•nas incotPQr6t dans des vori,t6s v'q4talea 

Point 73 

Lea propositions des Solutions Suqger4e• 10 at 11 de l'OMPI 
(ct. document BioT/CE/IV/3) tiennent compte de preoccupa­
tions 6noncees dan• le present document. 

La pr,sent document n'offre cependant paa d''l4menta 
nouveaux de nature l enriehir le d4bat tres controvers' au 
cour• de la 4• reunion du Ceait• d'experta. 

Il eat plus que contradictoire de vouloir, d'une part, 
asaurer l l'obtentaur dea droit• aur des vari6t6s d6riv6aa, 
comma cala est envisag' dana toutes lea variantes de 
l'article 5(3) du projet de r•viaion da la Convention UPOV 
(cf. document IOM/IV/2) et, d'autre part, de mettre 
s4rieusement en doute dans la present document, la question 
de savoir a'il y a lieu d'accordar des droita a un 
titulaire de brevet vis-l-vis de l'obtenteur qui terait 
uaaqe, dana un but pr4cia, d'un qane divulqu4 pour la 
premiere foia dans le brevet. Una talla situation juridiqua 
cont6rerait una position plus solide l l'obtenteur dont la 
contribution se distingue de ce qui est connu, seuleaent 
•ur la plan da la nouveaut6 qu'au brevet' qui a tait un 
apport inventif ·au d4veloppe=ent de la technique. 

I y 
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e) Doutes concernant la signification du terme "microbiologi­

gues11 a l'article 53.b) de la CBE et les consequences de 

l'exclusion des varietes vegetales sur les revendications 

relatives a des vegetaux ou a des varietes vegetales 

obtenus direccement a partir d'un precede microbiologigue 

Point 75 

Lorsque la Convention de Strasbourg a ete adoptee, le genie 

genetique etait inexistant. 

Il faut done apprecier l'article 53b} non pas comme ayant 

pris en compte ou non l'exclusion des inventions concernant 

des cellules vivantes resultant des techniques genetiques 

modernes, mais bien tenir compte des intentions du 

legislateur et des circonstances de fait : 

a) Les cellules vegetales sont-elles englobees par 

l'exclusion de l'exclusion au profit des micro-organismes ? 

b) L'article 64(2) CBE doit-il subir une exception dans ~e 

cas d'un brevet de precede microbiologique de manipulation 

de cellules vegetales, en ce sens que la protection ne 

s'etendrait pas aux cellules directernent obtenues par ce 

precede ? 

En ce qui concerne a), la nature de la cellule vegetale 

apparente celle-ci entierement aux micro-organismes en tant 

que tels. De meme que l'on a admis a ce titre les virus, 

alors qu'ils ne peuvent se maintenir en vie en dehors d'un 

~rganisme plus complexe. 

A propos des cellules vegetales ou animales d'ailleurs, un 

des criteres decisifs eu egard aux raisons qui ont ete a la 

base de la creation des legislations specifiques UPOV, a 
savoir la faculte de divulgation, n'existe pas puisque les 

I 
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callules pauvant faire l'objet d'un d'p&t salon le Trait' 
da Budapest et que leur description aux fins d'axiqancaa de 
la divulqation da l'invantion dana une demande da brevet ne 
pose pas de difficult68. 

q) DQUtaa concernant l'a;plication del principes rtqissant las 
breyets • la matitre yiyante autoreproduetiblo 

Point 76 

Compte tenu de la parant6 des droita en mati•re d'obtention 
v'q4tala et de brevets, le Comit6 d'exparts.a eta saisi 
d'une proposition (Solution sugg~ree n• 10) an .atiera 
d'epuisement des droits aimilaire l celle qui a'applique 
pour la certificat d'obtention v4getala, l aavoir qua le 
droit de l'obtenteur ranait l chaque reproduction. 

Las experts 4taient divia6a aur la justification de la 
proposition. 

faut•il comprendre le document CAJ/XIX/4 comma un 
encouragement du a·xperta l •' orienter dana cetta voia 1 

L'annexe examine deux variates da bl4 ; seule l'appendice I 
int,ressa l'OEB (Etats exc:luant las varietes vegetal•• da 
la protection par brevet). 

Aucun des exe:ples ne retllte la pratique 1 ainai, dans 
l'exemple A, on consid~re que le produit direct d'un 
proc4d' de g6nia qenetique est una variete v4qetale na 
n4c:essitant plus d'activit~ agricola, alors qu'en pratique, 
une mise au point de la vari4t4 par las m4thodes classiquaa 
••t n'oeaaaire. 

. . ·I· •. 
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on ne per9oit pas en quoi lea exa.plea sont de natura l 
contribuer aux travaux en coura. 

Praier cas da figure 

Las modification• propos••• • la l6gislation UPOV 
(Modification 4) sent de natura l rendre inetticace le 
ayat~me des brevets (cf. lea observation• en annexa, 
relative au projet d'article 5(5) du document de r•viaion 
de la Convention UPOV, IOM/IV/2). 

Deuxibe cas de figure 

La aodification 1 retl•te une tandance ae desaine au aain 
de l'UPOV en faveur de la suppression de l'exclusion de 
choix de protection (interdiction de la double protection). 

Lea Etats contractanta de l'OEB n'ont paa termine leur 
r'flexion relative au besoin d'env1sager une modification 
de l'article 53b) CBE. 

Ceci etant, il est pr4ferable de ne pas fixer la situation 
d'exclusicn au ccurs de la r6visian UPOV. 

La •oditicatian 6 n'eat pas claire. Si l'"'labcraticn" 
aignitie l'experimantation, ella est acceptable 1 si ella 
englobe aussi una activit• ult,r1aura bas4e sur l'obtention 
d6pandante, ella •• heurte l la mADe critique que la 
modification 4 du premier cas de figure. 

~isi._a cas de figure 

Paa d'obsarvations suppltmantairas. 
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Ce cas de figure parait •tre le plus int,reaaant l 
aouaettre a la discussion conjoint• OMPI/OPOV. 

I I 
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Office aurop'an AJfHED 

., ·. _. 4 de a brevet• 

Obaarvations relativae aux di~oaition• du projat 
de rtiviaion de la Convention t1POV figurant dans 

la document IOX/rv/2, relatives l l'intarface 
entre la protection par brevet et la protection 

par certificat d'obtantion v,q,tala 

I. Introduction 

1. Depuia toujours, le droit des brevets prot•g• las inventions 
relevant du do=aina de la biotachnolo9ie. Las developpements 
dana la domain• du g6nie g'n4tiqua, notamment, ont fait sur­
qir de nouvelles questions an mati•r• d'intarpretatio: dea 
prescriptions relatives i l'obtention at l l'exercice du 
droit cont6r6 par le brevet. 

2. La r•viaion de la convention UPOV a, entre au·tres, po-..r 
objectif de renforeer le droit de l'obtenteur et d''largir 
la domain• d'application pratique du ayat~e de la pratac• 

tion dec obtenticns v4q4tales. Cela soullva dea ~estions de 
principe affectant la syst•me da protection par breve~ at 
done la CBE : il a'agit, en particulier, daa questions 
pos4es par les dispositions du projet da r'vision relatives 
l l'interdiction du choix du aysttme de protection 
[art. 1er.2)], l la d4finit1on de la var16t' [art. 2.ii)] at 
l la limitation des atteta d'autrea droits de proprie~ 
industriella [art. 5.5)]. 

3. certains probllmes d'coulent en partie pr4cis4ment de 
l'interaction de plusieurs dispositions. Ces questions 
appellent, dans le d4tail, lea observations auivantaa : 
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II. Artigla 1er.21 - Interdiction du cboix du wywttme de 
prptegtion 

f I 

4. L'interdiction du choix du systeme de protection trouvait l 
l'origina son fondamant dans l'id6e qu'une protection parti­
culilre des var16t~s v~g~talaa dsvait tanir compte des 
basoins particuliers exiatant dan• le domaine de !'obtention 
et de l'exploit~tion de plantas •t qua l'applicabilit6 daa 
cat6gories g4n4ralea auxquallaa sa r•t,re le droit des bre­
vet• aux obtention• v,g,talea ne &emblait paw devoir aller 
sans poser de probl~mes. or, l''volution en cours tant du 
point de vue 4conomique qua technique permet de doutar de la 
pertinence de ces fondementa A l'beure actuelle. 

s. Du point de vue technique, le genie g'n6tique a tourni dec 
aoyans de modifier intentionnell ... nt des plantas an modi­
fiant leur information qenetiqua, at ce avec una r'qularit• 
qui - contrairement aux obtention& traditionnallaw - donna 
das r'aultata reproduetiblas, au sens que rev6t ce terma an 
droit des brevets. Cette 6volution est encore loin d'Atre 

te.rmin'•· 

C'eat pourquoi 11 eat hauta=ent aouhaitable, dan• la domain• 
-=-411 droit des brevetw, de aupprimer lea d·iapositiona excluant 
1 .. inventions relevant de la b1olog1e, at notamment lew 
var16t6a v6q4talea (c~., par ex.mpla, art. S3 b) C~E). Le 

projat de trait• d'harmonisation des 14g1slationa sur le• 
brevets, •tabli par le Comit6 d'experts de l'OMPI, pr4voit l 

cat egard, A !'article 204, variante B, que des brevets 
doivent pouvoir •tra delivres dans toua lea domaines de la 
technique (doc. HL,ICE/VII/3) • 

c.ci tiendrait compte de l'int4rlt qu'il y aurait pour le 
d6poaant l na devoir deposar qu'une aeule at mime demand• 
~r de• inventions relevant du q6nie g,n,tique et pouvant 
ttre d'finiea de different.. manitraa (par example comma 
q6ne, planta, vari6t6 v4q6tala). 

. . ·I·. • 
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6. Etant donn' lea beaoins ap,citiques dea milieux concern,a, 
lea particularit'• actuallea du droit de la protection des 
vari't .. v6;6tales aont 'qalemant devenuea l'objet da 
controvaraa• de la part des utiliaataura de ce system• de 
protection. 

C'eat ainai que le droit de l'aqriculteur da produira dea . 
a~enoes pour couvrir ••• besoina proprea, la libra exploi­
tation (qratuite) de vari4t6a d'riv••• et la limitation des 
tormea d'exploitation prot'q'•• au mat4riel de multiplica­
tion aont aujourd'hui tout A fait contest•• et ae prltant 
bien l l'actualla proc,dure de r'vision. 

7. Dana caa conditions, 11 semble qua le fait de fixer dans un 
accord international la principe de !'interdiction du choix 
du ayat~e de protection, at, partant, d'antraver au sein 
des Etata parties A cette Convention 1'4volution du droit 
dea brevet• dana un avenir proche aoul•v• d'importanta 
problbaa. 

a. La auppresaion de l'interdiotion du choix du systame de 
protection de la convention UPOV n'aurait nullement pour 
cons,quence d'obliqer lea Etats contractanta 6 delivrer des 
brevata pour de a var14t4s v4q4talea. Alora que 
l'interdiction du choix du systtme de protection restraint 
la souvarainat• des Etata contractants dans le domaine du 
droit des brevets, la suppression da l'articla 1er.2) 
tigurant dana la projat laiaserait l chacun de cea Etata la 
posaibilit4 d'a4opter des diaposi~iona du droit dea breveta 
qu'il jugerait appropri,ea apr'• avoir pes• lea int4rlts en 
pr,senca at compte tenu de l'evolution technique. Cala 
6viterait des r•sarvea de la part de candidats l l'a6h4sion 
l l'UPOV d4sireux de conserver pour l'avanir cetta libert' 
en mati•r• de r•glemantation. 

. . ·I. •. 
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9. Entin, la suppression de l'intardiction du choix du .yatlma 
de protection parmettrait ae mettra un tarme aux dit!4rencas 
atfeotant lea situations juridiquas at r•aultant du fait que 

lea Etats-Unis ont utilia6 la posaibilit' ottarte par 
l'artiole 37 da la canvantion OPOV at qua, outre dea brevets 
d'invantion, ils octrcient daa droit• da protection de 
vari4t4s vegetalea (et d'livrent des brevets de plantas). 
Lea ~tats-Unis ne aont maniteatemant pas dispos4s i renoncer 
l l'avenir aux aysttnaa de protection parallllas. D'autres 
Etata contractants ne peuvent user de cette posaibilit,, car 
ila na r4pondent pas aux conditions 'nonc4es l 

l'article 37. 

Lea Etata-Onia pr,tendent que la coexistence da la protec­
tion par brevet et de la protection des vari4t4a v4q,tales 
n'a pas entra1n4 de difficultea dana la pratique. Par 
aillaurs, il n'a pas 4t' fait atat concr~tement de tallea 
difficultas aux Etata-onia. 

10. Pour conclure, l'OEB est done partisan de revenir, d~ la 
pr6sant contexte, au principe q4n4ral aelon lequel lea 
droits de propri6t6 induatrialla coexistent avec laura 
conditions at leurs affata, at da supprimer !'interdiction 
du cboix du aystema de protection. Catta interdiction 
pourrait 4tra ramplac'• par una r•91emantation aux tarmes de 
laquelle il n'est pas possible de demander simuitantil:lent 
- ou de "oumuler" - une protection par brevet et par le 
syatlme de la protection des obtention• veqetalea pour la 
mbe objet concr~t. D'autra part, d'un point de vue 
terminologique, una tella reqlemantation sa rapprocharait 
plus da ce que l'on entend par interdiction de •cumul de 
protection" dana d'autrea domainea (ct. art. 139 (3) CBE) • 

. . ·I· .. 



- 5 -

III. Artiolt z.iil - pjtinition do la yariftf 

11. Si l'inttrdiction du choix du •ysttme de protection •~t 
.aintenue, i1 y a interaction antra la d•tinition de la 
vari't' propos6e dana 1a Convention UPOV at 1e droit du 
brevata. Dana ca cas, 1a notion de vari•t• doit fixer non 
seu1amant 1• champ d'application dea dispositions relatives 
l 1a protection dea varift•• maia auaai la champ axclu de 
la brevatablitf. 

12. A cat •gard, la texte de l'articla 2.ii) du projat est 
inad4quat car 11 ne pr,senta plua aucun lien avec lea 
crit•r•• d'obtention de la protection 'none•• l 
l'article 6, de sorte qu'il •tend la notion de var14t4 l 
l'infini. 

En incluant lea parties de plantes, la d'tinition vise naa 
aaulamant des parties de plantas talles qua les produita de 
1'agriculture at du jardinage (fruita at fleurs), maia 
aussi daa parties de plantea servant depuia longtemps l des 
uaaqes industrials colDlY lea cellule• ou lea protoplast.es. 
YOira des parties de plantea ne comprenant plus le genc:a 
ccmplet de la plante, ou encore l'ADN. Il n'existe pas dt 
raison apparent• d'exclure d•sormais ces objets de la pro­
tection par brevet. Catta exclusion aurait pour ettet d'i=­
posar l dea activit'• industrielles qui n'ont absolumant 
rien l voir avec les obtentions vdg~tales un systeme de 
protection des vari,t4a inappropri•. A titre d'exemple, 
eitona l'emploi, dana le domaine de la pharmacie, de 
~iqn••• de cellules pour la fabrication de produits diaq­
~atiquea, consistant l utiliser des propri4t•s de cea 
~ign6ea de cellule• qui sont sans rapport avec le ph4notype 
4e la p1ante. En outre, pour l'exploitation industrielle de 
cea liqn4es de cellule&, 11 est sana importance qu'allaa 
•oiant, aprla dea modifications de ginie g4n4tique, proprea 
• la multiplication de plantas enti•res. 

. . ·I· .. 
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13. Invaraamant, 11 importa da ne pas ignorer la baaoin de 
l'Obtantaur d'jtre prot~q4 contra l'utilisation, au atada 
callulaira, de propri,t4s intrina•qu•• d'une plante prot•­
q,a, sana qua aoit r4q,n4r4e la plant• enti•ra. Pour cala, 
toutafoia, 11 n'est pas nacessaira 4'4tandra la notion de 
vari,t4. Il auffit d'inclure la ~atariel oellulaira d'une 
vari't' prot4g4e dana la champ de protection, soit par una 
44f1Dition appropr14a du ~at4rial l l'article 2.iv) du 
projat, aoit dans le cadre dea droits d'interdiction 
conc6d4a l l'obtenteur l l'article s du projet. 

14. Par aillaurs, l'extension de la definition de la var14t' 
donne• l l'articla 2.ii) l "tout ensemble de plantas" awe 
fins •Cie touta autre forma d'utilisation" suscite des 
r6sarvea. Ella permettrait en effet de donner da cette dis­
position une interpretation salon laquelle des plantes dont 
las code& q4n4tiquea na presentent entre eux aucun point 
commun pauvant Atre d4finies comma una vari4te, etant donn• 
que lea formes d'utiliaation pr4vues l l'article 5 englo­
bant toutea lea possib1lit6a. C'ast ainsi qua, par example, 
toutea lea plantas vertea pourraient 6~re consid6r6es comma 
una aaula entit' aux tins d'obtention de chlorophyll•. 

Il sambla qua ca aoit eqalement dana ce sens qu'aille 
l'artiola a.l)o) d'apr•• lequel, en liaison avec 
l'article 6.1)b), las saul• crit•rea d'appr,ciation de 
l'h~6n61t6 aont ceux qui sont pris en consid4ration pour 
diatinguer la vari4t,. Ll encore, cette proposition paut 
donnar lieu l l'interpr,tation salon laquelle dea plantas 
g6n6tiquement h4t6rogenes peuvent constituer une vari't'. 
De tels d4veloppementa n'entrent pas dans le domaine des 
obtantiona habituellea. 

Auasi, conviendrait-11 de pr4voir l l'article 2.1i) qu'un 
ana-able de plantas ne peut 4tre conaid6r' comma una vari•­
t6 qua ai celle-oi repr4aente una antit' aux tina de multi­
plication. 

. . ·I· .. 
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15. Il est 1mp6ratit de trouvar una solution eatisfaisanta pour 
la d6finition de la variete, de mani•re que l'articla 2.ii) 
puiase servir de cri~ra de delimitation antra la protec­
tion dea vari4t4a at la protection par brevet. A suv.pcsar 
qua aoit donna. una nouvelle d4t1nition de la vari•t• 
qui • 'ecarta d.. conceptions tondamantalas axiatant juaqu 'l 
pr,aent en mati•r• d'intardiction du choix du ayst*-a de 
protection, 11 eat peg probable qu'elle soit ra~onnua par 
la droit des brevets. Bn cas de maintien de la· version 
actuelle, 11 •• pourrait que, pour appliquar lea 
dispositions fiqurant dans la projet, relatives aux 
exceptions l la brevetabilit6 da l'articla 53 b) CBE, l'OEB 
continua l a'en tenir A la d'finition de la var16t4 dcnn6a 
dans la version de 1961 de la convention ·uPOv, qui avait 
aman6 las auteurs de la CBE l redi;ar l'articla 53 b) CBE. 

16. A des tins de coh4ranca antra l'articla 2.ii) at 
l'articla 4, c'est la variant• 3 de l'article 4.1) qui doit 
a'appliquar. 

IV. Articl• Q.!l - Limitation des effets d'autras drgita dt 
prapr!tt• industrielle 

. 
17. Catte disposition a pour but de limiter, voire d'exclure 

lea aftats d'actres droits de propri,te industriella dans 
le domaine de la creation at de !'exploitation de var16t6a. 
Ceci vaut nota:ment pour le droit des brevets. 

Il aemble que le pr,sant projat doit •tre compri• de la 
manilre auivanta 1 ••lon l'articla 5.5)ii) en liai•on avec 
las dispositions du paraqrap~a 2)iv), la titulair• dubre­
vet doit en teat dtat de causa tol,rer la cr,ation de nou­
velles vari't'• 1 en outre, contorm6mant l l'articla 5.5)1) 
an liaison avec le paragraphe 1), il lui est impossible de 
•'opposer l la culture ou l touta autre utilisation d'une 
vari•t• prot,q6a. 

. .. , ... 
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18. Xl •'ensuit qua ai d'importantaa r'alisaticns, notammant 
dans la domaine du genie q,n,tique, pauvant en principa 
•tra brevet6es, tout• utilisation susceptible d'entrar an 
liqna de compte n'an ra.ta paa aoins axclua de la protec­
tion par la brevet. Par arample, un proc,d4 inventit viaant 
• introduire un q~ne dana una plante utile n'a de sans que 

•'11 est utilis' pour la cr•ation d'una nouvelle vari4t•. 
De =&me, l'invention consiatant l ~r,er un gtna qui cont~a 
una cartaina propriata int4ressante 1 una asptce v,q,tale 
n'est 'eonomiquement utiliaabla qu'en cas de cr4ation at 
d'axploitation de va~iat'• contenant ce g~ne. Dans cas deux 
cas, la d'tentaur du droit cont'r' par le brevet n'a aucuna 
posaibilit' de faire valoir des droits. Cet 4tat de fait 
n'est rien d'autre qu'una expropriation l'qale du titulaira 
du brevet. 

19. A aupposer qu'une tella expropriation soit admissible au 
regard du droit constitutionnel, ella aurait en tout cas 
pour cons,quence un delaisaement du systeme des brevets 
dana ces domaines et, par contrecoup, la conservation des 
inventions pertinentea aous le aceau du secret d'entre­
prisa, de aorta qu'allaa aaraient totalement inaccessible• 
aux cbtentaura int4ress4a. 

20. MAma en reatreignant le champ d'application des disposi­
tions de l'article 5.5) de talla aorte que (par exempla an 
aupprimant l'alin'a 11)) le titulaire du brevet puissa 
intentar una action contra l'obtenteur seulement, mais non 
contra l'utilisateur d'una vari't', la protection du 
titulaire du brevet reatarait insuffisante. 

One tella disposition aurait pour effet que les actes 
visant l cr,er une nouvelle vari4t6 seraient accomplis bora 
de• fronti~res nationalas et que saul• lea actea d'exploi­
tation seraient accompli• A l'int4rieur d'un territoire 
prot,q6. Une possibilit' ausai 4vidanta de tourner la 

• • ·I ... 
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r~lementation mettrait le titulaire du brevet dana \UI~ 
situation qu~ra plus enviable qu'une entilre privation de 
••• droita. 

21. Bn cons4quanca, il conviendrait de supprimer l'articla 5.5). 

Caci para1t logique, dana la maaura o~ il eat pr'vu A 
l'articla 5.3) qua l_'obtenteur d'una ~ari't' ••re peut, lui 
auaai, fair• valoir des droits envara l'cbtanteur d'une 
vari't• d6riv4e. On ne voit pas pourquoi la titulaire du 
brevet devrait Atre plus mal loti. 

En ee qui concern• lea variantes prcpos4ea pour 
l'article 5.3), remarquona au paaaaqe que la concession A 
l'obtanteur de l'intagralit' des droits prct6;4a (y compria 
la pcaaibilit4 d'una action en cessation) na tend paa l 
empAcher que da nouvelle• v~ridt6s soiant diaponibles en 
tant qua mat4riel de d4part. En r•;le ;4n4rale, la titulai­
re du droit prot4;4 A int,rlt A ce que son droit aoit lar­
gamant exploit6, notamment par l'octroi de licences. Admet• 
tre 1a posaibilit' de l'action en ceasation en plus du 
simple droit A 4tra indemnis4 a pour cona6quenca que le 
montant de la licence paut atre n6qoci6 librement, de sorta 
qu'il est d4termine en tonction de sa valeur sur la march4 
at non pas par una d4ciaion administrative ou par voia de 
justice. Ceci est valable tant pour la droit ralatit A la 
protection des vari4t'• qua pour le droit des brevets. 


